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As facilitators of technology transfer, Licensing
Executives preside over the remorseless advance
of product and life-style innovation, which,
ironically, is now reflected in the redundancy of
poetic and literary glories. John Betjeman’s
poem Executive, written when he was poet
laureate in 1974, has little meaning to anyone
under a certain age:
‘I am a young executive. No cuffs than mine are cleaner;
I have a Slimline brief-case and I use the firm’s Cortina.’
If writing now, he would doubtless direct his observations
at The IT Consultant:
‘I am a web designer, I wear T-Shirt & Jeans.
I have an iPod Shuffle, and I eat organic beans.
I’m known on every web site, Facebook and Second Life.
My list of ‘friends’ is awesome, my spam mail’s
running rife.’

Fresh
Design
Law


Issue 118 December 2007

page

7

- although his ‘Around us are Rovers and Austins afar’
in the Subaltern’s Love-Song was prophetic, bearing
in mind the departure, afar, to the East, of the IP and
manufacturing rights for the last of the British motor cars.
Tiny Tim’s aspirational
Christmas turkey
would now be a musthave Nintendo Wii,
or an Apple iPhone.
Doubtless, the Scrooge
of a modern-day
Christmas Carol would
relent over Tim’s inability
to meet impossible
targets and reward him
with last-minute PC
World vouchers. Robert
Browning’s 19th century,
‘How they brought the
good news from Ghent
to Aix’, is now just
incomprehensible. What
was all that tiresome
galloping about? It isn’t
that difficult to convey important information:

gave us the geostationary communication satellite, ahead
of his time, in 1945. Since 1983 we have had access to
the more complex GPS satellite navigation system. We
depend on the USA for this – but watch this space, the
EU has just given the go-ahead (again) for its own Galileo
system, while Russia and China are already working on
extensions to their Glonass and Compass networks, all
of which will put GPS to shame. At the other end of the
scale, carbon nanotubes seem, at last, set to come of
age and provide next generation semiconductor devices,
and possibly planet-saving hydrogen storage for
carbon-free car fuel cells. Debates as to the primacy
of plasma or LCD flat screens may be swept away by
the OLED screen now commercially introduced by Sony.
Unusually, a scientist, Dr. Craig Venter, gave this year’s
BBC Richard Dimbleby lecture. He explained how digitally
designed bacteria, with inserted artificial chromosomes,
are poised to save the world by providing friendly fuel and
mopping up our excess carbon dioxide excretions.
As to patent IP, the year followed closely on the
publication of the reforming Gower report. To date,
this has resulted in a change in the trading style of the
patent office (to UK Intellectual Property Office), and a
redesigned web site. At the European level, an extensive
first review of the European Patent Convention gave us
EPC2000, the most significant part of which seems to
be the renumbering of the Rules. On the other hand, the
French gave in, and the easier translation requirements of
the London Agreement will come into effect early in 2008
- perhaps. On the other side of the Atlantic, things have
been much more exciting, with heightened controversy
over various patent reform bills, general dismay at the
patent office hard-line practice on obviousness (following
the KSR decision), and outrage at the new rules imposing
oppressive limits on patent procedure – currently on hold
following GSK’s court action against the patent office.
At the UK Court of Appeal, in the Aerotel and Macrossan
case, it was made clear that software and business
methods were not welcome at the patent office, and
this view has been endorsed in various High Court games
invention cases. The Court of Appeal approved
an invented four part test resolutely different from the
more reasonable one applied by the EPO, although
European rejections in the excluded areas became
more frequent also.

‘I reached for my phone, on Orange, 3G:
Dirck dialled, Joris spoke, we chatted all three.’
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And what of John Masefield’s: ‘Dirty British coaster
with a salt-caked smoke stack,’. That doesn’t sound
environmentally sound, nor economically viable.
Most likely: ‘Giant Chinese freighter with a
plastic-filled cargo hold.’
Technology does not stand still. It changes and gives
rise to changes in our lives; and, to be relevant, IP must
adapt accordingly. Science fiction writer Arthur C. Clarke

Continued on Page 2>
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Now is the time of year to reflect
on recent events and to focus on
resolutions for the New Year. The
Autumn has been a busy period
for the Society, with three London
meetings and many regional
meetings and there is much to look forward to in 2008.
The inaugural meeting of the LES – BioScience for Business
Joint Special Interest Group on Renewables was held at
Linklaters in mid-October. Meredith Lloyd-Evans, one of
the Bioscience for Business Knowledge Transfer Network’s
KT Managers, introduced Bioscience for Business and its
role in stimulating biorenewables and biorefinery concepts.
Bioscience for Business exists to pin down the technology
strategy that UK companies need to adopt to survive and
grow in the medium to long-term. Its remit is industrial
biotechnology – the use of living resources and processes in
the manufacturing industries, and especially innovations that
encourage a shift from petrochemicals to biorenewables.
Tony Hartwell of the Resource Efficiency Network (REN)
provided an overview of why we should innovate and
what some of the specific questions were in renewables
technology. REN’s remit includes all aspects of resource
management. The evening concluded with unanimous
support for establishing this joint SIG formally and seeking
volunteers for a working party to make suggestions of
scope and actions and drive it forward. So, please contact
Meredith at meredith.lloydevans@biosciencektn.com to
help us move this initiative along.
Hayley French initiated a very well attended afternoon and
evening event with BioWednesday (part of London First)
on 7 November where the afternoon session was hosted
by the London BioScience Innovation Centre (at the Royal
Veterinary College) and the evening debate by Nature
Publishing Group. Both sessions were excellently chaired
by Ken Powell, CEO of Arrow Therapeutics since 1998.
The afternoon session heard presentations from Dominique
Kleyn and Anne Lane on the experiences of Imperial College
and University College in commercialising their research,
particularly by spin-out. This was followed by contributions
from Andrew Mackie of IP Group and Mark de Boer of Index
Ventures on financing and incubating new companies and
spinouts, providing valuable insights into how they look at
risks and returns. The evening session took the form of
a lively debate on the question “Are universities the best
places to grow businesses?” The consensus was that
many good businesses came from university ideas, and
some had benefited from the academic environment
whereas others had clearly benefited from early
separation from their source.
November 27th found us at GSK in Brentford to hear a
fascinating talk on Establishing “Open Innovation” at Kodak
from Ruth Thomson. It was interesting to learn that Kodak’s
major businesses now are in large, complex and high

quality printing machines (e.g. for colour brochures) and in
printing paper, whereas their history is clearly more rooted
in chemistry and photography. Ruth took us through the
approach that Kodak is taking to identify relevant technology
throughout Europe.
The two major dates for your diary for 2008 are 7th February
and 2nd July. The former date will see a half day meeting
on the topic of “Product Life Cycle Management” followed
by an evening networking event, both at the premises of the
Society of the Chemical Industry in Belgrave Square. We
are delighted that Ian Fletcher, Chief Executive of the UK
Intellectual Property Office, will be our guest speaker in the
evening. The main theme of our Annual Meeting on 2nd July
2008 at the Wellcome Collection in Euston Road will be “UK
Research Funding: How Can Technology Transfer Help?”
more details will be available early in the New Year. There is
a London Evening Meeting on 9 January entitled “Design
Rights: strong but no longer silent” - a review by David
Stone of the first 150 invalidity decisions by OHIM registered
Community designs. And for those who have not tried one,
I can thoroughly recommend the Scottish Section’s Burns’
Supper “Faking it with Burns”; this year to be held on 5th
February (at the Kama Sutra restaurant in Glasgow).
Your Council is keen to attract younger members and more
members from industry into the Society. To this end, we
will be offering heavily discounted rates to anyone wishing
to attend the three day LES Fundamentals of Intellectual
Asset Management course at Cranfield University from
21st to 23rd April 2008. The price will be £199, exclusive
of accommodation, but with a year’s membership of LES
included. The details will be on the website soon, so please
try to think of colleagues, contacts or clients to whom this
generous offer would be of benefit.
It remains only for me to wish you all a very Merry Christmas
and a Happy and Prosperous 2008.
Martin Sandford
President LES B&I

Xmas Competition
Following on from Barry Quest’s front page article,
this year’s Christmas competition is:
“What is the best IP or technology-based
poetic parody?”
Answers to Mary Elson by email
(elson.mary@btinternet.com)
before 31 January 2008.
There is a bottle of champagne awaiting
the winning entry!

<Continued from Page 1
At the pharma end, discontent at amendment of TRIPS
to allow compulsory importation as an alternative to local
manufacture in developing countries, continues; especially as
cash-cow drug patents reach the ends of their lives without
sign of lucrative replacements. The University of Edinburgh
withdrew its appeal on the ‘Edinburgh patent’ (EP0695351)
after 14 years and 14 oppositions, and accepted patent claims
which exclude human embryonic stem cells. Patentability of
such cells on morality grounds has however yet to be decided,
elsewhere, by the Expanded Board of Appeal.

Charles Dickens, whose A Poor Man’s Tale of a Patent in
1850 joined the battle for reform to help inventors protect
their inventions, would have felt at home amongst this year’s
political machinations. We seem to be still in the realm of
ghosts of Christmases past. Technology advances. The
need to protect IP increases, while our patent law focuses on
firmed-up exclusions and cosmetic tinkering, and is in danger
of following past-its-best-by poetry into irrelevant quaintness.
Another frightening Christmas!
Barry Quest
Wilson Gunn
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UK IPO £112,000 costs award warning
The UK IPO is often used a cost effective forum
for determining rights of trade mark owners
which might otherwise end up in costly court
proceedings. However, the UK IPO’s low costs
awards can leave it open to abuse.
In a recent decision concerning invalidity and opposition
actions brought by Target Brands Inc (“Target”)
against registrations and applications of Music Choice
Limited (“Music Choice”), the UK IPO made a cost
award significantly higher than the usual costs awards
(between £1000 and £3000 per action) associated with
these types of actions. The award should make brand
owners and their advisors think carefully when pleading
cases before the UK IPO; grounds which are untenable
or become untenable during the course of the action
should be dropped as soon as possible.
The decision on costs covered two merged opposition
actions and two merged invalidity actions (“the Actions”)
brought by Target against Music Choice. The nub of
Target’s complaint was the “roundel device” applied
for by Music Choice, alone and as part of a word and
device mark (the “Marks”). Target attempted to rely on
its community registration for TARGET and roundel
device, alleged rights in passing off and Well Known
mark(s) under the Paris Convention. They also argued
that the Marks were filed in bad faith.
The Actions were started by the oppositions in 2003
and came to be heard on 16 and 17 July 2007. The
brand owners were represented by solicitors and the
hearing was argued by Queen’s Counsel! The Actions
were clearly hard fought as their history shows evidence
of interlocutory decisions and a case management
conference for strike out. However, when it came to
a final decision, Target were found to have failed to
substantiate any of their grounds and penalised for
having been vexatious and/or unreasonable.
Notable sections of the judgement include:
“…when a party pleads a ground which from the outset
has no foundation, or where in the light of the available
evidence it becomes clear that the ground is untenable,
yet it pursues the ground up to and/or including the

hearing that such behaviour can be regarded as
unreasonable”
“…the Section 3(6) (appropriation), 5(3), 5(4)(a) and
Article 6bis were so poorly founded as to make the
running of these grounds vexatious, even though
they were dropped just prior to the main hearing. The
Section 3(6) (no intention to use) whilst not vexatious at
the outset should have been dropped following the filing
of the prospectus.”
“I regard Target as having commenced the case under
grounds which were unreasonable and maintaining
such grounds despite clear evidence to the contrary.”
Music Choice was not completely recompensed.
They had sought £168,358.36 in actual costs. The
33% cost differential was substantiated by the Hearing
Officer on the basis that it reflected costs incurred on
work in relation to grounds which were not vexatious
when pleaded.
Nonetheless, does the large award really assist the
successful party which has had the uncertainty
of fighting the Actions since 2003? The case also
begs the question of whether, given the standard of
representation (involving QC), more could have been
done to settle this case earlier by both parties?
According to a UK IPO spokesperson the decision has
not been appealed.
Darren Olivier,
Director
Bowman Gilfillan Attorneys
Darren Olivier has moved from Field Fisher Waterhouse
LLP to become a Director of Bowman Gilfillan Inc. He is
currently on secondment to patent and trade mark firm
Barlin Associates.

For Members
Engaged With
Merchandising
Regulatory Enforcement
and Sanctions Bill.

Business News
Virtuoso Legal is pleased to announce that Kirsten Toft
has joined the practice as a specialist IP / IT lawyer.
Kirsten qualified as a solicitor into international law firm
Hammonds in 1997 having obtained her BSc(Hons)
in Molecular Biology at the University of Manchester.
Kirsten also has a Diploma in Intellectual Property Law
and Practice from Bristol University.
Kirsten practised intellectual property law at the
London office of Hammonds until
she moved to Australia in 2005. In Australia she
worked for Spruson & Ferguson lawyers in their
Sydney office in the Commercialisation of Intellectual
Property Department. She was admitted as a lawyer of
the Supreme Court of New South Wales in April 2006.

www.virtuosolegal.com.

The Regulatory Enforcement And Sanctions
Bill was introduced into the House of Lords on
Thursday 8 November.
The Bill has been substantially restructured following
the consultation on the draft Bill published in May 2007.
In the revised version of the Bill, it is not proposed that
alternative sanctions will be available for the intellectual
property offences enforced by Trading Standards.
However the power for the Local Better Regulation
Office to issue guidance (after consultation) to Trading
Standards on intellectual property matters has been
retained in the revised Bill.
(http://www.publications.parliament.uk/pa/
pabills/200708/regulatory_enforcement_and_
sanctions.htm

Chairs of Committees and
Special Interest Groups
Brands
Darren Olivier
Barlin Associates
Regent House, 1-3 Queensway
Redhill, Surrey, RH1 1QT
+44 (0)7799 402 401
Email: darren@barlin.co.uk
Education
Chair: Ian Hartwell
c/o CUBIC,
Cranfield University,
Beds, MK43 0AL
Tel: +44 (0) 870 739 1466
Email: iph@iphartwell.com
Laws
Robin Nott
3, St Peter’s Square, London.W6 9AB
Tel: +44 (0) 20 8748 6399
Fax: +44 (0) 20 8748 6696
Email: robin@nott.eu.com
Healthcare
Co Chair: Jennifer Pierce
C/o Charles Russell
8 - 10 New Fetter Lane,
London , EC4A 1RS
Tel: +44 (0)20 7203 5062
Fax: +44 (0)20 7203 5302
Email: jennifer.pierce@charlesrussell.co.uk
Co Chair :Christi Mitchell
C/o Highbury Ltd
1 Highbury Road
Hitchen, Herts SG4 9RW
Tel: +44 (0) 1462 436 894
Fax: +44 (0) 1462 442 647
Email: christi@highburyltd.com
IT & E-Commerce
Acting Chair:
Dai Davis
Brooke North
Crown House, Great George St.,
Leeds LS1 3BR
Dai Davis: dd@brookenorthllp.co.uk
Nominations
Martin Sandford
Intellectual Asset Consulting
Folliotts, River Road, Taplow
Bucks SL6 0BG
Tel: +44 (0) 7818 014371
Fax: +44 (0) 1628 773117
Email: martin.c.sandford@btinternet.com
Meetings
Nigel Jones
C/o Linklaters
1 Silk Street, London EC2Y 8HQ
Email: njones@linklaters.com
Web Site
Barry Quest
c/o Wilson Gunn
5th Floor, Blackfriars House
The Parsonage, Manchester
M3 2JA, England
Email: barry@greatermanchester.co.uk
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UNCITRAL
The Legislative Guide on Secured Transactions
A Briefing On The Proposed UNCITRAL Changes To Secured
Financing Laws
Summary A little-noticed international initiative may soon make life
significantly more difficult for IP owners and their licensees. IP owners
stand to lose significant powers to control what licensees do with
granted rights and their royalty payments. Instead, licensees who want
to raise financing may subject their rights and payment obligations under
the licence to third-party security interests, so that IP owners will find
that they will have greater difficulty in terminating a licence if the licensee
defaults on the security and that they can be forced to take second
place behind the interests of the lenders on such a default, even to the
extent of losing control of their IP rights to the lender.
An attempt to create a single worldwide system for registering security
interests will crudely sweep away the chance of taking into account the
many concurrent interests in IP being commercialised.
Further the existing systems of registering interests in IP rights may be
changed and the current effects achieved by registration in existing
Registries for IP rights overruled.
All sectors of the IP community need to act swiftly to mitigate the worst
effects of this initiative, while there is still time.
What is the initiative?
The U.N. Commission on International Trade Related Laws (UNCITRAL)
is seeking to reform financing laws to cut across legal restrictions on the
availability of low cost credit. It wishes to make it easier for businesses
and lending banks to deploy assets as security for raising finance. These
ideas are embodied in a draft document called “The Legislative Guide
on Secured Transactions”.
The Guide builds on the UN Convention on the Assignment of
Receivables in International Trade. This Treaty was finalized in 2001,
but so far only the United States, Madagascar and Luxembourg have
signed it, and only Liberia has ratified it. At the last minute the Treaty
added IP royalties as “receivables”,so that monies received by a licensee
on the sale of goods which, or part of which, are to be used to pay
royalties are clearly caught by the new rules. The Treaty eliminates all
legal and contractual rules that prohibit the assignment of receivables
to a lender and establishes an entirely new priority scheme for their
collection different from standard IP approaches and inconsistent
with TRIPS.
The Guide expands on the Treaty. It suggests how countries’ laws
can be harmonized to come into line with the aims of the Guide. The
problem is that the Guide was drafted primarily for tangible goods and
related trade receivables. Intellectual Property and their royalty streams
were included in the Guide without prior consultation with IP users and
IP experts.
Liberalising the ability of enterprises to acquire finance is a worthy
aim. But the concern is that this initiative will have the unintended
consequence of severely disrupting IP commerce – now one of the most
economically significant global business activities, worth an estimated
$300 billion worldwide annually. In short, 21st century IP activities are
being forced into the straitjacket of an approach based on 1930’s-style
tangible asset concepts.
What is the current status?
The fact that the IP professional community was not involved in
consultation on these proposals until a late stage means that time is
now short. The Guide was due to be finalised and adopted in December
2007. U.N. agencies will then seek its adoption worldwide, along with
the Receivables Treaty.
UNCITRAL had previously expressing willingness to listen to the IP
community. In January of 2007, UNCITRAL hosted a colloquium of
IP professionals to discuss the Guide. Although the IP community
supported the goal of liberalizing financing for IP assets, there was
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widespread belief that the Guide in its current form was not suitable for
IP. The UNCITRAL Secretariat indicated a willingness to add an Annex
to the Guide for IP financing to deal with these concerns but it has
recently been suggested that it will take “years” to agree such an Annex.
In the meantime UNCITRAL will encourage counties to adopt the Treaty
and the Guide with little if any guidance on how it must be adjusted to
deal with IP.
What can be done?
Several IP organisations are working closely to co-ordinate responses
and reactions from the IP community. In addition, some governments
are beginning to focus on the need to develop appropriate
recommendations for IP financing and the development and adoption of
the Annex in the near future.
UNCITRAL will host its next meeting from 19-23 May 2008 at the
United Nations Headquarters in New York. The discussions will involve
the impact of the Guide on IP and any proposed recommendations
in the Annex. The meeting is open to NGOs, that are “an international
organization, not for profit, involved in international rule making and with
expertise in IP law.” To attend the NGO must first be accredited and
confirm attendance for a security clearance.
UNCITRAL has spent years working on the Legislative Guide, but this
meeting in New York will be one of the few chances for IP professionals
to address the Annex. UNCITRAL only meets twice a year, and if the
Annex is not finalized quickly there is considerable concern that states
may begin applying the Guide to IP for lack of any other guidance. It is
therefore imperative that interested IP owners and their representatives
make their input know as soon as possible.
The full text of the Guide can be viewed at: http://www.marques.
org/Uncitral/legislation/guide/default.asp.
A collection of papers discussing the impact of the Guide on IP can be
accessed at: http://www.marques.org/uncitral.
Robin Nott
Chair LES B&I Laws Committee

Members on the Move
The following LES B&I Members have recently moved.
Their new contact details appear below.
Enda Gribbon
AstraZeneca
T404, Alderley House, Alderley Park
Macclesfield SK10 4TG
Colin Hulme
Burness LLP
120 Bothwell Street
Glasgow G2 7JL
Steve Poile
Bridgehead International Ltd
Allanmere House, 6 Hobgate
York YO24 4HF
Sean M. Smith
Director, Business Development
QinetiQ Nanomaterials Ltd.
Cody Technology Park
Building Y25, Ively Road,
Farnborough GU14 0LX
Home Office Address (preferred for LES correspondence):
39 Rivers Street
Bath, BA1 2QA
01225 333 078
Andrew Thornton
Qinetiq
8 Newstead Drive
Southam CV47 0CT

FRESH DESIGN LAW
Court of Appeal rules on Community registered
design right in air freshener dispute
The major cases in the UK relating to designs (such as Dyson v
Qualtex and Lambretta v Teddy Smith) have primarily focused
on unregistered design right, copyright and UK registered
design right. But in October the Court of Appeal handed down
its judgment in Proctor & Gamble Co v Reckitt Benckiser
(UK) Ltd, the first case ever to be considered by it concerning
infringement of a Community registered design.
The background to this case is as follows. The Febreze air freshener
spray of Proctor & Gamble (“P&G”) is protected by a Community
registered design. P&G sued Reckitt Benckiser (“RB”) on the
grounds that RB’s competing Air-Wick air freshener spray infringed
this registered design. The High Court ruled in P&G’s favour but RB
appealed.
Infringement of a Community registered design is a question of whether
or not the offending design (in this case, RB’s design for the Air-Wick
product) produces a “different overall impression” on the “informed
user”. The Court of Appeal, led by Jacobs LJ, ultimately allowed the
appeal and ruled that RB was not infringing. In doing so, the Court
provided useful guidance on these two key concepts, namely, the
“different overall impression” test and the definition of the “informed
user”.
The “informed user”
Jacobs LJ made it clear that the notional “informed user” for design
right purposes does not import the same characteristics as the “person
skilled in the art” under patent law. Most registered designs are for
consumer articles to be bought by ordinary members of the public.
The “informed user”, when forming his or her “overall impression”, is
not therefore intended to be a designer or an expert of any kind, but
an average and regular user of the product, who has experience of
the kind of products in question, is fairly familiar to the relevant design
issues and trends, and who is aware of constraints on design freedom
for those kind of products.
On the other hand, the “informed user” is not the same as the concept
in trade mark law of the “average consumer” of the relevant goods or
services, who only rarely has the chance to make a direct comparison
of two trade marks and typically will rely on his imperfect picture of
them in his mind. The “informed user” is better informed that this, since
he or she is deemed to carefully view the designs in dispute rather than
merely relying on what sticks in his or her mind afterwards.
A “different overall impression”
The Court acknowledged that this test was an inherently imprecise one.
It is only necessary to show that the overall impression given by the
offending product is “different” in order to avoid infringement. This is
subtly different from the requirement for a registered design, in order to
be valid, to have been “clearly different” from the existing designs in the
marketplace at the time of the application.
In practice, a court needed to put itself in the position of the informed
user and try to sum up the “overall impression” of each of the registered
design and the allegedly infringing article, taking care to ensure that it
does not over-generalise when describing the features of each (as the
High Court judge did in this case). Jacobs LJ added that the more
novel a registered design, the more significant the overall impression
is likely to be and so the more room there is for differences that do not
create a different overall impression (in other words, protection for a
strikingly novel design will be correspondingly greater than for a product
that is incrementally (although clearly) different from existing designs in
the marketplace).
The role of evidence
Jacobs LJ was at pains to point out that the “place for evidence is very
limited indeed” in cases of this kind. Neither evidence of a designer or
expert, nor the design history of the offending product or the registered
design, are likely to be of much relevance in a registered design
infringement case. In these circumstances, it is not relevant whether
the registered design was copied, or how much has been invested by
either party in creating their designs. That said, the Court thought that
evidence as to the extent of design freedom for the kinds of products

in question, and concerning the reaction of the public and trade to the
design, does have its place.
Jacobs LJ went on to say that, by and large, it should be possible for a
court to decide a (typical) registered design infringement case – which
boils down to a question of the appearance of the registered design,
the offending product and any prior art -- in a few hours.
Comment
This case has provides a pragmatic and welcome interpretation of
some of the key concepts underlying Community registered design,
which are also relevant when considering infringement of a UK
registered design. It is worth noting that the position taken by the Court
of Appeal in this case was consistent with the findings of the Austrian
Court of Appeal, in parallel proceedings between P&G and RB, who
had also found RB had not infringed.
Hamish Corner
Charles Russell

Christmas Stocking Alert
According to MarkMonitor’s third edition of its Brandjacking
Index, consumers ought to be careful when purchasing their
Christmas presents this year online. The research focus
conducted by MarkMonitor’s team shows how recalled toys are
readily available at many online sites. These toys were recalled
over the past 18 months for containing lead paint or loose
magnets and include brand names such as Nicklodeons’ Dora the
Explorer and Mattel’s Barbie and Tanner.

In order to attract buyers the online stores were also found to have
displayed heavily discounted prices. All in all, over 25% of the 1157
different auction listings for nine toy brands were found to offer recalled
toys with no mention that the toys were no longer available in High
Street stores in the US or locally.
The Report also found significant evidence of brand abuse in the online
retail space including phishing sites, cybersquatters and unautorised
retailers as well as counterfeit gift card scams that trap consumers into a
maze of pay-per click and phoney affiliate sites.
Meanwhile the Anti-Phishing Working Group’s website contains some
helpful hints to avoid online identity theft and fraud:
• Be suspicious of any email with urgent requests for personal
financial information
• Don’t use the links in an email, instant message, or chat to get to
any web page if you suspect the message might not be authentic
or you don’t know the sender or user’s handle
• Avoid filling out forms in email messages that ask for personal
financial information
• Always ensure that you’re using a secure website when
submitting credit card or other sensitive information via your
Web browser
• Remember not all scam sites will try to show the “https://” and/or
the security lock. Get in the habit of looking at the
address line, too.
• Consider installing a Web browser tool bar to help protect you
from known fraudulent websites.
• Regularly log into your online accounts
• Regularly check your bank, credit and debit card satements to
ensure that all transactions are legitimate
• Ensure that your browser is up to date and security
patches applied
• Always report “phishing” or “spoofed” e-mails to the
relevant company.
For more information on MarkMonitor’s Report and The Anti-Phishing
Working Group visit: http://www.markmonitor.com/download/bji/
BrandjackingIndex-Autumn07.pdf and http://www.antiphishing.
org/consumer_recs.html.
Darren Olivier
Bowman Gilfillan
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News from the Regions
LES Scottish Branch
On 10th October 2007 LES Scottish Branch held a joint meeting
with the Scottish Stem Cell Network (SSCN) on the subject of
“Stem Cell Research – the science, IP and ethics”. The event
was held in the august surroundings of the Royal College of
Surgeons of Edinburgh adjacent their Museum containing the
appropriate Burke and Hare “memorabilia”! The evening was
chaired by SSCN Network Director, Dr. Marilyn Robertson and
was well attended by members of both organisations.
Professor Marc Turner, Scientific Director, Scottish National Blood
Transfusion Service gave a scientific overview under the title “The
Idiot’s Guide to Stem Cell Research”. Marc’s presentation gave a clear
picture both of the great progress that has been made in this field and
of the considerable gaps in knowledge which remain. Whilst there
might be some limited early therapeutic and commercial successes
with autologous treatments (i.e. using a patient’s own cells) it will be a
considerable time before wider benefits could be expected.
Nick Bassil from Kilburn & Strode gave a review of the IP situation for
Stem Cell technologies under the title “What’s protectable – highlighting
the areas of dispute in protection”. “Dispute” was a key word in
Nick’s presentation as he pointed out the various disagreements and
differences of opinion on Stem Cell IP. Differences abounded not only
between different geographical jurisdictions but between different
groups within the same jurisdiction.
Discussion was broadened to include ethical issues raised by Stem Cell
Research in a Panel Discussion, which also included Professor Joyce
Tait (Director of the ESRC Innogen Centre), Dr Donald Bruce (Church
of Scotland) and Sue Polson (MS Society Scotland). Joyce Tait raised
the question of whether some groups were seeking to apply ethical
standards to stem cell research which were different from those applied
to other areas of bio-medical research. Donald Bruce highlighted
differences of opinion on what constituted “living” material which should
not be used for research on moral grounds. An MS sufferer herself,
Sue Polson pointed out that patients with life-threatening conditions
were often impatient because of delays in potentially vital caused by
ethical debates.
The evening was both intellectually extremely stimulating and
unexpectedly moving – as a result perhaps the networking over wine
and canapés extended well past the formal finish time.
Don’t miss the fun at our next event – the, ever popular, LES Scotland
Burns’ Supper on 5th February 2008, entitled “Faking it with Burns”
- A Counterfeit Burns’ Night concentrating on IP Crime.” how could
you fail to be interested? Just in case you need further encouragement
we have a formidable line-up of speakers: Ian Fletcher, Chief Executive,
UK’s Intellectual Property Office, Phil Lewis, Head of Enforcement
Team, UK’s Intellectual Property Office and David Thomson, Trading
Standards Manager, South Ayrshire Council. This promises to be an
entertaining and informative evening. Don’t miss out, join us at the
“Kama Sutra”, 331 Sauchiehall Street, Glasgow on February 5th 2008!
Contact Cara for further details, email: LES@glasconf.demon.co.uk
Caroline Sincock,
Chair, LES Scotland Region

Meetings and
Training Courses
Half Day Meeting - London
Thursday 7th February 2008.
2pm to 5.3pm.
Society of Chemical Industry,
14-15 Belgrave Square, London. SW1X 8PS
The meeting will be on Product Life Cycle Management, with speakers
from industry who will consider the life cycle of a patented product and
the ways in which the return from the product and its Trade Marks can
be maximised.
Subjects and speakers:
• “Patent Pools” Dr Simon Davies, European Patent Attorney,
D Young & Co. (See: http://www.dyoung.com/)
• “Dealing with IP and licensing disputes, including litigation
and mediation”. Colin Hunsley, Director of Commercialisation for
ClearviewIP (Formerly Senior VP Technology Commercialisation
at BTG)
• The Generic Company’s perspective.  [Speaker invited.]
• “Dealing with patent expiry, including patent extensions and data
exclusivity”  [Speaker invited.]
The Meeting will be followed by an Evening Reception and Light Buffet
at which Ian Fletcher, Chief Executive of the UK’s Intellectual Property
Office, will update LES on how he is meeting the challenges of his
role, and give us his unique perspective on the key issues facing the
intellectual property community.

New Year: New Trainees…
Are you looking for a licensing course for your new trainees?
The LESI 3-day “Fundamentals of Intellectual Asset
Management” has been developed with you in mind.
Monday 21st April 2008 to Wednesday 23rd April 2008
Cranfield University
LES B & I CPD Ref No: CBL/LESO (12 CPD points accredited for
days 2 & 3 only)
This three-day course has been developed by the Licensing
Executives Society – the premier worldwide organisation for all
those involved in technology transfer – and offers a comprehensive
and complementary mix of lectures and interactive exercises.
Who should attend?
The course is aimed at anyone from beginner’s level to those
with up to two years’ experience in licensing. It is a valuable
introduction to this field whether you have a legal, academic,
financial or other business background. You should aim to attend
all three days of the course unless you have already attended
course 101 or are a patent or trade mark attorney, or lawyer
with IP experience or anyone who satisfies the organisers having
equivalent knowledge or experience.
LES members are free to attend the course as a benefit of
their £115 membership fee. For those not wishing to join LES,
there is a charge of £495.
Contact Cara for further details, email:
LES@glasconf.demon.co.uk

6

newsxchange™ December 2007

Gowers Report.
Business to Business Licensing
Members will remember that the Gowers Report
recommended that the UK Patent Office, now UK IPO,
should develop “Business to Business” model IP licences
through industry consultation and assessment of the
Lambert model licences.
Robin Nott, who chairs the Laws Committee, sits on
the Inner Working Group responsible for developing the
licences and he tells us that a report on the first stages
of the development of the B2B licence is going to be
published for discussion by the Outer Working Group
in mid January.
The present proposal is for a document aimed particularly
at small businesses who may have little of no experience
in licensing to tell them what licensing is about and show
them how licensing might be able to help their business
to develop and perhaps expand
into new fields.
The group is also looking at the many opportunities
available using web based and interactive material
to get the message across, including, for example, a
demonstration of licensing negotiations, and considering
how such material can best be used.

Meeting the Patent Office
For some time it has been the practice of the
Patent Office (as it used to be known) to hold
regular meetings with the Presidents of the four
main professional bodies representing Intellectual
Property Attorneys in the UK, namely the Chartered
Institute of Patent Attorneys (CIPA), the Institute
of Trade Mark Attorneys (ITMA), the Trade Marks,
Patents and Designs Federation (TMPDF) and the
British Association of the International Federation of
Intellectual Property Attorneys (FICPI-UK).
This practice is to be continued by Ian Fletcher, the
new CEO of the renamed UK Intellectual Property
Office, and his first meeting took place in Newport on
26 October.
The photo below shows, from left to right,
Kevin Woodrow, Finance Director, Robin Webb,

Fast Track Examination of Patent
and Trade Mark Applications at
the UK Patent Office (UK IPO)
Presently the UK IPO has an unofficial system by which
applicants for patents and trade marks who need to
have their rights granted quickly, usually so that they can
enforce those rights against alleged infringers, can apply
to the Office for speeding up of processing and this is
usually done.
Now the UK IPO is planning to formalise this procedure
so that applicants will be able to get fast track processing
on payment of a fee. The fee is yet to be decided.

LES International Officers
2007-2008

President:
Chikao Fukuda
LES Japan

Two points need to be noted.
First for patents, the UK IPO provisionally suggests that
the three month period for third parties to file observations
on the patentability of inventions should remain the same.
However they do ask if a shorter period, two months
or only one month, would be preferable. LES have
suggested that the existing period of three months
should remain.

President Elect:
Adam Liberman
LES Australia and New Zealand

Past President:

Second for Trade Marks, there is no guarantee that the
Office will deal with any matters after the first examination
report more quickly, although the Office do say that
they “will aim to deal with any correspondence following
examination as quickly as possible”. Dealing with post
examination matters as quickly as possible seems to
be as important as fast examination of the substantive
application itself.

LES USA and Canada

LES is supporting the proposals subject only to asking for
more assurance from the Office that in Trade Marks post
examination matters will be dealt with as quickly
as possible.

James Malackowski

Trade Marks and Designs Director, Robert Weston,
President of CIPA, Tim Frain, President of TMPDF, Ian
Fletcher, Phil Harris, President of ITMA, Alastair Neill,
President of FICPI-UK and a Council member of LES
B&I, and Sean Dennehey, Patents Director.
A second meeting is scheduled for around
Easter 2008.

Ron Grudziecki

Secretary:

LES USA and Canada

Treasurer:
Pat O’Reilley
LES USA and Canada

Vice President (Education):
Stephen Powell
LES B&I

Vice President (Communication):
Kevin Nachtrab
LES LES Benelux

Vice President (Membership):
Clarisse Escorel
LES Brazil
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Events Diary 2008
Administration
Cara McIlwraith
Northern Networking
1 Tennant Avenue
College Milton South
East Kilbride, Glasgow G74 5NA
Tel: +44 (0) 1355 244966
Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk
Regional Officers
Ireland
Chair: Alistair Payne
C/o Matheson Ormsby Prentice
70 Sir John Rogerson’s Quay
Dublin 2
Tel: +353 1 232 2342
Email: alistair.payne@mop.ie
Secretary: Brian McElligott
DFMG Solicitors
Embassy House, Ballsbridge
Dublin 4
Tel: +353 1 637 6620
Email: bmcelligott@dfmgsolicitors.ie
Scotland
Chair: Caroline Sincock
Tel: + 44 (0) 141 620 3631
Email: cassie.sincock@virgin.net
Secretary: Seona Burnett
c/o McGrigors
Princes Exchange, 1 Earl Grey Street
Edinburgh EH3 9AH
Tel: +44 (0) 777 7359
Email: seona.burnett@mcgrigors.com
East Midlands
Chair: Mark A Snelgrove
C/o Browne Jacobson
44 Castle Gate, Nottingham NG1 7BJ
Tel: +44 (0)115 976 6000
Fax: +44 (0) 115 947 5346
Email: msnelgrove@brownej.co.uk
West Midlands
Chair: Simon Church
c/o Wilson Gunn
Charles House, 148/9 Great Charles St.,
Birmingham B3 3HT
Fax: +44 (0) 121 236 1038
Email: simon.church@wilsongunn.com
North West
Chair: Paul Bentham
C/o Addleshaw Goddard
100 Barbirolli Square
Manchester M2 3AB
Tel: +44 (0) 161 934 6000
Email: paul.bentham@addleshawgoddard.com
North East
Chair: Elizabeth Ward
Virtuoso Legal
The Stables, 9 Redhouse Lane
Leeds LS7 4RA
Tel 0844 800 8871
Email: liz@virtuosolegal.com
South West & South Wales
Chair: Graeme Fearon
Thring Townsend
6 Drakes Meadow, Penny Lane,
Swindon SN3 3LL
Tel: +44 (0) 1793 410800
Email: gfearon@ttuk.com
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For further information please contact regional officers for LES events in Britain and Ireland (see panel
on the left of this page or visit the LES B&I website http://www.les-bi.org/) and the officers of national
societies for overseas events (see LES directory or the LESI website http://www.lesi.org)

9 January 2008
LES London Region
“Design Rights –
Strong but no longer silent”
Speaker: David Stone
Visit London’s conference room
6th Floor, 2 More London Riverside
London, SE1 2RR
Email: les@glasconf.demon.co.uk

5 February 2008
LES Scottish Branch Burns’ Supper
“Faking it with Burns – A Counterfeit Burns’
Night Concentrating on IP Crime”
Kama Sutra,
331 Sauchiehall Street, Glasgow
Email: les@glasconf.demon.co.uk
7 February 2008
LES B&I Half-Day Meeting and
Networking Event
Bio Industry Association
Belgrave Square, London
Email: les@glasconf.demon.co.uk

21-23 April 2008
LES Training Course:
“Fundamentals of Intellectual Asset
Management”
This three-day course has been developed
by the Licensing Executives Society

– the premier worldwide organisation
for all those involved in technology
transfer – and offers a comprehensive
and complementary mix of lectures and
interactive exercises.
Mitchell Hall
Cranfield University, Cranfield
Beds MK43 0AL
For further information contact Cara:
Email: les@glasconf.demon.co.uk

4-7 May 2008
LES International Conference
Sheraton Chicago Hotel and Towers
Chicago, Illinois, USA
See: www.usa-canada.les.org/
meetings/2008spring/

3-5 June 2008
LES B&I Annual Conference and AGM
Wellcome Collection Conference Centre,
Euston Road,
London NW1 2BE
Further details TBA
Email: les@glasconf.demon.co.uk

28-30 September 2008
LES Pan- European Conference
Amsterdam, The Netherlands
See: www.2008.les-benelux.org

Welcome!
Council has been pleased to welcome the
following new members to the Society:
Paul Andrews, Barker Brettell;
Brian McElligott, DFMG.

Thought about advertising in
newsxchange?
Would inserts be more appropriate
for your needs?
Contact Cara at the
LES Administrative Office
for further details:
Northern Networking
1 Tennant Avenue
College Milton South
East Kilbride, Glasgow G74 5NA
Tel: +44 (0) 1355 244966
Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk

newsxchange

™

Editor: Mary Elson
Tel: +44 (0) 1978 710475
Email: elson.mary@btinternet.com
newsxchange™ is circulated as a service to
members of the Society. Editorial contributions
are welcome and should be addressed in the first
instance to the Editor.
Unless otherwise agreed, acceptance of any
submission for publication in News Exchange is on
the understanding that the author also consents
to publication in the same or edited form on the
Society’s website at www.les-bi.org.
News Exchange and the newsxchange™
logo are trade marks of the Licensing Executives
Society (Britain & Ireland) Ltd.

Moving Company/Changing Address?
Please remember to tell our administrator, Cara McIlwraith, if you change your office address so that we can continue to send
you LES information and newsxchange™.
Her address is:
LES Administrative Office, Northern Networking Ltd
1 Tennant Avenue, College Milton South, East Kilbride
Glasgow G74 5NA
Please also remember to change your contact details in the Membership Directory on the LESI website. As a service to our
members the editor will print any change of company and location in newsxchange™.
Please contact Mary Elson, elson.mary@btinternet.com

Membership
Enquiries should be addressed to Cara McIlwraith at the LES Administrative Office:
Tel: +44 (0) 1355 244966 Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk
A membership application form may also be found
on the LES B&I website: www.les-bi.org
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