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Parallel importing is a frequently contested activity 
and there have been a number of cases on the 
different aspects of this type of trade. This article 
attempts to summarise the latest developments 
in particular in relation to the pharmaceutical 
industry where the economic importance of parallel 
importing is significant especially when it concerns 
movement of goods within the profitable EU 
market. Distributors all too often take advantage of 
the free movement of goods by purchasing drugs 
at a low price in one country and importing them 
in to another country. Here they sell the medicines 
below the going market rate undercutting the 
pharmaceutical companies and making a healthy 
profit. These cheaper drugs are more attractive to 
purchasers such as national health services who 
have to think of margins and spending targets. 
Companies can however do very little about parallel 
importing particularly in the EU as one of the principles 
of the EU is the free movement of goods. Once 
goods are admitted to the EU market they may move 
freely between countries. The principle is to increase 
competition, drive prices down and benefit the 
consumer. This is what happens with parallel importing; 
ultimately the consumer does receive medicines  
at the lowest price.

However, in order for a company to be able to sell 
products within a certain country the importer or the 
manufacturer will need to comply with the specific 
requirements within that country. These are particularly 
strict for pharmaceutical products.

In the UK one of the requirements is that instructions 
for products are in English so that the patient can 
read and understand the directions. If products are 
imported from other countries the packaging and 
instruction leaflets often need to be changed to take 
account of these requirements. This can be done in 
one of two methods; either by repackaging the product 
completely or by over-stickering. 

Article 7 of Directive 89/104, entitled “Exhaustion of 
the rights conferred by a trade mark” provides that the 
trade mark shall not entitle the proprietor to prohibit its 
use in relation to goods which have been put on the 
market in the community under that trade mark by the 
proprietor or with his consent. This, however, shall not 
apply where there exist legitimate reasons for 
the proprietor to oppose further commercialisation  
of the goods, especially where the condition of the 
goods is changed or impaired after they have  
been put on the market.

Repackaging someone else’s product creates a danger 
that you may be deemed to be passing off the product 
as your own or infringing the producers’ trade marks 
or copyright. Manufacturers often use this to challenge 
the parallel importation of their products. This piece of 
legislation has been the subject of much litigation. The 
most recent cases have endeavoured to provide some 
guidance on the subject. 

In Bristol-Myers Quibb V Paranova AS five conditions 
were laid out by the ECJ which the parallel importer 
has to show apply in order to defend a claim for trade 
mark infringement;

1) First the importer has to show that the trade mark 
owners’ opposition to the parallel trade contributed to 
an artificial partitioning of the markets;
2) Secondly, that the repackaging does not affect the 
original condition of the product;
3) Thirdly, that the new packaging clearly states who 
repacked it and the name of the     manufacturer;
4) Fourthly, that the repackaging does not damage the 
reputation of the trade mark holder; and 
5) Fifthly, that the importer has notified the trade mark 
owner and provided him, on demand, with a sample of 
the repackaged product before selling the product. 

This case also suggested that producers are permitted 
to contest repackaging where over-stickering 
would have been possible. Importers tend to favour 
repackaging before over-stickering as there is a  
strong consumer preference against over-stickered 
products, thus meaning that the manufacturer’s 
product is favoured.

Guidance was also provided in the prolonged series of 
claims between Boehringer Ingelheim KG and Others 
v Swingward and other actions where actions for 
infringement of trade marks and passing off  
were brought by seven of the largest  
pharmaceutical companies. 

Various questions were referred first to the Advocate 
General and then on appeal to the ECJ. In summary 
the courts stated that the main function of a trade 
mark was to guarantee the origin of the product 
and therefore repackaging the product was likely to 
create real risks for that guarantee of origin, it should 
therefore, be treated with care.

The conditions set out in Bristol-Myers Squib applied 
in all cases including cases of over-stickering. 
Any repackaging must be necessary for the marketing 
of a product in a country, and not solely for any  
stylistic reason.

It was held that while defective, poor-quality or untidy 
repackaging could damage a trade mark owner’s trade 
mark this was not the only situation in which the fourth 
Bristol-Myers condition would apply. Each case would 
be examined on a case by case basis. When deciding 
whether this condition applied the court will take into 
account such things as whether a parallel importer has;

1) de-branded the goods by failing to affix the trade 
mark to the exterior of the packaging;
2) co-branded the goods by applying either the 
importer’s own logo or house style or get-up, or a get-
up used for a number of different products;
3) wholly or partially obscured the proprietor’s trade 
mark;
4) failed to state on the additional label that the trade 
mark in question belongs to the proprietor;
5) printed the name of the importer in capital letters.

The court confirmed that it is for the parallel importer 
to prove the existence of the Bristol-Myers conditions. 
However, in the case of the second condition, i.e. that 
the repackaging did not affect the quality of the original 
product, it is sufficient for the parallel importer to 
provide evidence that led to a reasonable presumption 
that the condition had been fulfilled. 
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The burden of proof lies with the owner of the trade mark 
for condition four. They need to prove that there has been 
or will be relevant damage to the mark if the importer is 
permitted to proceed.

If an importer did not notify a trade mark owner of their 
proposed importation then any subsequent uninformed 
importation would be penalised and while the sanctions 
would be proportionate they would be sufficient enough 
to deter any further infringement. This may well include 
financial compensation, the amount of which will be 
determined by the national courts of the member state.
Conclusion

These recent cases have attempted to provide some 
clarity in this confusing area and as stated by the Advocate 

General “after 30 years of case law on repackaging of 
pharmaceutical products it should be possible to distil 
sufficiently principles to enable national courts to apply 
the law to the constantly replayed litigation between 
manufacturers and parallel importers.”

As this area is of particular economic importance it is, 
unlikely that producers will stop contesting importations or 
importers stop importing. It still remains to be seen whether 
or not the recent cases will affect the volume of actions 
being brought or provide any clarity to this confusing area 
of law. 

Mirin diver, charles russell
Mirin.Diver@charlesrussell.co.uk 

The main focus, and the main 
event, since the last edition of 
News Exchange has been the 
Annual Conference in Dublin.  
This was a superb event and I 
cannot over-praise the work of 

Alistair Payne, Jeanne Kelly and the Irish Committee 
with Nigel Jones in putting together and executing an 
excellent programme.  We were delighted to welcome 
Ron Grudziecki, the President of LES International, who 
opened the conference and gave a brief introduction to 
and review of LESI.

The quality of the plenary speakers was extremely high, 
reflecting the favours that Alistair and others had called 
in.  The  speakers included Martin Cronin, the CEO of 
Forfas, the Irish agency for policy research in the fields of 
Enterprise, Science and Technology which also supports 
and coordinates the implementation of national policy by 
the economic development agencies of the Department of 
Enterprise, Trade and Employment and Sean Dorgan, the 
highly respected CEO of the Irish Development Agency, 
which is one of the world’s leading inward investment 
agencies, whose success has led to Ireland being the 
most successful investment location in Europe over recent 
decades.

We learnt a considerable amount about the flexible and 
imaginative ways in which Ireland had sought to attract 
innovative companies to Ireland and retain them. There was 
also evidence of joined-up government thinking covering 
all aspects relevant to Ireland meeting its aim, by 2010, 
to be “Internationally renowned for the excellence of its 
research and be at the forefront in generating and using 
new knowledge for economic and social progress, within 
an innovation driven culture”.  This included the provision 
of premises, tax breaks and further education to meet the 
increasingly sophisticated needs of the industries attracted 
to Ireland.

Our Gala Dinner was held in the Banking Hall at the 
Westin, a splendid building well suited to its new use as a 
banqueting suite.  It is not normally the sign of a good dinner 
to come when a local agrees to speak but declines to stay 
for the meal itself.  However, in the case of David Pierce, the 
President of Chambers Ireland, it was simply an indication 
of the many calls on his time.  He gave us an amusing and 
stimulating talk to open our Gala Dinner before departing to 
return to the Irish Heart Foundation strategy day, as one of 
its Board members.

The Gala Dinner and the presence of the President of LESI 
provided us the opportunity to honour two long-standing 
members of LES Britain & Ireland. Chris Goodman has 
come a long way since playing football at Tottenham 
Hotspur in the 1960’s. He has made a huge contribution 
to LES B&I throughout his time on Council, serving as 
President and leading the Education Committee to new 
heights; he has also had a large impact on the Education 

Committee of LESI and generally represented LES B&I 
superbly in LESI.  It seems impossible that we will not see 
him again at international meetings but, if that turns out to 
be the case, we can only hope that he and Sybil enjoy his 
retirement.  Donal O’Connor will be known to many of the 
more senior members of LES B&I.  He contributed a lot to 
the development of the Irish Committee and also found 
time for significant involvement in the Council of LES B&I, 
including a year as President, and in LESI.  It was thus a 
great pleasure for us to be able to ask Ron Grudziecki to 
present both Chris and Donal with customised   
LES B&I glassware.

Chris Goodman chaired the Fundamentals of Intellectual 
Asset Management course that we ran in parallel with the 
remainder of the conference. The Healthcare, Laws, Brands 
and IT & E-Commerce Committees provided excellent 
workshops to the extent that there was virtually no decline in 
numbers by 5.30 on Friday when the conference closed.   
An informal dinner had been organised by Alistair and 
Jeanne that was an excellent finale to a thoroughly 
enjoyable and stimulating conference.  

One of the key duties of the President is to identify and 
nominate Officers of LES B&I.  I am delighted to be able 
to announce that we have identified the individual whom 
we intend should be the next Vice President of LES B&I, 
to take over when Nigel Jones becomes President in the 
summer of 2008. He is Mark Wilson, Director, Collaboration 
Department, Europe for the Pharmaceutical Development 
department of GlaxoSmithKline’s pre-clinical development 
division. He has held licensing roles at GSK for the last 
seven years and has been a member of your Council for 
the past year. He has already made an impact, including 
organising meetings at the GSK Brentford site and in hosting 
deliberations on the customisation of module 102 from the 
Fundamentals Course. He has brought new energy and 
attitudes to Council and I am sure he will do well for us.   
This appointment also underlines that your Council is  
always on the lookout for younger members with energy 
and ideas who are prepared to put the time and effort in to 
develop the Society.

The Brown Government has not won many plaudits recently 
(I am writing this the week after the Autumn Economic 
Statement) but we should all applaud the first ever 
appointment of an Under Secretary of State for Intellectual 
Property (and Quality). I joined a group of “Stakeholders” 
including representatives of CIPA, ITMA, FICPI and TMPDF 
meeting Lord Triesman and Ian Fletcher. Quite clearly IP is 
further up this Government’s agenda than at any time in the 
past. Though the greatest concerns appear to be focused 
on the consumer (and voter?) uses of IP, Lord Triesman has 
a firm grasp of the issues and is prepared to listen.   
This route offers us the opportunity to raise matters of 
concern; just email me if there is anything you feel is not 
presently being addressed.

Martin sandford 
President LES B&I
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Honorary President
The Rt Hon Lord Justice Jacob

President
Martin Sandford
C/o Intellectual Asset Consulting
Folliotts,  River Road
Taplow, Bucks SL6 0BG
Tel: +44 (0) 7818 014371
Fax: +44 (0) 1628 773117
Email: martin.c.sandford@btinternet.com

Vice President
Nigel  Jones
C/o Linklaters
1 Silk Street
London EC2Y 8HQ
Email: njones@linklaters.com

Secretary
Dr John Roe
Mundipharma International Ltd
Cambridge Science Park
Milton Road, Cambridge CB4 4GW
Tel: +44 (0)1223 424211
Fax: +44 (0) 1223 426626
Email: john.roe@mundipharma.co.uk

Treasurer
Raja Sengupta
Equal IP Ltd.
215 Signal House, Lyon Road,
Harrow, Grtr. London HA1 2AQ
Tel: +44 (0) 20 8863 6697
Fax: +44 (0) 20 8863 6294
Mobile: +44 (0) 7973 146 176
Email: raja.sengupta@equalip.com

Immediate Past President
Stephen Powell
C/o Williams Powell
Morley House
26-30 Holborn Viaduct
London EC1A 2BP
Tel:+44 (0) 20 7936 3300
Fax:+44 (0) 20 7936 3311
Email: stephen.powell@williamspowell.com

Administration
Northern Networking
1 Tennant Avenue
College Milton South
East Kilbride, Glasgow G74 5NA
Tel: +44 (0) 1355 244966
Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk

Other Council Members
Christopher Bartlett, Conan Chitham,  
Dai Davis, Ian Hartwell, Jeanne Kelly, 
Anne Lane, Christi Mitchell, Alastair Neill, 
Fiona M M Nicolson, Robin Nott,  
Darren Olivier, Alistair Payne, Jennifer 
Pierce, Barry Quest, Anita Roberts,  
Renate Siebrasse, David J Veasey, 
Michael Waggett, Mark Wilson.

<Continued from Page 1
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Coller IP Management (formerly IP Solutions) 
have recently launched a One-Stop Shop for IP 
– New Services to Help Inventors, Businesses 
and Investors Finance and Realise the Real 
Value of their Capital.

The new services enable organisations at 
any stage of their development to work with 
a single specialist IP (intellectual property) 
company to maximise the value of their 
intellectual capital. No longer do businesses 
have to spend time and money briefing several 
different suppliers to get their ideas to market. 

Jackie Maguire, CEO, Coller IP Management 
and LES member, said, “We’ve extended the 
business because companies are potentially 
missing out on the real value of their IC 
(intellectual capital). Good ideas give the heart 
beat to many companies, but often flounder 
because the legal and commercialisation routes 
associated with IP develop independently. 
Companies are often sitting on buried treasure 
in the form of intellectual capital. We help them 
understand, protect and realise its value during 
the company’s full lifecycle.”

Legal Opinion and Valuation Coller IP 
Management’s, new valuation and legal 
opinion service gives organisations concrete 
opinions as to the worth and robustness of 
their intellectual property. “Other IP companies 
sit on the fence, whereas we are prepared to 
give a definitive view whether the IP has legs 
and is capable of getting to market.” said  
Jackie Maguire.

She added, “For the first time, companies 
can be confident that their invention can be 
used as a sound basis on which to develop 
the company, or write a business plan, which 
means that organisations without a robust 
offering will not waste time and money trying 
to develop something that is a non-starter 
– and, just as importantly, will understand the 
true value of what they have and how best 
to develop it. We are able to offer this unique 
service by having a team that understands 
and communicates the nuts and bolts of 
technology and IP as well as the lifeblood  
of business.” 

Brands
Darren Olivier
Barlin Associates
Regent House, 1-3 Queensway
Redhill, Surrey, RH1 1QT.
+44 (0)7799 402 401
Email: darren@barlin.co.uk

Education
Chair: Ian Hartwell
c/o CUBIC, 
Cranfield University, 
Beds, MK43 0AL. 
Tel: +44 (0) 870 739 1466
Email: iph@iphartwell.com

Laws
Robin Nott
3, St Peter’s Square,  
London, W6 9AB.
Tel: +44 (0) 20 8748 6399
Fax: +44 (0) 20 8748 6696
Email: robin@nott.eu.com

Healthcare
Co Chair: Jennifer Pierce
C/o Charles Russell
8 - 10 New Fetter Lane, 
London, EC4A 1RS. 
Tel: +44 (0)20 7203 5062
Fax: +44 (0)20 7203 5302
Email: jennifer.pierce@charlesrussell.co.uk

Co Chair :Christi Mitchell
C/o Highbury Ltd
1 Highbury Road
Hitchen, Herts, SG4 9RW.
Tel: +44 (0) 1462 436 894
Fax: +44 (0) 1462 442 647
Email: christi@highburyltd.com

IT & E-Commerce
Acting Chair: Dai Davis
Brooke North
Crown House, Great George St.,
Leeds, LS1 3BR.
Email: dd@brookenorthllp.co.uk

Nominations
Martin Sandford
Intellectual Asset Consulting
Folliotts, River Road, Taplow
Bucks, SL6 0BG.
Tel: +44 (0) 7818 014371
Fax: +44 (0) 1628 773117
Email: martin.c.sandford@btinternet.com

Meetings
Nigel  Jones
C/o Linklaters
1 Silk Street, London, EC2Y 8HQ.
Email: njones@linklaters.com

Web Site
Barry Quest
c/o Wilson Gunn
5th Floor, Blackfriars House
The Parsonage, Manchester 
M3 2JA, England.
Email: barry@greatermanchester.co.uk

Chairs of Committees and 
Special Interest Groups

BusiNess News

Coller IP Management is also launching an 
Invention House for inventors. The Invention 
House - or commercial nursery - will be a 
centre of IP expertise for the development of 
communication technologies.  
 
“We are seeking to support those organisations, 
both large and small, which are developing 
intellectual property related to communication 
technologies in their broadest sense, whether 
the core ideas are explicitly related to telecoms, 
or dealing with other novel applications of 
communications relevant to healthcare, 
automotive, diagnostics or other areas.   

We are keen on communication technologies 
that touch lifestyle issues” said Jackie Maguire. 

Coller IP Management, based in Oxfordshire  
UK, combines patent attorney and  
commercial expertise to deliver intellectual 
property management, evaluation and 
investment services that unlock the potential  
of business assets.   

The company works at all levels within 
organizations, from start ups to corporates, from 
the boardroom to technologists and with the 
investor community.  

 
Coller IP Management’s website is at 
www.colleripmanagement.com

The invention house

On 4 October an US federal jury found a  
Minnesota woman, Jammie Thomas, aged 30, 
guilty of sharing copyrighted music online. 

She was ordered to pay a total of $222,000 to be 
shared between six record companies - $9,250 
for each of the 24 songs they focused on in the 
case.  They alleged that she shared 1,702 songs 
online in violation of their copyrights.

Thomas was accused of downloading the songs 
without permission and offering them online 
through a Kazaa file-sharing account.  She 
denied wrong-doing and testified that she didn’t 
have a Kazaa account.

The lead attorney for the record companies, 
Richard Gabriel, said, “This does send a 
message, I hope, that downloading and 
distributing our recordings is not OK.”

The Recording Industry Association of America 
said that lawsuits have mitigated illegal sharing, 
even though music file-sharing is rising 
overall, they went on to say that the number of 
households that have used file-sharing programs 
to download music has risen from 6.9 million 
monthly in April 2003, before the lawsuits began 
to 7.8 million in March 2007

For the full article see The San Diego  
Union-Tribune, 5 Oct 2007, p.A3.

record laBels’ reveNge!



Members on the Move
The following LES B&I Members have recently moved.  
Their new contact details appear below.

Conan Chitham
Withers LLP
16 Old Bailey, London EC4M 7EG
Tel: +44 (0) 207 596 6000
Email: conan.chitham@withersworldwide.com

Sean Cummings
Keltie
Fleet Place House
2 Fleet Place, London  EC4M 7ET

Hayley French
Novartis Pharma AG
Forum 1, Novartis Campus
CH-4056
Switzerland
Tel: + 41 61 324 9850
Email: hayley.french@novartis.com

Matthew Hogg
Marsh Ltd
Global Communications
Media & Technology Practice
1 Tower Place, London EC3R 5BU
Tel: +44 (0) 20 7357 2524

Email: matthew.hogg@marsh.com

Robert Stankey
Reed Smith Richards Butler LLP
Beaufort House
15 St Botolph Street, London EC3A 7EE
Tel: +44 (0)20 7772 5839
Email: bstankey@reedsmith.com
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Recent changes to the examination procedure for UK trade 
mark applications put the onus on existing trade mark owners 
to police and enforce their rights rather than relying on the UK 
Trade Marks Registry (the “Registry”). 

On 1 October 2007 the Registry introduced a new system for 
the examination of UK trade mark applications. It is hoped 
that the new system will be cheaper, more efficient, and more 
straightforward because it is now very similar to the registration 
system for Community trade marks (“CTMs”). It is also envisaged 
that the Registry will be able to take a more objective role in the 
registration process.

The relative grounds examination stage involves a search of all 
UK trade marks to ascertain whether any identical or confusingly 
similar trade marks (to the proposed trade mark) are already 
registered. Under the system prior to 1 October 2007, if such 
an earlier mark was discovered the Registry would raise an 
objection. Unless the applicant could overcome the objection, 
the registration would be refused. To overcome the objection, the 
applicant would have to either amend the application or obtain 
consent from the owner of the earlier right.   

One of the criticisms levied at the old system was that the views 
of the owner of the earlier mark were not taken into consideration.  
This meant that a mark could be refused on relative grounds even 
though the owner of the earlier mark may not have taken issue 
with the proposed trade mark.  

Under the new system the Registry will no longer refuse to register 
a trade mark because of an earlier conflicting trade mark unless 
the owner of the earlier mark successfully opposes the application.  
In other words, the onus is now on existing trade mark owners 
to monitor their rights and raise objections where previously this 
would have been dealt with by the Registry.

The Registry will still search the relevant registers (namely, the 
registers of all UK national marks, CTMs and international trade 
marks filed under the Madrid Protocol that designate the UK or 
EC) as part of the examination process and the applicant will be 
sent the search results. The applicant can then choose to continue 
with the application as it is, amend the application to avoid a 
conflict with the earlier mark or withdraw it altogether.  

If the applicant decides to continue with the application as it is, it 
will be published in the Trade Marks Journal, and the owner of any 
earlier mark which the Registry considers might form the basis of 
an objection will be notified of the potential conflict. The owner  
of the earlier right then has the opportunity to lodge an  
opposition to the proposed trade mark within three months 
 from the date of publication.     

Owners of earlier UK trade marks will automatically be notified 
of the Registry’s search results. However, owners of CTMs or 
international marks designating the EC (rather than just the UK) 
will not be automatically notified.  If they want to be notified they 
will need to “opt-in”. This involves submitting form TM6 with 
the Registry together with a fee of £50 per trade mark.  This will 
provide them with any relevant notifications for a period of three 
years.  A trade mark owner can also opt-out of the notification 
system by simply writing to the Intellectual Property Office (“IPO”).  

While the new system is considered a step forward for all 
concerned, it is not without its (potential) downsides.   
For example, the number of trade mark oppositions and 
applications to have trade marks declared invalid may increase, 
which could put a huge strain on the Registry’s resources. 
Moreover, some see the new system as placing too great a burden 
(financial and otherwise) on the owners of existing trade marks to 
monitor and enforce their rights.  

The key message for all trade mark owners is that they should 
keep a very careful eye on any new trade mark applications and 
should consider signing up to a specialist watching service which 
would give them an early warning of any possible troublesome 
applications. Moreover, if a trade mark owner does not 
automatically qualify for notification, then they should opt-in  
to the notification system.

Only time will tell whether the new system proves to be as 
advantageous as the IPO and others consider it to be, or  
whether it will simply create as many new problems  
as it is designed to solve. 

vicky Noy
Charles Russell
Vicky.Noy@charlesrussell.co.uk 

New responsibilities for Trade Mark owners 
Progress or Just another complication?

LES B&I Annual Conference 
2nd July 2008
Wellcome Collection’s Conference Centre
183 Euston Road, London. NW1 2BE
Plans are already underway for next year’s LES B&I 
conference.  Make a note of the date in your diary now.  

For further information about the conference contact Cara:
Email: les@glasconf.demon.co.uk
For further information about the Wellcome Collection 
Conference Centre see:  
www.wellcomecollectionconference.org



Federal Circuit Tightens Standard 
For Patentability Of Business Methods 

A c r o s s  t h e  P o n d
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On September 20, 2007, a panel of the United States Court 
of Appeals for the Federal Circuit handed down an important 
decision in In re Comiskey (docket no. 06-1286) regarding 
the patentability of “business method” patents, calling into 
question the scope of its holding in State Street Bank & Trust 
Co. v. Signature Financial Group, Inc. (149 F.3d 1368 (Fed. 
Cir. 1998)), and tightening the test for determining whether a 
claim is directed to an unpatentable “abstract idea” under 35 
U.S.C. § 101.  Under the Federal Circuit’s new test, a method 
or process claim involving an abstract idea must be embodied 
in, operate on, transform, or otherwise involve another class of 
statutory matter, i.e. a machine, manufacture, or composition 
of matter.  Slip op. at 17.

The case arose out of an appeal by an inventor (Comiskey) from a 
decision of the U.S. Patent and Trademark Office’s Board of Patent 
Appeals and Interferences (“BPAI”), which had rejected Comiskey’s 
patent application relating to “mandatory arbitration involving legal 
documents, such as wills or contracts.” Slip op. at 2. Representative 
claim 1 of the application was directed to a method for mandatory 
arbitration comprising six steps that could be performed without aid 
of a computer or other machinery (e.g. “enabling a person to enroll . 
. . in a mandatory arbitration system;” “conducting arbitration;” and 
“determining an award or a decision that is final and binding”). Id. at 
2-3. The BPAI rejected the claims as obvious under 35 U.S.C. § 103.  
On appeal, the Federal Circuit raised invalidity under 35 U.S.C. § 101, 
an issue that had not been argued before the BPAI.

The Federal Circuit first noted that Comiskey’s claims “may be 
viewed as falling within the general category of ‘business method’ 
patents” which, in accordance with State Street Bank, is not by itself 
an “exception to statutory subject matter” under § 101.  Slip op. at 
12.  However, the court rejected the notion that State Street Bank 
supported the patentability of all business methods as a general 
proposition, and instead effectively attempted to limit that decision 
by highlighting its holding that business methods are “subject to the 
same legal requirements for patentability as applied to any other 
process or method.” Slip. op. at 13. The Federal Circuit also noted 
that “the [constitution’s] framers consciously acted to bar Congress 
from granting letters patent in particular types of business,” and that a 
claim to an “abstract idea” is “beyond the broad reaches of patentable 
subject matter under § 101” pursuant to Supreme Court precedent.  
Slip op. at 14, 16.

The Federal Circuit went on to hold that a patent claim involving an 
“abstract idea” must satisfy two criteria to be patentable.  First, the 
idea must have a “claimed practical application.” Id. Second, the idea 
must be “embodied in, operate[ ] on, transform[ ], or otherwise involve[ 
] another class of statutory matter, i.e. a machine, manufacture, 
or composition of matter.” Slip op. at 17. Under this test, “mental 
processes — or processes of human thinking — standing alone are 
not patentable even if they have practical application.” Slip op. at 19.  
This test essentially overrules the BPAI’s earlier decision in Ex parte 
Lundgren, which rejected the concept of a separate “technological 
arts” requirement under § 101.  76 U.S.P.Q.2d 1385, 2004 WL 
3561262,  at *2-*5 (2004).  

Applying its new test, the Federal Circuit found method claim 1 
unpatentable as it sought to “claim the mental process of resolving 
a legal dispute” by a human arbitrator, and directed the BPAI to 
reevaluate the possible obviousness of certain system claims directed 

to using a computer a part of an arbitration process. In particular, the 
court warned that “[t]he routine addition of modern electronics to an 
otherwise unpatentable invention typically creates a prima facie case 
of obviousness.” Slip op. at 24.

The Comiskey decision does not represent the first Federal Circuit 
effort at constraining algorithm claims. In the mid-1990s, the court 
issued a ruling analogous on its face to Comiskey in In re Alappat, 
33 F.3d 1526 (Fed. Cir. 1994) (holding that mathematical algorithms 
alone were not patentable, but that an algorithm with some tangible 
real-world effect, e.g., algorithms as executing on computer hardware, 
could qualify). Comiskey seemingly attempts something similar 
— requiring that the algorithm steps be combined with or operate 
upon or transform some other patentable thing or process in the real 
world — but then carves out “executing the algorithm on a computer” 
as not qualifying as such a real-world embodiment, on the grounds 
that merely computerizing an otherwise-unpatentable method is not 
the type of “real world operation” that the Federal Circuit wants to 
encourage claims for.  
 
To consider how the rationale of the Comiskey panel would operate 
in practice, consider, for instance, that a researcher has devised 
a new mathematical method for calculating optimal pressure and 
temperature within an industrial machine. The Comiskey panel would 
likely determine that:  (a) a claim to a method for calculating and 
correlating optimal temperature and pressure failed as not reciting 
patentable subject matter, but rather a “mere idea;” (b) a claim to a 
method for performing such calculations on a computer failed as an 
obvious variant of an otherwise-unpatentable claim; but that (c) a 
claim to a method for performing those calculations, on a computer, 
and then automatically adjusting a pressure valve or thermostat within 
the machine, could qualify as patentable subject matter if otherwise 
novel and non-obvious. 
 
The Comiskey case is unlikely to be the last we will hear from the U.S. 
courts regarding patentability of algorithms. The Supreme Court has 
not weighed in on this issue in many years, but may eventually need 
to in order to reconcile the somewhat-divergent panel decisions of 
the Federal Circuit (notably, panel decisions such as State Street and 
Comiskey cannot be overruled except by the en banc Federal Circuit 
or the Supreme Court).  

Further, the debate over algorithm patents is taking place in the 
context of efforts to harmonize U.S. law more closely with that of 
Europe and other jurisdictions. None of these jurisdictions have 
allowed anything nearly as liberal as the American algorithm/business 
method regime post-State Street. One of the ways the European 
Patent Office has limited such claims, interestingly, is by strict 
application of the “technological effect” requirement — if algorithm 
steps do not have an effect on objects or processes outside 
the computer, they are deemed per se unpatentable as a “mere 
algorithm.” Comiskey can arguably be seen as an effort to implement 
a very similar standard in the U.S.

Jeffrey d. sullivan, Baker Botts,
L.L.P. New York (212) 408-2589 
jsullivan@bakerbotts.com



My arrival at Trinity College, Dublin, 
in late September to attend the LES 
Annual Conference as a recent new 
member, had many parallels to the 
start of my Freshers’ Week at university 
fifteen years ago. The illuminated 
quadrangle, the sound of chapel bells 
and groups of people bantering in 
the evening light reminded me of the 
anticipation of meeting and joining a new 
community and the prospect of acquiring 

knowledge. There was also the institutional breakfast and 
somewhat basic student accommodation, which were perhaps 
somewhat less fondly recalled but nevertheless not inconsistent 
with staying in Ireland’s oldest university.

work
I had decided to take the “Fundamentals of Licensing” course, which 
is part of the “Fundamentals of Intellectual Asset Management” course 
in the LES Professional Development Series that was introduced in 
1999 and updated annually. The first session revealed that most of the 
delegates on this course were reasonably experienced practitioners 
with between five and ten years’ practice in IP and licensing. As a result, 
the first day’s lectures on the fundamentals of intellectual property rights 
were more of a revision to most. Chris Goodman shared his expertise 
and stimulated interesting discussions among the participating 
solicitors, patent attorneys, accountants, in-house counsel and other 
licensing professionals. Mark Wilson provided valuable insights from the 
commercial world and explained his practical experience of licensing 
in the context of day-to-day business demands, thereby enlightening 
many of the lawyers in the audience. The second day’s session 
engaged the delegates to a greater extent and was felt to be much 
more in keeping with people’s expectations. There was a presentation 
on intellectual asset management and valuation, followed by a series 
of interactive sessions on negotiation skills led by Hayley French, 
Anne Lane and Chris Goodman. The latter topic in particular was 
very informative and the newly acquired techniques were practised to 
varying degrees of effectiveness in the afternoon as the delegates were 
divided into teams to negotiate the terms of a licensing agreement. This 
role-playing was both educational and enjoyable, and allowed us to 
see different styles of negotiation and how competitiveness has to be 
tempered with common sense and commercial awareness.  
For most of the delegates, this team activity was the highlight of the 
course, teaching not only the mechanics of licensing but also how the 
various skills of different professionals can be brought together in the 
interests of clients and commercial objectives.

As a new member of LES, the “Fundamentals of Licensing” course was 
especially useful in two respects. First, the substantive topics covered 
on the second day were informative and well-taught, and being able 
to practise skills was helpful. Equally important, though, was the 
opportunity to meet and network with fellow LES members over the 
course of the two days and to be able to share experiences and tips 
in an informal setting. If I were to offer any suggestions for the future, 
it would be to make clear in the publicity material that this particular 
course is designed for people with 3 to 6 months’ experience of IP  
and licensing, to avoid more experienced practitioners being  
taken by surprise.

Play
Just as on a university degree course, academic study was balanced 
with socialising, although on this occasion on a scale somewhat 
grander than student days. The LES gala reception and dinner was 

held in the Westin Hotel’s splendid Banking Hall - an historic landmark 
dating from 1863 with an ornate ceiling and four chandeliers crafted 
from 8,000 pieces of Egyptian crystal. The pre-dinner drinks were held 
in an area adjacent to the Banking Hall that was originally the Royal Irish 
Constabulary Station. At both, more stories and business cards were 
exchanged over wine and impressive food that was, not surprisingly, 
a welcome contrast to Hall breakfast. I was seated between an Irish 
solicitor and a lawyer working in academia. Again, we were able 
to share advice and experiences. I discovered that the solicitor is a 
colleague of a university friend and, separately, of someone with whom 
I have worked on a number of cases. The university lawyer provided 
many accounts of life at the industry-academia interface and revealed 
the extent to which such interactions are important to a country’s 
economic success. Many around me seemed to be having equally 
productive and enjoyable interactions.

looking ahead
Apart from the various conversations I had with individuals over the 
two-day meeting, one particularly revealing experience for me was 
listening to the warm words spoken over dinner in the Banking Hall 
about Donal O’Conor and Chris Goodman, former and soon-to-be-
former, senior members of the Society, as they were presented with 
awards for their major contibutions to its activities.  

To me, these were an encouraging and very positive reflection of 
LES: although many delegates did not know these individuals, the 
sentiment that the LES has been a source of long-lasting friendships 
and support was clear. Without trying to stretch the analogy too far, the 
anticipation and expectations of this particular “LES Fresher” were met 
at this Annual Conference, and I would certainly recommend joining 
LES as way to encounter and network with a broad range of licensing-
orientated organisations and individuals. 

dr frederick ch’en,  linklaters
frederick.chen@linklaters.com
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News from the Regions 

The last meeting of the Irish branch was held on Friday 5 October 
during which Cepta Duffy and Jim Cuddy of Enterprise Ireland 
reviewed the last year in technology transfer in Ireland and 
Enterprise Ireland’s Tech Search service.
 
The next meeting is set for 23 November and Ian Harvey, 
Chairman of the IP Institute will lead a panel discussion.  
We look forward to seeing you there.
 
We hope that all of you who attended the recent conference 
in Dublin enjoyed your stay and I am sure you will join us in 
congratulating Alistair Payne on organising a great event.
For further details contact Peter Bolger:
email: pbolger@Mhc.ie

News from LES Irish Region 

LES B&I Annual Conference September 2007
Personal perspectives of a recent new member

Virtuoso Legal would like to announce the appointment of Kirsten 
Toft as of 1 October 2007 as an associate IP lawyer in the 
practice. Kirsten trained and worked at Hammonds in London 
before leaving the UK and qualifying in Australia. 

People News 
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LES International Officers
2007-2008

awards

Two long-standing members of Council received  
awards at the LES B&I Annual Conference in Dublin  
in September.  

Chris Goodman and Ron Grudziecki

Thanking Chris Goodman, who retired from Council this 
year, Martin Sandford paid tribute to his efforts in both 
the national and international spheres, especially in the 
field of Education.  

Donal O’Connor

On the occasion of an event in Ireland, the opportunity 
was also taken to thank Donal O’Connor who retired 
from Council some time ago.  Stephen Powell recalled 
Donal’s efforts for LES both at home and abroad 
including a period as secretary of LES International.  

Donal is particularly remembered for his generosity to all.  
International president Ron Grudziecki presented LES 
crystal bowls to Chris and Donal.

Westin Banking Hall, Dublin

Table at Gala Dinner 

Harpist at the Gala dinner Dublin

More photographs from the LES B&I Dublin Conference 
can be found on the LES B&I website: 
www.les-bi.org

President:

Chikao Fukuda

LES Japan

President Elect:

Adam Liberman

LES Australia and New Zealand

Past President:

Ron Grudziecki

LES USA and Canada

Secretary:

James Malackowski

LES USA and Canada

Treasurer:

Pat O'Reilley

LES USA and Canada

Vice President (Education): 

Stephen Powell

LES B&I

Vice President (Communication):

Kevin Nachtrab

LES LES Benelux

Vice President (Membership):

Clarisse Escorel

LES Brazil

7th November 2007
les B&i half day healthcare 
Meeting and Networking 
reception
14:30 – 21:00
Nature, The Macmillan Building
4 Crinan Street, London N1 9XW

This meeting looks at University and Finance driven 
models of innovative business incubation with four 
experts: Dominique Kleyn of Imperial College, London; 
Anne Lane of UCL Business; Andrew Mackie of IP Group 
plc and Mark de Boer of Index Ventures.  Ken Powell of 
Arrow therapeutics Ltd., will Chair the meeting.

This meeting is free of charge but delegates 
must pre-register. This promises to be an excellent event.

For further information please contact Cara:
Email: LES @glasconf.demon.co.uk

7th February 2008
les B&i london
Half Day Meeting at the BIA

For the past few years, we have helped members get 
through the dark, cold February days by organising an 

Annual Lunch at the Savoy. These have been successful, 
with some excellent speakers, notably Jonathan Porritt’s 
speech earlier this year. But a number of members have 
commented that the format is not ideal for networking, 
and the time of day, and cost, make it difficult for them 
to attend. So we have decided to try something different 
next year. Instead of lunch, we will be having an  
evening drinks reception, providing a better (and 
cheaper) opportunity for members and their guests to 
network.  The venue will be the Garden Room at the 
headquarters of the Bio Industry Association in  
London’s Belgrave Square.

We will, however, be sticking to tradition in a few other 
respects, namely having a high-profile speaker, and 
preceding the reception with the usual half day meeting.  
We are delighted that Ian Fletcher, CEO of the Intellectual 
Property Office (formerly the Patent Office) has agreed 
to be our speaker. Those who attended the AGM 
this summer will recall the amusing, informative and 
controversial presentation Ian gave shortly after taking 
on his new role. We look forward to hearing how he 
and his team are getting on in meeting the objectives to 
which he referred, and hearing his views on broader IP, 
biotech and licensing issues. 

Further details from Cara email: 
les@glasconf.demon.co.uk



Welcome!
Council has been pleased to welcome the 
following new members to the Society:

Mr Ian Bell, Lanwell Solicitors;  
Mr Garrett Breen, Landwell Solicitors;  
Dr Nicola Broughton, Photopharma Ltd;  
Dr Frederick Ch’en, Linklaters;  
Ms Tuli Day, Sita;  
Mrs Jeanette Evans, AstraZeneca;  
Mr Thayne Forbes,  
Intangible Business Ltd;  
Mrs Sarah Gibson, Boult Wade Tennant;  
Mr Jonathan Griffith; Mrs Ann Henry,  
William Fry Solicitors;  
Dr Amy Lam, ITI Life Sciences;  
Mr James Lancaster, University of Bristol; 
Mr Martin Langley,  
Forensic Science Service;  
Mr Gavin McCutcheon,  
Intellectual Assets Centre;  
Mr Leo Moore, William Fry Solicitors;   
Ms Johanna Morris, Landwell Solicitors; 
Mrs Carol Plunkett, William Fry Solicitors; 
Mr Stephen Robertson,  
Metis Partners Ltd.;  
Mr Rob Sheldon, DWF Solicitors;  
Mr Michael Waters,  
Intellectual Assets Centre;  
Mrs Jane Watters, 
Intellectual Assets Centre.
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Administration

Cara McIlwraith

Northern Networking

1 Tennant Avenue

College Milton South

East Kilbride, Glasgow G74 5NA

Tel: +44 (0) 1355 244966

Fax: +44 (0) 1355 249959

Email: les@glasconf.demon.co.uk

REGIONAL OFFICERS

Ireland

Chair: Alistair Payne 

C/o Matheson Ormsby Prentice 

30 Herbert St, Dublin 2 

Tel: + 353 1 644 2342 

Fax: +353 1 619 9010 

Email: alistair.payne@mop.ie

Secretary: Hazel Larkin

C/o P McGovern & Co

Embassy House, Ballsbridge, Dublin 4

Tel:+ 353 1 637 6630

Email: hlarkin@pmcgovernsolicitors.ie

Scotland

Chair: Caroline Sincock

Tel: + 44 (0) 141 620 3631

Email: cassie.sincock@virgin.net 

East Midlands

Chair: Mark A Snelgrove

C/o Browne Jacobson

44 Castle Gate, Nottingham NG1 7BJ

Tel: +44 (0)115 976 6000

Fax: +44 (0) 115 947 5346

Email: msnelgrove@brownej.co.uk

West Midlands

Chair: Simon Church

c/o Wilson Gunn

Charles House, 148/9 Great Charles St.,

Birmingham B3 3HT

Fax: +44 (0) 121 236 1038

Email: simon.church@wilsongunn.com

North West

Chair: Paul Bentham

C/o Addleshaw Goddard

100 Barbirolli Square, Manchester M2 3AB

Tel: +44 (0) 161 934 6000

Email: paul.bentham@addleshawgoddard.com

North East

Chair: Elizabeth Ward

Virtuoso Legal

The Stables, 9 Redhouse Lane

Leeds LS7 4RA

Tel 0844 800 8871

Email liz@virtuosolegal.com

South West & South Wales
Chair: Graeme Fearon
Thring Townsend
6 Drakes Meadow, Penny Lane, 
Swindon SN3 3LL
Tel: +44 (0) 1793 410800
Email: gfearon@ttuk.com

Regional Officers

newsxchange™

Editor: Mary Elson
Tel: +44 (0) 1978 710475
Email: elson.mary@btinternet.com

newsxchange™ is circulated as a service to 
members of the Society. Editorial contributions 
are welcome and should be addressed in the first 
instance to the Editor.

Unless otherwise agreed, acceptance of any 
submission for publication in News Exchange is on 
the understanding that the author also consents 
to publication in the same or edited form on the 
Society’s website at www.les-bi.org.
    News Exchange and the newsxchange™ 
logo are trade marks of the Licensing Executives 
Society (Britain & Ireland) Ltd.
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For further information please contact regional officers for LES events in Britain and Ireland (see panel 
on the left of this page or visit the LES B&I website http://www.les-bi.org/) and the officers of national 
societies for overseas events (see LES directory or the LESI website http://www.lesi.org)

Membership
Enquiries should be addressed to Cara McIlwraith at the LES Administrative Office:

Tel: +44 (0) 1355 244966 Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk

A membership application form may also be found  
on the LES B&I website: www.les-bi.org 

Moving Company/Changing Address?
Please remember to tell our administrator, Cara McIlwraith, if you change your office 
address so that we can continue to send you LES information and newsxchange™.  
Her address is:

LES Administrative Office, Northern Networking Ltd 
1 Tennant Avenue, College Milton South, East Kilbride 
Glasgow G74 5NA

Please also remember to change your contact details in the Membership Directory 
on the LESI website. As a service to our members the editor will print any change of 
company and location in newsxchange™.
Please contact Mary Elson, elson.mary@btinternet.com

Thought about advertising in 
newsxchange?   
Would inserts be more appropriate 
for your needs?

Contact Cara at the  
LES Administrative Office  
for further details:
Northern Networking
1 Tennant Avenue
College Milton South
East Kilbride, Glasgow G74 5NA
Tel: +44 (0) 1355 244966
Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk

7 November 2007
LES B&I HEaLtHcarE MEEtINg

aNd NEtworkINg rEcEptIoN

Halfday (p.m.) Interactive Meeting
“New Life into the Life Science  
Sector in Europe”
NATURE, The Macmillan Building
4 Crinan Street,
London N1 9XW
14:30-21:00
Email: les@glasconf.demon.co.uk

27 November 2007
NB change of date
LES London region

“Establishing ‘open innovation’ at Kodak – how 
do you find good technologies to licence?”
Speaker: Ruth Thomson (Innovations Leader, 
Kodak European Research, Cambridge)

GlaxoSmithKline
GSK House, 980 Great West Road
Brentford, TW8 9GS
18:00-21:00
Email: les@glasconf.demon.co.uk

9 January 2008
LES London region

 “Design Rights – Strong but no  
longer silent”
Speaker: David Stone
Visit London’s conference room
6th Floor, 2 More London Riverside
London, SE1 2RR 
Email: les@glasconf.demon.co.uk

7 February 2008
LES B&I

Half-Day Meeting and Networking Event
Bio Industry Association
Belgrave Square, London
Email: les@glasconf.demon.co.uk

 
4-7 May 2008
LES International conference

Sheraton Chicago Hotel and Towers
Chicago, Illinois, USA
See: www.usa-canada.les.org/
meetings/2008spring/

 
2 July 2008
LES B&I annual conference and agM

Wellcome Collection Conference Centre,
Euston Road,
London NW1 2BE
Further details TBA
Email: les@glasconf.demon.co.uk

 
28-30 September 2008
LES pan- European conference

Amsterdam, The Netherlands
See: www.2008.les-benelux.org


