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Events 
Diary

LES B&I is delighted to hear that Dr Caroline 
Sincock, Chair of LES Scottish Branch, has been 
short-listed for the Association of Scottish 
Businesswomen Awards in the “Outstanding 
Contributions to Business Category”.

Introduced in 2000, the purpose of the Award is to 
showcase and celebrate the achievements amongst 
the female professional community in Scotland 
across all sectors of the economy. 

As well as highlighting the ever increasing 
contribution of women to the economic success of 
Scotland, the Award aims to identify role models 
who successfully inspire and motivate others. 

After her PhD in paleobotany, Caroline’s varied and 
fruitful career began as a biological scientist, then 
patent agent and innovation specialist, helping 
organisations encompass new ways of thinking as 
well as new technologies.

Caroline is the founder of the Intellectual Assets 
Centre in Glasgow, and her wealth of knowledge 
and her network of contacts were instrumental 
in setting it up and devising its scope (she left her 
role as Chief Intellectual Asset Offi cer earlier this 
year because of family illness but has every intention 
of returning to the ‘intangibles space’ in the future). 

The Centre aims to help organisations to protect 
and exploit their intellectual assets. The Centre has 
been a major support to the Scottish economy and 
complements the Executive’s Smart Successful 
Scotland campaign. 

Caroline has been Chair of the Licensing Executives 
Society (Scottish branch) for more than 5 years.  
Her contribution to LES in Scotland is well-known, 

under her leadership the branch was successful 
in bidding for the 2006 LES Pan-European 
Conference, it has also built-up and maintained 
very healthy attendances at the Scottish Branch 
meetings (for those of you who have never been 
fortunate enough to attend one of the Scottish 
meetings, they are famously welcoming and informal 
but always thought-provoking with innovative topics 
and speakers).

In addition to her interests in Intellectual Property 
Caroline is also a Director of the Multiple Sclerosis 
charity Revive Scotland (and has fi rst hand 
experience of MS herself). She also sits on the 
Board of Mearns Primary, the biggest state primary 
school in Europe. 

Chief Executive of the IA Centre, Iain Russell 
commented: “Caroline had the visionary genius 
back in 2001 to recognise how the facility of an 
IA Centre would support the development of 
the Scottish economy. Its creation has enabled 
businesses to benefi t from access to free 
information, and guidance on how to safeguard and 
exploit their IA. At the moment, no other country has 
such a facility so it is a real asset for Scotland.

“Caroline is well-recognised and well-respected 
as an expert within her fi eld, the passion and 
commitment she has demonstrated to the fi eld has 
been an inspiration to many.  We wish her all the 
very best at this year’s Awards.” 

The Awards Dinner will take place at the Business 
Learning and Conference Centre in Dunfermline on 
Friday 29 September. 

We add our very good wishes to Caroline, we will 
have our fi ngers crossed on the 29 September!
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My fi rst two months as President 
have been in the traditionally 
quiet period of the Summer. This 
has given me the opportunity 
to think a little about the 
development of a strategy for the 
future of LES B&I. 

I met with a small group from Council 
and worked through the classic 
SWOT analysis of where we presently 

are; Strengths, Weaknesses, Opportunities and Threats. This 
is very much “work in progress” and I hope to draw upon views 
from others in Council and from LES members country-wide. 
Nevertheless, it should not surprise you that we seem to have a 
strong foundation upon which to build. 

The two main themes emerging from discussions so far are the 
need to continue to provide professional development education 
and the need to organise good meetings that have a commercial 
edge to them. Alongside this was the need to having a rolling 
programme, preferably for the year ahead.

My fi rst visit to a regional meeting took me to Leeds, to the 
splendid new offi ces of Fox Hayes, to hear Trevor Baylis OBE 
speak on the subject: ”Why Invent?”. Trevor spoke well and 
controversially, as is his style. Trevor has earned the right to be 
listened to, recognising the hurdles he has overcome to enable 
his clockwork radio, and several other products, to see the light 
of day. 

He has strong views that he expresses eloquently, and is not 
afraid to challenge Government and the IP and Venture Capital 
establishment. I had not previously known that, following a stint 
in the Army Physical Training Corps, where he particularly liked 
swimming, he had a job selling swimming pools and then acted 
as a stunt man on TV with Peter Cook, Dudley Moore, Dave Allen 
and David Nixon. His rule for life is “Do what you enjoy! (and get 
off your ……., and make it happen).

But, returning to the main theme of the evening, “Why Invent?”, 
Trevor supported his view that inventors were not revered, 
helped or rewarded enough by society by giving a long list of 
eminent inventors (including Francis Bacon and Sir Christopher 
Cockerell), most of whom died in poverty; Trevor contends that 
this is still more likely than not to happen. 

Amongst his pet hates are NESTA (waste of our money) and 
“Dragon’s Den” (using ridicule to make “good television”; 
destructive; we should all write to the BBC to ask for it to be 
taken off!). His own experience with the clockwork radio included 
some shockingly rude dismissals, and blank turn-downs by 
Phillips, Marconi, Richard Branson and the Design Council. 
Only Sir Richard has since said that he regretted his decision. 
However, being someone who does not just moan but wishes to 
try to bridge such gaps, Trevor has set up Trevor Baylis Brands 
plc, which aims to help inventors fi nd out the potential strength 
of patent protection and then to fi nd a route to market. 

Trevor had one other major theme, which was that the education 
system should include “teaching invention”. He has been met 
with the argument that “you can’t teach invention” but believes 
that if you can teach art you must be able to teach invention. 
He argues for invention education on the grounds that “chance 
favours the prepared mind”. He left us with the blessing “May all 
your dreams be patentable!”

Returning to LES business, LESI has a strapline “Connecting 
Licensing Professionals Around The World”. My contention is that 
this and “Licensing Executives Society” only mean something to 
you if you are operating in the area or are already a member of 
LES, and are also essentially inward-looking. So, can we come 
up with a better strapline that conveys a better understanding 
of what LES B&I does? The current one on our website is “The 
society for professionals interested in the licensing of Intellectual 
Property Rights and transfer of technology”. 

There will be a bottle of champagne for the best suggestion 
sent to anita.roberts@btgplc.com by 31 October 2006; 
Anita has very kindly agreed to collate the suggestions. To start 
you thinking, one suggestion was “LES: Supporting Intellectual 
Property Business”. I believe we should convey some of what we 
do, with a commercial edge, and the judges will be the whole of 
Council at our November meeting.

Finally, with an eye to raising the public profi le of LES, if you see 
anything in the press upon which you think someone from LES 
should comment, please email me the details at 
martin.c.sandford@btinternet.com; I have already 
responded to one such suggestion and had a letter published in 
the Financial Times.

Martin Sandford President LES B&I

LES Officers and 
Members of Council
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Honorary President
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C/o Intellectual Asset Consulting
Folliotts, River Road
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Nigel Jones
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1 Silk Street
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Email: njones@linklaters.com

Secretary
Dr John Roe
Mundipharma International Ltd
Cambridge Science Park
Milton Road, Cambridge CB4 4GW
Tel: +44 (0)1223 424211
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Email: john.roe@mundipharma.co.uk

Treasurer
Raja Sengupta
Equal IP Ltd.
215 Signal House, Lyon Road,
Harrow, Grtr. London HA1 2AQ
Tel: +44 (0) 20 8863 6697
Fax: +44 (0) 20 8863 6294
Mobile: +44 (0) 7973 146 176
Email: raja.sengupta@equalip.com

Immediate Past President
Stephen Powell
C/o Williams Powell
Morley House
26-30 Holborn Viaduct
London EC1A 2BP
Tel:+44 (0) 20 7936 3300
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Email: stephen.powell@williamspowell.com
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Northern Networking
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Tel: +44 (0) 1355 244966
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Email: les@glasconf.demon.co.uk

Other Council Members
Christopher Bartlett, Henry Connor, 
Dai Davis, John Emanuel, 
Hayley French, Georgina Godby, 
Christopher Goodman, Nigel Jones, 
Anne Lane, Christi Mitchell, Yvonne 
McNamara, Alastair Neill, Fiona M M 
Nicolson, Jennifer Pierce, Barry Quest, 
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IPRinBusiness
1. UK and Indian governments sign a joint 

statement (15/09/06) of intent on bilateral 
cooperation between the two countries on IP rights. 
The main purpose is to stimulate investment in India 
by UK companies fearful of IP rights infringement.

2. ICC launches unique tracking system 
(09/09/06) to produce a series of monthly and daily 
reports on IP crime as part of its Business Action to 
Stop Counterfeiting and Piracy project (BASCAP). 

3. Commissioner McCreevy delivers speech 
(08/09/06) regarding the next steps following the 
Commission consultation on the future patent policy 
in Europe and on the 12th July hearing.

4. The Beatles prepare to sue music companies 
(31/08/06) EMI and Capitol for millions of pounds 
allegedly due in royalties for records they have been 
told were destroyed or damaged but then sold.

5. European Commission publishes summary 
report (09/08/06) of the 12 July 2006 public hearing 
on the future patent policy in Europe.

6. Scansafe Ltd v Messagelabs Ltd (26/07/06). 
A reseller agreement permitted a party to sell 
another’s product using its own name but this did 
not permit a right to trade on the reputation of that 
product to launch a similar product as if it came from 
the same source. 

7. Universal Studios International BV v Flextech 
Rights Ltd (18/07/06). It was wrong in principle to 
determine whether individual episodes of a TV series 
were similar in totality to previous series and therefore 
suffi cient to terminate licence.

Monitored by  Dr Hayley French
 Bird & Bird
 Hayley.french@twobirds.com

For further details on all of the above please visit: http://www.les-bi.org/



newsxchange™ October 2006 3

2006 is a landmark year not only because it marks 
the tenth year anniversary of the Community Trade 
Mark (CTM) System but also because it triggers 
the possibility of a fundamental change to UK 
trade mark law, namely the possible abolition of 
relative grounds examination.

This article tracks the latest developments and a 
decision on future practice, likely to be implemented in 
late 2007. For trade mark owners, watching strategies 
are set to become even more important.

Section 8(5) of the UK Trade Marks Act 1994 allows 
for changes to be made to the United Kingdom trade 
mark examination practice on the tenth anniversary of 
the introduction of the Community Trade Mark (CTM) 
system. A Patent Offi ce review in 2000 recommended 
that the UK and CTM systems be harmonised to 
achieve greater consistency between the two systems. 

One of the differences between the UK and The CTM 
systems is that there is no examination on relative 
grounds at the CTM Offi ce i.e. registration it does not 
make provision for objections by the CTM examiner 
on relative grounds on the basis of prior registered 
confl icting marks. The recommendation was therefore 
made that the UK examination practice should follow 
suit and also ceases to refuse object to applications on 
the basis of the relative grounds. This recommendation 
gave birth to the consultation paper entitled Future 
of Offi cial Examination on Relative Grounds. The 
harmonisation process culminated in the Patent Offi ce’s 
February 2006 publication of its latest consultation 
paper on how the current practice of relative grounds 
examination should evolve.

Respondents were presented with fi ve options which 
ranged from retaining the status quo, to an evolutionary 
“tweak” of the existing system (to eliminate some of 
the most signifi cant inconsistencies between the UK 
and CTM registration procedures) and ultimately to a 
revolutionary change in the current practice resulting in 
the offi cial search for confl icting earlier marks to be used 
for information purposes (with a notifi cation to either the 
Applicant only or to both the Applicant and the owner of 
the earlier trade mark).

The Patent Offi ce advocated the virtues of the 
option whereby the offi cial search would be used for 
information purposes whilst only notifying the Applicant 
of the confl icting mark.  This option was preferred 
“on the basis that the majority of … users (primarily 
SMEs [small and medium sized enterprises]), whether 
represented or not, were unlikely to take action, even if 
they were notifi ed of a potentially confl icting trade mark, 
unless there was actual confl ict in the marketplace.” 
According to the Patent Offi ce there would therefore be 
little benefi t in notifying the owners of the earlier marks. 

Another, perhaps more fundamental reason for 
preferring this option, relates to the underlying view 
of the Patent Offi ce that the responsibility for both 
monitoring and enforcing trade mark rights should be 
the responsibility of the owners of such rights - rather 
than relying on the examiners to police their rights. The 
Patent Offi ce seemed to favour the view that trade mark 
owners should rather ensure adequate policing of their 
marks through expensive commercial watching services.

However, it was fi nally decided that the offi cial search 
will be used to notify both the Applicant and owner 
of the earlier trade mark, in order to settle potential 
disputes as early as possible before a signifi cant amount 
of time and money was unnecessarily invested in a 
new mark. The Patent Offi ce also took cognisance of 
the resultant burden on trade mark owners to police 
their own rights should they not be notifi ed of new 
applications, whilst noting that trade mark owners have 
historically been slow to engage commercial watching 
services. In the end, 70% of Respondents favoured 
the successful option and this overwhelming support 
probably assisted in the Patent Offi ce’s change of heart.

A further consultation process will now follow in 
respect of the procedural issues relating to this option, 
particularly the circumstances in which owners of earlier 
trade marks will be notifi ed of later confl icting marks. It 
is anticipated that the process will be completed and 
implemented in October 2007. In the meantime, trade 
mark owners should be mindful of developing strategies 
to police their marks.

Marius Haman LES Brands Committee 
Field Fisher Waterhouse LLP 

RELATIVE GROUNDS EXAMINATION
EVOLUTION OR REVOLUTION?

Brands
Darren Olivier
Field Fisher Waterhouse
35 Vine Street, London EC3N 2AA
Tel: +44 207 861 4350
Email: Darren.Olivier@ffw.com
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Co Chair: Chris Goodman
Eric Potter Clarkson
Park View House
58 The Rope Walk
Nottingham NG1 5DD
Email: cgoodman@eric-potter.com
Co Chair: Ian Hartwell
i.p.hartwell@ip-max.com
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Robin Nott
3, St Peter’s Square,
London.W6 9AB
Tel: +44 (0) 20 8748 6399
Fax: +44 (0) 20 8748 6696
Email: robin@nott.fsbusiness.co.uk

Healthcare
Co Chair: Christi Mitchell
C/o Highbury Ltd
1 Highbury Road
Hitchen, Herts SG4 9RW
Tel: +44 (0) 1462 436 894
Fax: +44 (0) 1462 442 647
Email: christi@highburyltd.com

Co Chair: Jennifer Pierce
C/o Charles Russell
8-10 New Fetter Lane, London EC4A 1RS
Tel: +44 (0) 20 7203 5062
Fax: +44 (0) 20 7203 5302
Email: jennifer.pierce@charlesrussell.co.uk

IT & E-Commerce
Acting Chair: Dai Davis 
Email: d.davis@nabarro.com

Nominations
Stephen Powell
C/o Williams Powell
Morley House, 26-30 Holborn Viaduct
London EC1A 2BP
Tel:+44 (0) 20 7936 3300
Fax:+44 (0) 20 7936 3311
Email: stephen.powell@williamspowell.com

Meetings
Martin Sandford
Intellectual Asset Consulting
Folliotts, River Road, Taplow
Bucks SL6 0BG
Tel: +44 (0) 7818 014371
Fax: +44 (0) 1628 773117
Email: martin.c.sandford@btinternet.com

Web Site
Hayley French
C/o Bird & Bird
90 Fetter Lane, London EC4A 1JP
Tel: +44 (0) 20 7905 6357
Fax: +44 (0) 20 7415 6111
Email: hayley.french@twobirds.com

Chairs of Committees and 
Special Interest Groups

Tracey Huxley has moved offi ce, 
her contact details are now as follows:

Shoosmiths
Apex Plaza, 

Forbury Road
Reading RG1 1SH

Tel: 08700 868746
Email: Tracey.Huxley@shoosmiths.co.uk

Darren and Candice Olivier 
are celebrating the birth of their 
son, Jack James, who 
arrived on 28 August 2006 
and weighed in at 7lbs 1oz.

Darren is Chair of the LES 
B&I Brands Committee 
and a frequent contributor 
to newsxchange.

Congratulations! Offi ce Move
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GAT v LuK
GAT and LuK are both German companies competing in 
the fi eld of motor vehicle technology. GAT offered to supply 
a German motor vehicle manufacturer with mechanical 
damper springs. LuK alleged, before the German courts, 
that the springs infringed two of its French patents.

The Dusseldorf Higher Regional Court referred the interpretation of 
Art 16(4) of the Convention to the ECJ. It asked whether the rule in 
Article 16(4) applies in all proceedings concerning the registration 
or validity of a patent, irrespective of whether the question is raised 
by way of an action or a plea in objection, or whether it applies 
solely to cases where the question of validity is raised by way of 
an action. 

Article 16(4) of the Brussels Convention provides that the exclusive 
jurisdiction in proceedings concerning the registration or validity of 
patents rests with the courts of the Contracting State in which the 
patent was registered, regardless of domicile. 

In reaching its decision, the ECJ reasoned that Article 16 is justifi ed 
by the fact that the courts of the Contracting States in which the 
patent is registered are best placed to adjudicate upon cases 
concerning the validity of the patent; that the issue of patents 
necessitates the involvement of national administrative authorities, 
and that Article 16 is exclusive and mandatory in nature.

Therefore, the ECJ concluded that the rule of exclusive jurisdiction 
laid down in Article 16(4) concerns all proceedings relating to the 
registration or validity of a patent, irrespective of whether the issue 
is raised by way of an action or a plea in objection.

This means the German courts did not have jurisdiction to 
determine the validity of the French patents.

Roche v Primus
Drs. Primus and Goldenberg own a European patent. In 
1997 they brought proceedings before the Dutch courts 
against Roche Nederland BV, a company established in the 
Netherlands, and eight other companies in the Roche group 
established in the US, UK, France, Sweden, Switzerland 
and Germany, Austria and Belgium, for infringement of 
their European patent in various other countries. The 
alleged infringement related to the placing on the market of 
products in each company’s territory. 

The Roche group companies established outside the Netherlands 
contested the jurisdiction of the Netherlands courts. On appeal 
on a point of law, the Netherlands Supreme Court referred to 

the ECJ the question whether Article 6(1) of the Convention 
must be interpreted as applying to European patent infringement 
proceedings involving a number of companies established in 
various Contracting States in relation to acts committed in one or 
more of those States, and where those companies, belonging to 
the same group, have acted in an identical or similar manner in 
accordance with a common policy elaborated by one of them.

Article 6(1) of the Convention provides that where a defendant, 
domiciled in a Contracting State, is one of a number of defendants, 
he may be sued in the courts in a jurisdiction where any one of 
them is domiciled.

For Article 6(1) of the Convention to apply there must be a 
connection between the various actions brought by the plaintiff 
against the different defendants which makes it expedient to try 
the actions together in order to avoid the “risk of irreconcilable 
judgments” resulting from separate proceedings. 

The ECJ held that there would be no risk of irreconcilable decisions 
being given in European patent infringement cases; that even 
where the same facts apply, the legal situation would not be the 
same as European patents are subject to national laws, and, 
realistically, the invalidity of the patent will be claimed bringing the 
case within GAT v LuK above.

Therefore, Article 6(1) of the Convention does not apply to cases 
concerned with infringement of European patents and these 
actions must be brought in each Contracting State where the 
infringement occurs. 

CONCLUSION

The result of these two cases is that patent validity and 
infringement cases in Europe must be initiated country-by-
country, a result which highlights the need for a single central 
patent enforcement system for European patents. Following these 
judgments support is growing among practitioners, the judiciary 
and the European Commission for the implementation of the 
European Patent Litigation Agreement that would create a single 
unifi ed judicial system for infringement and validity cases which 
would issue decisions binding across the contracting states.

Until this agreement is implemented, or other measures are taken, 
the shortcomings of the present litigation system for European 
patents will continue. 

Peter Bolger and Gemma Neylon
Mason Hayes+Curran, Dublin
pbolger@mhc.ie

Cross-border 
patent injunctions

In two recent cases, the ECJ has held that cases concerning the validity and 
infringement of European patents should be brought before national courts. 

GAT v LuK (Case C-4/03) and Roche v Primus (Case-539/03) challenged the basis for cross-border 
jurisdiction under the Brussels Convention (“the Convention”). In GAT v LuK the ECJ held that exclusive 
jurisdiction under Article 16(4) of the Convention should apply whatever the form of proceedings in which a 
patent’s validity is raised. In Roche the ECJ held that Article 6(1) of the Convention does not apply in European 
patent infringement proceedings involving a group of companies established in various Contracting States 
in respect of acts committed in one or more of those States even where those group companies may have 
acted in an identical or similar manner. 
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Will the Supreme Court expand Licensees’ 
options for challenging a licensed U.S. Patent? 

More than 35 years after it last ruled on the subject in Lear 
v. Adkins, the United States Supreme Court is about to rule 
again on the issue of the conditions under which a patent 
licensee can challenge the validity of the licensed patent. 

In MedImmune, Inc. v. Genentech, Inc., the Supreme 
Court will decide whether a licensee in good standing 
can bring a declaratory judgment action against the 
licensor for invalidity of the licensed patent – something 
that lower courts have until now declined to permit.

In the pre-Lear era, a licensee was completely barred from 
challenging the validity of the licensed patent under the doctrine 
of licensee estoppel, even if the licensee had explicitly repudiated 
the license at issue. Only a third party could seek to invalidate 
the patent. In Lear, however, the Supreme Court repudiated the 
doctrine of patent licensee estoppel, thus enabling a licensee 
to bring an action challenging the validity of the licensed patent 
on its own (i.e. without the involvement of a third party validity 
challenger). The holding of Lear has since been extended to permit 
invalidity challenges even in a case in which the license agreement 
included a clause forbidding validity contests, on the basis that the 
underlying policy of Lear, i.e., the federal policy of enforcing only 
valid patents, trumps state contract law. However, the ability of a 
licensee to challenge the licensed patent’s validity has not been 
extended to cover a licensee who continues to comply with the 
license – instead, the courts have required the licensee to breach 
the license so as to provoke and justify a validity challenge.

Such an approach bears risks for the licensee dissatisfied with 
paying royalties on a patent or patents he believes to be wholly 
or partly invalid. Breach of a patent license renders the former 
licensee a presumptive infringer of the patent if he continues to 
practice the claimed subject matter. Possible patent infringement, 
of course, carries with it the threat that a permanent injunction, 
triple damages, and attorneys’ fees may be awarded to the 
patentee if he prevails on his infringement claims and the validity of 
the patent is upheld. Further, breach of the patent license will likely 
lead to termination of all the terms of the license. If the breaching 
licensee’s validity challenge fails, he will likely have to negotiate a 
new license, or pay royalties, on terms that may be substantially 
less favorable than those of the previous license, as a patentee 
surviving a validity challenge is likely to be emboldened to seek 
even more onerous terms than those of the breached license. 
Nonetheless, facing the risks of breach has customarily been the 
price licensees paid for the ability to mount a validity challenge.

Recently, though, MedImmune, Inc., a licensee of a patent owned 
by Genentech, Inc. and the City of Hope (collectively “Genentech”), 
brought a declaratory judgment action against Genentech 
challenging the validity and enforceability of the licensed patent, 
while it continued to comply fully with the license terms. A panel 
of the United States Court of Appeals for the Federal Circuit, 
consisting of Judges Newman, Mayer, and Clevenger, affirmed 
the decision of the district court, which had dismissed the case 
for lack of standing because it found there was no “case or actual 
controversy” as required by the Declaratory Judgment Act.

MedImmune had argued that, under Lear, a licensee has the 
right to challenge the validity or enforceability of the licensed 
patent regardless of whether the license has been breached.

It also argued that concepts of licensee estoppel had been 
broadly repudiated as a matter of public policy, as set forth in 
Lear. The Federal Circuit did not accept these arguments, and 
distinguished MedImmune’s situation as distinct from that found 
in Lear, in which the licensee stopped payment and repudiated 
the license agreement, thus creating a clear breach and a 
risk that it would be sued by the patentee as an infringer. 

This result itself was not very surprising, given that the Federal 
Circuit had taken a similar position in several previous cases. 
For example, in Gen-Probe, Inc. v. Vysis, Inc., the Federal 
Circuit stated that Lear “does not grant every licensee in every 
circumstance the right to challenge the validity of the licensed 
patent,” and upheld the district court’s dismissal based on 
lack of standing. But in this case, the Supreme Court granted 
MedImmune’s application for a writ of certiorari – a result 
that was rather unexpected and that has drawn considerable 
attention. Currently, a total of 18 amicus curiae briefs have been 
filed on behalf of either the petitioner or the respondents.

Should the Court take a broad view of the policy set forth in Lear, 
favoring the full and free use of ideas in the public domain and 
allowing even a licensee in good standing to challenge the licensed 
patent, more licensees may challenge their licensed patents 
because there would be no risk of losing the license terms, and, 
at the same time, if successful, a given licensee could escape its 
obligations under the license. Such an outcome would require the 
Court to determine that a dissatisfied licensee who believed the 
licensed patents to be invalid could be regarded as confronting a 
“case or controversy” even when its compliance with the license 
rendered it, for the moment, immune from suit for infringement.

Such an outcome would likely find favor among licensees, 
but would create uncertainty for licensors and complicate 
licensing negotiations, as licensors would not be able to rule 
out the possibility of validity challenge suits simply because 
of the existence of signed license agreements and licensee 
compliance with their terms. Such risk would likely be the 
subject of further business negotiations, and would probably 
be priced into the terms demanded by many licensors.

If, on the other hand, the Court agrees with the Federal Circuit 
and applies a form of the doctrine of licensee estoppel to 
compliant licensees, it will offer a somewhat brighter guideline, 
providing some degree of predictability to licensors, even if 
the public policy extolled in Lear is arguably undermined as 
licensees, who have the most incentive to challenge licensed 
patents, will remain reluctant to initiate invalidity challenges at 
the cost of breaching the license and thus risking infringement 
litigation or losing already-acquired license terms. It is difficult 
to predict the outcome of this case, but it seems clear that the 
Court’s decision could have considerable impact on patent 
licensing practice, and should be monitored closely by parties 
with significant exposure to patent licensing issues. The Supreme 
Court will likely hear oral argument in the case in October, 
and a decision is likely to follow a few months thereafter.

Jeffrey D. Sullivan
jeffrey.sullivan@bakerbotts.com

Dr. Charles Kim
charles.kim@bakerbotts.com

H  H  H  ACROSS THE POND H  H  H
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LES Irish Section 

News from the Regions 

The next meeting in the busy schedule for LES North East Region is on 22 
November at Fox Hayes Offi ces in Leeds. Two topics will be covered: Kelvin King 
of Valuation Consulting will talk about “Valuation and Exploitation of Intangible 
Property and Intangible Assets” and Stephen Taylor Heath of Fox Hayes will 
discuss, “Sports Image Rights”. Guests are welcome.

LES B&I Irish Section have arranged their Annual Dinner and 
AGM on 16 November at Number 5 (beside the Unicorn), Dublin. 

LES members have been increasing steadily in Ireland following 
their excellent joint meetings with Forfás and there is sure to be a good 

turn out, again this is an excellent event to share with colleagues. Book early!

LES B&I Scottish Branch, well-known for their entertaining 
and inspirational meetings, have their fi rst gathering on 
5 December in Glasgow. Entitled, “Scottish Universities – 

A Sparkling Future?” this meeting has a wide appeal to all those involved with IP.  

‘THE Event’ in Scotland, in the New Year, is the Annual Burns’ Supper, on 
13 February. The talk “Burns – Cashing in on Old Relics” allows plenty of 
scope for entertainment and, no doubt, time for an odd dram or two of whisky 
along with the haggis. This is always a very entertaining evening and an ideal 
event to share with friends and colleagues. Make an early reservation for this 
popular gathering!

Contact details for all region meetings may be found on the back page.

LES Scotland Region 

As a world leader in the mobile communications industry, Nokia is home to
some of the smartest technology in the market. More than just phones, our
innovations involve everything from imaging and games to multimedia
and information solutions. And with every breakthrough comes a new
opportunity to exploit the patents through negotiations with a wide range
of third party businesses internationally.

Our Intellectual Property Licensing team is central to this process, since it
does far more than simply negotiate patent licences. Here, our IP
professionals enjoy end-to-end business ownership of the licensing
process, putting all their commercial negotiation and project management
skills to the test. And with over 12,000 patents to work with, there’s never
a shortage of opportunities.

With previous patent licensing experience in a legal or commercial
environment, you’ll have the technical, negotiation and project
management skills required to implement a proactive, commercial
licensing strategy. Initially you will be based in Farnborough, Hants but
there will be opportunities to work in other international locations. 

For an initial discussion in the strictest confidence, please contact 
Nokia’s Advisors, Marion Grant or Ann Jones at Johnson Millar IP Limited, 
52 Upper Brook Street, London W1K 2BU. Tel: 020 7468 2110.
Email: marion@johnsonmillar.co.uk or ann@johnsonmillar.co.uk
www.nokia.com/careers Together, we achieve.

Licensing Professional

Who says you can’t put
a price on a great idea?

The run up to Christmas is a particularly busy time for LES B&I members. 
The autumn meetings’ season has already begun with very well attended 
meetings in the North East and London.

At London Region’s next meeting on 25 October (please note that the date has 
changed – this meeting was originally planned for 18 October), Jorg Machek and 
Keith Beresford will talk about, “Patenting software one year after the demise 
of the CII Directive.”  

Simon Gentry of Campbell Gentry will speak at the November meeting, in London 
on the controversial subject, “Will Europe Abolish IP?”  

The January Meeting is in the Planning stage, more details will be published in the 
next edition of newsxchange.

One of the most popular events in the LES B&I Calendar, the Morning Meeting 
and the Annual Lunch at The Savoy, will take place on 8 February 2007. The 
morning meeting, organized by the Laws Committee, will be an overview of the 
licensing process intended to provide guidance for those new to licensing and a 
perfect refresher course for those with experience. It will give advice on what can 
be licensed and how you might go about fi nding a licensor/licensee; the terms you 
might expect to see in such a licence; managing your licence once it is up and 
running and avoiding disputes. Many of our members reserve whole tables at the 
lunch bringing along their clients for an excellent lunch and lunchtime speaker 
and, it goes without saying, splendid company! We recommend that you book your 
places early for this event.

Plans are well under way for the LES B&I Annual Conference in Dublin in September.

London Knowledge Innovation Centre

In June Stephen Powell attended the opening of the London 
Knowledge Innovation Centre (LKIC) on behalf of LES.  

Situated at the South Bank Technopark, London SE1 LKIC is a full service 
business incubator newly formed to assist entrepreneurs and companies 
to speed up commercialisation of their innovations. It is a joint venture 
by London South Bank University and Business Extra, the business 
enterprise agency for Southwark. During the next three years LKIC will 
be working with up to 200 new enterprises, which will be employing 
between 100 to 300 people at the Technopark.

Business incubation services provided by LKIC include offi ce space, hot 
desking, broadband, telephones, offi ce services, business advice and 
strategic planning, business mentoring, meeting rooms, market research, 
grant application assistance and advice on intellectual property protection.

LKIC will assist University staff, students, members of the public and large 
corporates with commercial spin-outs. Using LKIC’s remote tenancy and 
virtual incubation services a large number of overseas businesses are also 
expected to be attracted to London through LSBU’s international offi ces.

One of the motivations behind the formation of The London Knowledge 
Innovation Centre was to improve access to high growth business 
support services and start-up premises in Southwark and the 
neighbouring boroughs of Wandsworth and Lambeth.

For further information see: www.lkic.com
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LES International Officers
2005-2006

A number of our Britain and Ireland LES members 
attended the LES Annual meeting in New 
York during September along with over 1,500 
attendees from around the world. 

The available choice of workshops and the quality of 
the plenary sessions was stunning. This meeting really 
embraced the changes that are taking place throughout 
our industry in terms of speeding the commercialisation 
process and enhancing the full value of intellectual 
assets, and offered a wealth of information throughout 
the industry sectors. The proposed changes to the US 
patent system that are lodged as a pending Senate Bill 
that may, if successful diminish patent holders rights 
were also under discussion. For LES members who are 
interested to know more about what is proposed please 
email Christi Mitchell (christi@highburyltd.com).

Speakers in the opening plenary session on the 
fi nancing of innovation included Tom Gillespie of 
In-Q-Tel (pronounced Inky-Tel) who is responsible 
for identifying and commercialising technologies 
originating from research institutions of interest to 
the intelligence community. This session coincided 
with the fi fth anniversary of the terrorist attacks of 11 
September 2001, and two separate minutes of silence 
were observed at the times of the two impacts on the 
Twin Towers.

Speakers in subsequent workshop and plenary 
sessions included Dooyong Lee of Acacia 
Technologies Group and Peter Detkin of Intellectual 
Ventures who explained the process of assembling 
patent portfolios with the intention of using them to 
conduct licensing programmes (sometimes called 
patent trolls). A question running through the various 
presentations was “What do we expect the patent 
system to do?”

The highlight of the Tuesday plenary session was a 
speech by former senator Birch E. Bayh, one of the 
authors of the Bayh-Dole Act which was passed 
twenty fi ve years ago. At the end of his talk, he 
received a standing ovation from the 1500 delegates 
attending the conference.

Tuesday afternoon was centred on a Tech Fair in 
which delegates were able to visit around 75 stands 
(including Dundee University) representing all parts of 
the licensing spectrum.

Global Energy Day on the Wednesday was marked 
by a mini-plenary session on “Innovation and Future 
Energy Challenges” organised by Ada Nielsen of the 

Chemicals, Energy and Environment sector of LESI. 
In a packed morning session, eight panel members 
covered a wide range of topics. Samuel F. Baldwin, 
Director of Renewable Energy in the US Department of 
Energy gave an authoritative review of the commercial 
availability of all types of energy. One point from 
his talk was that, to reduce fuel consumption, the 
aerodynamic profi le of lorries can now be tuned to such 
a sophisticated degree that it has been necessary to 
introduce improved braking systems. Peter Dobson 
of Oxford University spin-out Oxonica explained his 
inventions in the nanotechnology fi eld, observing 
that fl exibility is essential when developments do not 
proceed as planned and that licensing helps shorten 
the gap between idea and exploitation. Watch out for 
an article in Les Nouvelles on this fascinating topic.

The next International meetings will be held from June 
17 2007 in Zurich and if you look at the LESI web site 
or www.lesi2007.org you will see that booking is open 
and for now, heavily discounted.

Six members of our Council also attended the 
International Delegates meetings following on from the 
Annual Conference. During these meetings the various 
LESI Committees meet to discuss current issues affecting 
the LES Chapters and to implement changes that will 
benefi t members. Christi attended and contributed to 
the Education, Meeting and Life Sciences meetings.

Another major discussion topic was the promotion of 
IP and the communication of the value of IP to society 
at large and the role that LESI should play. We will no 
doubt continue this theme in future meetings.

During the International Delegates meetings LESI 
awarded Gold Medals to both Robert Goldscheider 
and Melvin Jager, Both have over many years 
helped create the International licensing business that 
exists today. Both have also been instrumental in the 
development of LES Chapters and LESI; These Gold 
Awards are well deserved.

At the end of the meetings sessions Peter Chroczeil 
handed over the LESI Presidency too Ron Grudzieki 
and our own Immediate Past President, Stephen 
Powell took his place on the LESI Board as a 
Vice President. 

Report by Christi Mitchell 
and Stephen Powell 
christi@highburyltd.com
mail@WilliamsPowell.com

President:

Ron Grudziecki

LES USA and Canada

President Elect:

Chikao Fukuda

LES Japan

Past President:

Peter Chrocziel

LES Germany

Vice President:

Alan Lewis

LES South Africa

Vice President:

Ernesto Cavelier

LES Andean Communities

Vice President:

Stephen Powell

LES B&I

Treasurer:

Pat O'Reilley

LES USA/Canada

Secretary:

Adam Liberman

LES Australia and New Zealand

THE MAGIC OF LICENSING
New York: LES 2006 Annual Meeting 
and International Delegates Meeting

Dublin 

September 2007 
Further details TBA

2007
LES B&I
Conference



Welcome!
Council has been pleased to welcome the 
following new members to the Society:

Mr Richard Birtles, Sheffi eld University 
EnterprisesLtd.; Dr Graeme Brown, 
Innovation & Enterprise, Queen Mary 
College, University of London; 
Mr Benoit Geurts, Consultant; 
Ms Shona Harper, Lawyer, McDermott 
Will & Emery UK; Dr Pete Hotten, 
Oxford Gene Technology; Mr Colin 
Hulme, Lawyer, Burness; Mr Ian 
Jackson, Accountant, KMPG; 
Mr Mark Lomas, Lawyer, Ashfords; 
Mr Samuel Ogunsalu, Innovation 
& Enterprise, Queen Mary College, 
University of London; Mr Richard 
Plaistowe, Lawyer, Hammonds, 
Dr Michael Roberts, Patent Agent, 
Greaves Brewster; Mr Daniel Ryan, 
LECG; Ms Teri Willey, Cambridge 
Enterprise; Mr Andrew Wynn, LECG.
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Events 
 Diary 2006-2007

Administration
Cara McIlwraith
Northern Networking
1 Tennant Avenue
College Milton South
East Kilbride, Glasgow G74 5NA
Tel: +44 (0) 1355 244966
Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk

REGIONAL OFFICERS
Ireland
Chair: Yvonne McNamara
C/o McCann Fitzgerald
2 Harbourmaster Place
Dublin 1
Tel: + 353 1 829 0000
Email: yvonne.mcnamara@mccann-fi tzgerald.ie

Secretary: Maureen Daly
C/o Beauchamps
Dollard House, Wellington Quay
Dublin 2 
Email:m.daly@beauchamps.ie
Tel:+ 353 1 418 0600

Scotland
Chair: Caroline Sincock
Tel: + 44 (0) 141 620 3631
Email: cassie.sincock@virgin.net 

Secretary: Cathy Rooney
C/o SNBTS Business Development
21 Ellen’s Glen Road, Edinburgh
EH17 7QT
Fax: +44 (0) 131 536 5956
Email: cathy.rooney@snbts.csa.scot.nhs.uk

East Midlands
Chair: Mark A Snelgrove
C/o Browne Jacobson
44 Castle Gate, Nottingham NG1 7BJ
Tel: +44 (0)115 976 6000
Fax: +44 (0) 115 947 5346
Email: msnelgrove@brownej.co.uk

Secretary: Ray Charig
C/o Eric Potter Clarkson
Park View House
58 The Ropewalk, Nottingham NG1 5DD
Tel: +44 (0) 115 955 2211
Fax: +44 (0) 115 955 2201
Email: rcharig@eric-potter.com

West Midlands
Chair: Simon Church
c/o Wilson Gunn
Charles House, 148/9 Great Charles St.,
Birmingham B3 3HT
Fax: +44 (0) 121 236 1038
Email: simon.church@wilsongunn.com

North West
Chair: Paul Bentham
C/o Addleshaw Goddard
100 Barbirolli Square
Manchester M2 3AB
Tel: +44 (0) 161 934 6000
Email: paul.bentham@addleshawgoddard.com

North East
Chair: Elizabeth Ward
C/o Fox Hayes Solicitors
Bank House, 150 Roundhay Road
Leeds LS8 5LD
Tel: +44 (0) 113 383 8464
Fax: +44 (0) 113 284 0466
Email: elizabethward@foxhayes.co.uk

Regional Officers

newsxchange™

Editor: Mary Elson
Tel: +44 (0) 1978 710475
Email: elson.mary@btinternet.com

newsxchange™ is circulated as a service to 
members of the Society. Editorial contributions 
are welcome and should be addressed in the fi rst 
instance to the Editor.

Unless otherwise agreed, acceptance of any 
submission for publication in News Exchange is on 
the understanding that the author also consents 
to publication in the same or edited form on the 
Society’s website at www.les-bi.org.

Advertising and insert enquiries should be 
addressed to the LES Administrative Offi ce. Please 
contact Gill Moore at Northern Networking in the 
fi rst instance:

Northern Networking, 
1 Tennant Avenue, College Milton South
East Kilbride, Glasgow G74 5NA
Tel: +44 (0) 1355 244966
Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk

News Exchange and the newsxchange™ logo are 
trade marks of the Licensing Executives Society 
(Britain & Ireland) Ltd.

Membership
Enquiries should be addressed to Cara McIlwraith at the LES Administrative Offi ce:

Tel: +44 (0) 1355 244966 Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk

A membership application form may also be found 
on the LES B&I website: www.les-bi.org 
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For further information please contact regional offi cers for LES events in Britain and Ireland (see panel 
on the left of this page or visit the LES B&I website http://www.les-bi.org/) and the offi cers of national 
societies for overseas events (see LES directory or the LESI website http://www.lesi.org)

Moving Company/Changing Address?
Please remember to tell our administrator, Cara McIlwraith, if you change your offi ce 
address so that we can continue to send you LES information and newsxchange™. Her 
address is:

LES Administrative Offi ce, Northern Networking Ltd
1 Tennant Avenue, College Milton South, East Kilbride
Glasgow G74 5NA

Please also remember to change your contact details in the Membership Directory 
on the LESI website. As a service to our members the editor will print any change of 
company and location in newsxchange™.
Please contact Mary Elson, elson.mary@btinternet.com

11-12 October 2006
Cranfi eld University School of Management

“Protecting, Managing and Using IP for 
Business Advantage”
For further information:
www.som.cranfi eld.ac.uk/som/executive/
course/overview.asp?id=239

23-24 October 2006
LES Benelux

Two day Licensing Course, Brussels
For further information:
www.les-europe.org/benelux

25 October 2006 (NB - Change of date)
LES London Area

Evening meeting “Patenting Software one year 
after the Demise of the CII Directive”
Speakers: Jorg Machek & Keith Beresford
Venue: Catalyst Group Room
Intellectual Conference Suite
Russell Square House
10-12 Russell Square, London
For further information
Email: cara@glasconf.demon.co.uk

16 November 2006
LES Irish Section

Annual Dinner and AGM
Number 5 (beside the Unicorn)
Merrion Court, Dublin 2
6:30 AGM; 7:30 Dinner
For further information:
Email: jkelly@mhc.ie
Tel: 353 1 6145088

22 November 2006
LES North East Region

Seminar “Valuation and Exploitation of 
Intellectual Property and Intangible Assets”
Speaker: Kelvin King of Valuation Consulting
and “Sports Image Rights”
Speaker: Stephen Taylor Heath of Fox Hayes
5:30 for 6:00-8:00
Fox Hayes LLP Best Practice Suite
118 North Street, Leeds
For further information:
Email: elizabethlock@foxhayes
Tel: 0113 383 8148

23 November 2006
LES London Area

Evening meeting “Will Europe Abolish IP?”
Speaker: Simon Gentry of Campbell Gentry
Venue: Charles Russell LLP
8-10 New Fetter Lane, London EC4A 1RS
For further information
Email: cara@glasconf.demon.co.uk

5 December 2006
LES Scotland Branch

“Scottish Universities - A Sparkling Future?”
Glasgow-venue tba
For further information
Email: cara@glasconf.demon.co.uk

11 January 2007
LES London Area

Evening meeting
Details tba
For further information
Email: cara@glasconf.demon.co.uk

8 February 2007
LES B&I
Annual Lunch and Morning Meeting

The Savoy, London
For further information
Email: cara@glasconf.demon.co.uk

13 February 2007
LES Scotland Branch

Burns’ Supper “Burns – Cashing in on Old Relics”
Glasgow-venue tba
For further information
Email: cara@glasconf.demon.co.uk

28 February – 2 March 2007
LESI IAM Fundamentals Course

University Women’s Club, London.
With six experienced LES presenters over 
a three day period the Intellectual Asset 
Management Course is a stimulating way to get 
a grip with the subject. Places are limited.  
Early reservations are recommended.
For further information:
Email: i.p.hartwell@ip-max.com

Dublin 

September 2007 
Further details TBA

2007
LES B&I
Conference
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