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HIGH COURT PROTECTS DYSON
PARTS AS UNREGISTERED DESIGN

The English Court of Appeal has thrown out an
attempt to appeal a decision in favour of Dyson
about spare parts for Dyson vacuum cleaners.
Dyson sued spare parts supplier Qualtex for
infringement of Dyson’s unregistered design rights
(UDR) in 14 spare parts manufactured by Qualtex. The
spare parts were deliberately designed to look like the
originals, known as “pattern parts” in the trade.

This is the latest battle between an original equipment
manufacturer (OEM) and an independent spare parts
manufacturer in which the OEM has relied on its
intellectual property rights to prevent a third party from
selling spare parts.

Finding a balance between the design rights of
manufacturers and the consumer’s right to choice is a
long-standing challenge for legislators. So far, the
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main battleground has been in the lucrative area of
spare parts for cars.

Spare parts are currently being scrutinised by

the European Commission, which has published

a proposal to amend a directive on registered
designs by harmonising the law applying to spare
parts across Europe. In the UK, the Patent Office is
leading the consultation process.

In his judgment, Jacob LJ reviewed the law on
UDR, which in the UK is contained in the Copyright
Designs and Patents Act 1988 (Act) and case law.

Section 213 of the Act protects “original designs”,
which is defined as any aspect of the shape or
configuration (internal or external) of the whole or
part of an article. A design is “original” if it is not
Continued on page 2 >>>
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Radisson SAS Hotel, Glasgow 21-23 June 2006

Most of you will have already booked your places at
the Glasgow Conference but if you need a bit more
encouragement keep reading! Britain and Ireland
are known to be centres of innovation, although the
Press would, sometimes, have us believe that all
the best ideas come from elsewhere!

Glasgow speakers include: Roy Lewis, Managing
Director, Hebridean Liqueurs & Midge Free Zone

and Joe Flynn, Business Development Manager,

International of Barr Soft Drinks.

After graduating from Stirling University, where he had
already embarked on a few entrepreneurial schemes,
Roy and his wife set up their own business. They knew
that Whitehaven, in Cumbria, had been a centre of the
sugar trade but there was not a drink on sale in the
Lake District that was suitable as a holiday souvenir.
Experimenting with various blends and recipes in their
kitchen they developed, The Original Lakeland Liqueur
— “The Spirit of the Lakes”. Operating from their home
base in Helensburgh, the Lewises’ Hebridean Liqueurs
now produces five brands for the gift market. Hebridean
Whisky Liqueur combines caramel flavours and spices
with Scotch whisky. High Peak Liqueur meets demand
in the Peak District. William Shakespeare’s Whisky
Liqueur has recently been joined by Lord Nelson’s
Spiced Rum Ligueur, recognizing the increased

popularity of spiced rum. In each case Roy has invented
the drink, planned the packaging and marketing, and
co-ordinates the sales. The Midge Free Zone followed

— if you want to know about the midges come

to Scotland.

Joe Flynn is Business Development Manager

— International, of Barr Soft Drinks. Barr is one of
Europe’s largest soft drinks companies with a turnover
of approximately 200m. Its flagship brand is IRN-
BRU, Scotland’s No. 1 selling soft drink and Scotland’s
leading grocery brand. Joe is responsible for managing
and developing the company’s international business
and his duties include locating and appointing overseas
franchisees and distributors. Barr have been active

in Russia for many years and have recently entered

the Polish market. Both countries present different
challenges for Barr and their brand Irn-Bru — cultural
and otherwise - and Joe hopes to give some insight
into these local market issues as part of his talk on
internationalisation and cultural imperatives.

Based in Scotland, certainly, but reaching across the
globe, without doubt, if you have not booked your place
yet at the conference do so immediately — you cannot
afford to miss out on this excellent event.

For information see: www.les-bi.org.
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President’s

In its submissions to the Gowers
Review of Intellectual Property, LES
(B&l) expressed its opposition to

the extension of criminal sanctions

in the field of i.p. infringement.

The possibility that i.p. owners

may unfairly coerce potential defendants into accepting
onerous licensing conditions was viewed as having an anti-
competitive effect. | congratulate the EU/Laws Committee
on preparing their comprehensive submission in the time
available. A submission is also being made to the Patent
Office on the question of inventive step. If you wish your
views to be heard, you must let us know!

My travels in the last two months have taken me to Korea
and Edinburgh. At the LESI Conference in Seoul, | was able
to meet licensing colleagues from around the world. It also
enabled participants to experience the cultural, industrial
and political aspects of a country which, for many, is not as
familiar as its Pacific Rim neighbours.

In Edinburgh, | attended a Scottish Branch evening meeting
on the subject of branding issues in the whisky industry.
Speakers from the Scottish Whisky Association and the
Speyside distillery Glenfarcas were followed by a quiz on our
knowledge of relevant trade marks, in which | did not appear
among the top scorers. | thank Caroline Sincock, Cathie
Roonie and their colleagues for their hospitality.

This will be my final presidential column in these pages. | am
delighted that at its recent meeting Council elected Martin
Sandford as our next president. | also congratulate Nigel
Jones on his election as Vice President. Martin and Nigel
will take on their new responsibilities after the Pan-European
Conference in Glasgow.

With regard to the conference, there is still time to register
for this significant event in our calendar, and for the
Wednesday add-ons. | am confident we will enjoy an
educational and networking opportunity to match the
previous Pan-European conferences.

| urge you and your colleagues not to miss it.

Finally, | would like to thank the members of Council, the
Regional Officers and everyone else who has contributed
to the running of LES (B&l) during the two years of my
presidency. | have found the help and advice of the recent
past presidents especially valuable.

Stephen Powell
President LES B&ll

Continued from page 1 >>>
“commonplace” in the relevant design field at the time it
is created. A design will not be protected if it relates to:

e construction methods or principles;

e features of a shape or configuration to connect or fit
an article to another article so that either may perform
a function (“must fit”);

e features of a shape or configuration that depend on
the appearance of another article intended by the
designer to be an integral part of the design (must
match); or surface decoration.

These are known as “exceptions” to the right and are
reviewed in detail in Jacob LJ’s judgment.

To avoid infringing a UDR, a spare parts manufacturer
needs to satisfy the court that the claimed design right
falls within one of these statutory exceptions.

Jacob LJ paid tribute to the “painstaking and careful
judgment” of the previous court (refer to ebulletin of 26
April 2005) and then concluded:

“The overall lesson here is that the exceptions to UDR

Patent Office launches innovation Support
Consultation (18/05/06). It has prepared a
draft strategy setting out its role in supporting
innovation and seeks the views of stakeholders.

Aston Barrett v Universal-Island records Ltd &
120RS (15/05/06). Aston “Family Man” Barrett
has lost his battle to claim $108 million (GBP60
million) in unpaid royalties from the Marley family
and Island Records.

Apple Corps Ltd v Apple Computer Inc.
(08/05/06). The defendant’s use of its APPLE marks
in relation to its iTunes music download service did
not breach the agreement between the parties

Massachusetts Institute of Technology Case
C-431/04 (05/05/06). ECJ rules that where

there are two components to a product each
component must be an “active ingredient” in order
to obtain an SPC.

Norbrook Laboratories Ltd v Bomac
Laboratories Ltd (04/05/06). Although not
deliberately (because it thought information was in
the public domain), Distributor breached a secrecy
agreement by disclosing confidential information.

Patent Office launches new mediation service
(10/04/06) to help companies and individuals
involved in intellectual property issues.

Honda Motor Car Limited v Neesam & ORS
(24/03/06). The case for trade mark infringement
could proceed to trial. There was no evidence

of consent by the trade mark owner regarding the
importation of motorbikes into the EU.

Monitored by Dr Hayley French, Bird & Bird
Hayley.french@twobirds.com

For further details on all of the above please visit:
http://www.les-bi.org

Stephen, Barry and Kwan Ho Shinn
(President of LES Korea) at the LES Seoul Conference

created by the Act do not give a carte blanche for
pattern spares. Those who wish to make spares during
the period of design right must design their own spares
and cannot just copy every detail of the OEM’s part. To
be on the safe side they will have to make them different
as far as is possible — for trying to navigate by the chart
provided by this crude statute is a risky business.”

The judge slated the Act as “obscure” and slated its
drafting and lack of clarity, and branded design law as “a
particularly abstruse branch of metaphysics”.

In order to launch a successful claim based on UDR,

it is clear from this case that case management will be
crucial. It is important to identify with precision each
and every design that is being relied on. Each aspect
that constitutes a design should be spelled out and a
claimant should confine claims to the designs for which
they have the strongest claim.

Anne Mizzi
Shepherd & Wedderburn
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If you have an innovative product and you want
to take it one step further — whether through
development or production — then London Technology
Network could have the answer for you.

London Technology Network (LTN) promotes and
assists the transfer of innovative technologies
between companies and academics in London
(and the South-East) and globally.

You might be looking for an academic partner to
take your technology further, or seeking an industrial
partner to provide the equipment/capital to produce
your innovation. LTN can help - and - their service is
accessible, wide-ranging and free.

LTN help in three major ways: through “technology
matching”; networking events; and by access to
Europe via the Innovation Relay Centre.

In the first process, “technology matching”,
companies or universities contact a member of
LTN’s team of technology analysts/consultants
with a particular need regarding innovation. The
team help refine this need into either a technology
offer or technology request — and put the word out
to an immense network of contacts, include 150+
“Business Fellows”.

Part of LTN’s rapid success has been this network
of “Business Fellows” — a hand-picked team of top-
level academics, who act as contact points for their
departments. LTN has trained over 150 university-
based research experts linking 7,000 academics
across London and the South-East, to map their
research and provide technology solutions. There
are Business Fellows at Oxford University, Imperial
College London, University College London, Brunel
University, London South Bank University, and
many more.

More than 290 deals between academics and industry
were closed in London last year, thanks to LTN. The
organisation made 1290 substantive interactions with
industry possible, resulting in deals to the equivalent
of almost £15 million worth of activity for universities.

The second way LTN can help is through networking
events. The events are strictly invitation-only and
highly targeted — with equal numbers of academic and
industry attendees. Events have been held on such
diverse topics as grid computing, waste management,
stem cell research and process engineering, with
attendees invited because they represent an
institution doing cutting-edge research, or a company
with a serious innovation agenda. Want to get a foot
in the door? Call LTN on 0870 765 7602.

Finally, LTN has access to a European-wide network of
technologies, since it was chosen to host the London
hub of the Innovation Relay Centre in 2003.

The London Innovation Relay Centre, is aimed at
stimulating the exchange of technologies across
Europe, and promoting London’s business activities

to the European market. The London IRC works with
companies and academic institutions across London
to help find innovative new-to-world technologies, sell
or licence innovations or enter into joint development
arrangements with appropriate partners across Europe.

The Innovation Relay Centre is a series of 71 Business
Development Offices spreading across 33 countries
—including Germany, Spain and France, but also

key technology hubs such as Switzerland, Israel

and Norway. Part of the free service is access to an
immense online database, where participants can
search (by keyword) for technology offers/requests

in their field — and also submit their technology for
European-wide consideration.

The service is only open to companies and
organisations within the London IRC catchment
area — and a swift online postcode check at
www.ltnetwork.org/about/postcode.asp provides
immediate clarification.

There are few restrictions. London Technology
Network will not help you apply for funding — but can
put you in contact with academics adept at such
work. They don’t provide professional IP or patent law
assistance. Their matchmaking services however are
free, and their scope is vast and impartial.

LTN are definitely worth a look for the serious
entrepreneur, inventor, SME or researcher, and the
following are just a few examples of deals made
possible by the organization:

e Technology licensing company Carbonate
collaborating with researchers from Queen Mary,
Barts and the London NHS Trust and Imperial
College London to develop a new fluid pump, with
DTI funding of £10K and first wave target funding
of £1.6M.

¢ University College London working with
innovation company Canesis to develop a new
textile for use in infection control in hospitals.

¢ DNA technology company Isohelix providing
financial support to Business Fellow Brendan Wren
of the London School of Hygiene and Tropical
Medicine to develop a new pathogen packing
procedure.

e Kodak working on a £300,000 project with the
University of Greenwich, to explore new ways to
sustain the quality of light.

e South London - based computer firm Bromcom
put in contact with vital independent consultancy
from the University of Westminster, providing
advice on patent law.

* Pharmaceutical company York Pharma working
with researchers from St George’s Biomics Centre,
exploring the diagnosis of skin sensitivity towards
developing new skincare products.

e Bio-pharmaceutical firm Proxima Concepts
working with Imperial College London,
developing a way of administering a new antigen
directly to the small intestines.

Can we can help? Visit www.ltnetwork.org,
www.london-irc.org, or call 0870 765 7602 for a
preliminary chat.

Tim Benzie
Communications Executive LTN

Chairs of Committees and
Special Interest Groups
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Stephen Powell
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The recent High Court case of Baigent and Leigh v The Random
House Group (“the Da Vinci Code case”) has again raised the
issue of how far it is permissible to take another’s ideas and
incorporate them into your own work, without actually directly
copying the words (or other means) used to express those ideas.

Copyright subsists in an original literary, artistic, dramatic or musical
work. The requirement for originality does not mean that the work
must be novel: it only needs to be “original” in the sense that it

was created by the author’s own efforts, rather than being copied
from someone else’s work. Copyright is infringed by a variety of
acts, the most notable of which is copying a substantial part of the
work without the author’s consent. A “substantial part” is assessed
qualitatively rather than quantitatively: how important to the original
work was the copied part? As the House of Lords’ decision in
Designers Guild Limited v Russell Williams (Textiles) Limited (2000)
made clear, the copied part must be a substantial part of the original
work: it does not need to be a substantial part of the allegedly
infringing work.

Assessing whether a literary work has been copied is relatively
straightforward where the claimant alleges that the words in his
work have been directly copied. In these cases, the court simply
has to decide how integral the copied words are to the original
work. However, it is possible to borrow someone else’s efforts in a
rather more sophisticated manner than this: you can appropriate the
ideas contained in that person’s work and simply re-express those
ideas in your own words. The extent to which this infringes the
original author’s copyright has vexed the courts on many occasions.
The starting position is that copyright does not protect ideas. As the
sitting Judge, Smith J, stated in the Da Vinci Code case: “Copyright
should not protect against the borrowing of an idea contained in a
work”. However, copyright law will try to protect the way in which
ideas are expressed. If it can be shown a person has copied the
actual expression of those ideas, this will constitute “non-textual
copying” of the original author’s work (i.e. copying of something
other than the text itself).

The problem lies in separating out the “expression” of those ideas
from the ideas themselves. The courts have sought to do this by
laying down a requirement that an idea must have been set out

in sufficient detail. In Ibcos Computers Ltd v Barclays Mercantile
Highland Finance Ltd (1994), which involved alleged copying of

a software program, it was stated: “copyright cannot protect the
copying of a mere general idea but can protect the copying of a
detailed idea” (my emphasis). Perhaps the most helpful formula
was set out as long ago as 1967 in Harman Pictures NV v Osborne.
This dealt with the specific scenario of copying from a book telling
a story that was not itself original (the Charge of the Light Brigade),
but the Judge’s test is of more general application: “If...you avail
yourself of the labour of your predecessor, adopt his arrangements
and questions, or adopt them with a colourable variation, it is an
illegitimate use.” Here, the makers of the film, The Charge of the
Light Brigade were found to have infringed copyright in a book
about that topic. Clearly copyright did not subsist in the historical
events depicted; what it did subsist in was the selection of the
incidents detailed in the book and the importance attributed to
them. An injunction was granted prohibiting the release of the film.

People have tried to allege non-textual copying to protect varying
types of work. Cases are particularly common in the software
field. While it is accepted that copying source code is copyright
infringement, it has also been argued (so far unsuccessfully) that
copying the way in which a computer program appears to the user
and responds to his commands (known as the “look and feel” of

a computer program) is also an infringement. Such actions have
failed in relation to arcade games (Nova Productions Limited v (1)
Mazooma Games Limited (2) Bell Fruit Games Limited (2006)) and
most notably a piece of business software for the airline industry
(Navitaire Inc v EasyJet Airline Co Ltd (2004)), when the High
Court rejected the notion that copyright protected the “business
logic” of a software program. In IPC Media Limited v Highbury
(2004), the court dismissed an attempt to protect the format of

a magazine, while in Green v Broadcasting Corporation of New
Zealand (1989), the claimant was unable to protect the format of
the television program, Opportunity Knocks, as a dramatic work.
The Judge accepted that ideas had been copied from the show (its

rall

title, the use of various catchphrases and the use of a “clapometer”
to monitor the audience’s reaction), but this did not amount to
copyright infringement — it would have been necessary to show that
actual scripts had been copied.

With literary fiction, clearly there can be no monopoly over basic
storylines. If there were, an author would infringe copyright every
time a book was written using any theme that had been used before
- for example, the classic “hero saves the world from apocalyptic
Soviet plot” that formed the basis of so many James Bond films.
However, copyright will be infringed if ones work mirrors too closely
the themes, locations, characters and events of a prior work.

The situation is more complex with fictional books based on factual
works. Common sense dictates that copyright must not give
someone a monopoly over facts. Anyone can write a fictional love
story set against the backdrop of the First World War. As Brightman
J stated in Ravenscroft v Herbert (1980), “the law of copyright will
allow a wider use to be made of a historical work than of a novel

so that knowledge can be built upon knowledge”. In that case, a
fictional book titled The Spear by the well known author of horror
fiction, James Herbert, was found to have infringed copyright in

The Spear of Destiny, which purported to trace the “history” of

the Hofburg Spear from its piercing of Christ’s side on the Cross

to its use by the Nazis to attempt world conquest. However, it is
easy to make too much of this case: Herbert reproduced much of
The Spear of Destiny verbatim in the prologues to chapters in his
book, while the infringed work was far from a normal history book.
The Judge described it as “disjointed and unmethodical”, missing
out “vast areas of history” in the author’s attempt to persuade the
reader that his “very personal insight into history” was correct. Its
author had relied on meditation to complete many of the gaps in the
Hofburg Spear’s history. In fact, what had been copied was largely a
work of conjecture rather than a factual work.

The Da Vinci Code case also concerned an alleged infringement of a
work of historical conjecture, The Holy Blood and the Holy Grail, by
Dan Brown'’s fictional blockbuster, The Da Vinci Code. Recognising
that they could not claim copyright in the ideas presented in their
work, the claimants alleged instead that The Da Vinci Code copied
the “Central Theme” of their work. The Central Theme consisted of
15 parts that, it was claimed, made a sequence of connections that
had not been made before. Essentially, this was a version of history
proposing that Christ married Mary Magdalene, had a child whose
bloodline became interwoven with the Merovingian French dynasty,
and that Christ’s descendants were protected by a secret society.
The Holy Grail, rather than being an artefact, was a metaphor for
Mary Magdalene. While all of these ideas were reproduced in The
Da Vinci Code, the Judge held that this was not enough to infringe
the claimants’ copyright: “It must be shown that the architecture or
structure is substantially copied”. Where innovative historical ideas
are blended into a modern day thriller (as Dan Brown had done),

it is hard to imagine how this could be shown, particularly where
appropriate attribution is given to the sources of those ideas. The
case reveals the huge hurdle faced by authors of serious works
who try to protect their theories from exploitation in fictional works
which enjoy a far wider audience. The Central Theme was, the
Judge recognised, an “artificial contrivance” concocted in order to
bring the claim. This is not to say that the claimants did not have a
genuine belief that Brown had unfairly capitalised upon the fruits of
their labours. It is rather a reflection of the limitations of copyright
law: it is not designed to give the creator a monopoly over novel
ideas, theories or even inventive concepts: it serves purely to
protect the form of their expression. Vast sums have been spent on
court cases raging against this harsh reality.

As we have seen, in some rare cases it has been possible to prove
copyright infringement based on non-textual copying. Cases will
continue to be brought, in the software field particularly, fuelled by a
sense of injustice when people feel that others have misappropriated
their ideas. A minority of these cases may be successful. As Laddie
J stated in IPC Media v Highbury, “it is impossible to define the
boundary between the mere taking of general concepts and ideas on
the one hand and copying in the copyright sense on the other”. This
boundary will continue to defy precise definition.

Peter Nunn
Solicitor, Charles Russell
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* *

ACROSS THE POND *

U.S. Supreme Court Holds In eBay
Case That Injunctions Are Not To Be
Presumptively Entered Upon Finding Of
Patent Infringement

On May 15, 2006, the United States Supreme Court issued

a decision in eBay, Inc. v. MercExchange L.L.C., overturning
the United States Court of Appeals for the Federal Circuit’s
determination that patentee MercExchange was presumptively
entitled to a permanent injunction upon a finding at trial that
eBay infringed MercExchange’s allegedly-broad auction-related
business method patents. The Supreme Court’s decision

has the potential for a strong and far-reaching impact on the
enforcement and management of U.S. patent rights.

Background

MercExchange had accused eBay of infringing three of its
United States patents ostensibly covering methods for buying
and selling goods online. In particular, MercExchange alleged
that eBay’s fixed-price “Buy-it-Now” feature infringed the
patents. At trial, MercExchange won a jury verdict of $10.5
million in damages. The district court, however, refused to
issue an injunction prohibiting eBay from operating the services
found to infringe. In denying the injunction, the district court
relied heavily on MercExchange’s alleged failure to practice the
inventions by commercializing them on a wide scale. The trial
court was further influenced by a general concern regarding
the arguably questionable validity of certain business method
or algorithm patents. MercExchange appealed to the Federal
Circuit, which reversed the trial court decision. The Federal
Circuit held that, under its view of longstanding case-law,
issuance of injunctions should be essentially routine in all patent
cases once infringement is found. eBay then successfully
petitioned the Supreme Court for a writ of certiorari.

The Supreme Court’s Decision

In a unanimous opinion written by Justice Thomas, the Supreme
Court vacated the Federal Circuit’s decision and remanded the
case to the district court for further proceedings. The Court
stated with great clarity that, in determining whether to grant any
permanent injunction, a court should adhere to “well-established
principles of equity.” In particular, a plaintiff seeking such an
injunction (in a patent case or otherwise) must demonstrate
that: (1) irreparable injury is likely to occur to plaintiff absent

an injunction; (2) monetary damages would be insufficient to
compensate the injury; (3) the balance of the hardships that
would respectively be suffered by the plaintiff and the defendant
militates towards granting the injunction; and (4) the injunction

is not against the public interest. The Court went on to note that
it had found no compelling justification for departing from these
generalized touchstones of equitable relief in the case of patent
claims, particularly when the text of the Patent Act specifically
states that injunctions “may” issue “in accordance with the
principles of equity.” The Court also noted that even if patents
are viewed as a “personal property right,” the specific remedies
for violating such a right are distinct from the right itself. The
Court drew a comparison to copyright infringement law. Just
like patent law, the Court observed, copyright law also accords
a “right to exclude.” Yet the Court had repeatedly rejected
proposals to establish a general rule in favor of permanent
injunctions in all cases of copyright infringement. It saw no
reason for a different result under the patent statutes.

Although it overturned the Federal Circuit’s decision requiring an
injunction, the Court also rejected the district court’s rationale
for denying an injunction. The district court had stated that a

“plaintiff’s willingness to license its patents” and “its lack of
commercial activity in practicing the patents” could be enough
to establish the absence of “irreparable harm.” The Supreme
Court pointed out that some patentees, such as “university
researchers or self-made inventors,” might legitimately prefer (or
need) to license their rights rather than practice the invention,
and that this fact alone should not be enough to deny them
injunctive relief on a categorical basis. Instead, the Court

stated, all requests for injunctive relief should be evaluated
using the traditional four-factor test for injunctive relief. The
MercExchange case will now return to the district court for
determination of whether entry of an injunction is justified

based on that test (although these proceedings could yet be
mooted by ongoing challenges to the validity of MercExchange’s
patents).

In a concurring opinion, Justice Kennedy, joined by three other
Justices, wrote separately on the application of the four-factor
test in the era of alleged “patent trolls” or “junk patents,” noting
popular fears that “[a]n industry has developed in which firms
use patents not as a basis for producing and selling goods, but,
instead, primarily for obtaining licensing fees . . . . [flor these
firms, an injunction . . . can be employed as a bargaining tool

to charge exorbitant fees from companies that seek to buy
licenses . . ..” Justice Kennedy went on to argue that “when the
patented invention is but a small component of the product . .

. and the threat of an injunction is employed simply for undue
leverage . . . an injunction may not serve the public interest.”
Finally, addressing the relatively recent rise to prominence of
business-method and other algorithm patents, Justice Kennedy
noted that “[t]he potential vagueness and suspect validity of
some of these patents may affect the calculus under the four-
factor test.”

Analysis

Although the Court’s decision has something to offer for both
defendants (in rejecting the Federal Circuit’s general rule in favor
of automatic injunctions) and plaintiffs (in rejecting the district
court’s suggestion that injunctions should be denied on a bright-
line basis to patentees who do not physically practice their
inventions), the Court’s Order is far more likely to raise the spirits
of defendants or potential defendants in patent cases. U.S.
patentees can no longer assume that they will necessarily be
granted a permanent injunction even if they obtain a judgment
of infringement, and defendants can be expected to take note
of these changed circumstances when negotiating licenses or
considering settlement offers or demands. Additionally, based
upon Justice Kennedy’s dicta in concurrence, it is evident that
at least a substantial number of Justices are concerned about
the rise of so-called junk patents and their possibly deleterious
effects on the nation’s economy. Companies having an interest
(either offensive or defensive) in the assertion and valuation

of U.S. patents should, accordingly, continue to monitor the
development of case law in this area, and should consult

with U.S. patent counsel regarding how it may affect their
competitive intellectual property posture and strategy.

Jeffrey D. Sullivan, Baker Botts,
L.L.P. New York (212) 408-2589
jsullivan@bakerbotts.com
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News - Regions

LES south West and South Wales Region

On Thursday 4 May the South West and South Wales Region held
its inaugural Spring Event in the Hotel du Vin, Bristol. The Event was
well attended and the hosts Graeme Fearon and Sarah Pollock of
Thring Townsend solicitors led a lively discussion on the problems of
brand control and brand extension. By popular demand an Autumn
Event will be held later in the year.

For further information please contact:

Graeme Fearon
gfearon@ttuk.com

PEOpIENEWS!

Congratulations to Darren Olivier, LES member and frequent
contributor to newsxchange, who has recently been promoted to
Partner at Field Fisher Waterhouse.

LES West Midlands Region

Our April meeting was a most successful event with an enlightening
presentation by the duo of David Foster and Mark Hodgkin of
Cadbury Schweppes plc. They gave a fascinating account of

the historical development of the business from its origins in small
premises of Cadbury, in the very centre of present day Birmingham,
to the international corporation of today with manufacturing
operations in every corner of the globe.

Focusing on the licensing activities of Cadbury in the UK, they

were able to highlight the role of licensing in this development, and
importantly, the role which it must play in the future development of
their business. It was particularly interesting to learn about Cadbury
UK'’s use of licensing to increase the spread of its trade marks across
different sectors of the food market and the importance placed on
ensuring that licensees and their products share the same core
values as Cadbury.

Another very interesting meeting promises to be that on Monday 3
July 2006. This is to be held at the itihaas restaurant in Birmingham
and will feature a talk entitled:-

“Exploitation of Intellectual Property in EC-Funded projects
- How Can LESI Members Get Involved?”

Our guest speaker for this event is Dr. lan Mckay of Pera. lan has
over 20 years experience of managing technology projects and in
research and technology transfer. He has been particularly active in
managing EC supported projects and will be sharing his experience
with us along with an interesting insight into the working of EC
Framework Projects. lan will also be highlighting the opportunities for
LESI members to get involved with these projects and to assist in the
exploitation of the resulting Intellectual Property.

The venue selected for this meeting is the private function room
of the most well respected “itihaas” Indian restaurant. This has
an unusual location alongside one of Birmingham’s many canals,
adjacent the hub of the city’s professional services area.

As with our previous meeting, the talk will be followed by a three
course meal with wine, and including pre-meeting drinks. We look
forward to meeting you.

For further information please contact:

Simon Church
simon.church@wilsongunn.com

New Olyﬁipics Aét -

One hurdle too far?

The London Olympic Games and Paralympic Games Act has
just been passed, strengthening current Olympic legislation, for
example the Olympic symbol etc. (Protection) Act 1995.

One of the prime purposes of the Act is to restrict advertising.

Of the £2 billion that needs to be raised to fund the London
Organising Committee of the Olympic Games (LOCOG), 35% of
this sum will come from commercial sponsorship. Sponsors will
only commit if they have a level of certainty that they will have a
somewhat exclusive association with the Games. Any “free for all”
will dilute such exclusivity.

As a result, no unauthorised person is permitted to use:-
e any two of the words listed in the column A or,

e One word listed in column A along with any one or more
words from column B.

A B

Games London

Two thousand and twelve Medals

2012 Sponsors

Twenty Twelve Summer
Gold
Silver
Bronze

In addition, phrases such as “LOCOG”, the Olympic motto, the
Olympic rings or the team GB logo are not to be used without
express permission.

The legislation leaves many retailers wondering if they are going
to benefit from the Olympics in any way at all. They will have to
be very careful not only when designing new logos or buying new
ranges, but also how they actually advertise their new products.
For example, a brand may have designed a collection of summer
t-shirts, with logos depicting cricketers, footballers, swimmers etc
but they could not have an advertising campaign called “Summer
Games,” even though the campaign may well describe the range.
The 2006 Act also lays the path for specific regulations to be
implemented relating to the location of advertising, along with

the nature of it. Breach of the regulations is going to result in a
hefty fine, along with the possibility of having to pay an enforcing
authority’s reasonable expenses incurred in pursuing you for
breach of the regulations. The Act also permits authorities to seize
and destroy any products that breach the regulations.

There are a very limited number of defences available under the
new Act. The offences must either:

be committed without the knowledge of doing so; or
the offender must have taken all reasonable steps to prevent the
offence from occurring.

The defences are very limited in their nature and only time will
tell how rigorously and strictly they will be applied. Although

the legislation appears to prohibit use of virtually anything that
relates to the 2012 Games, it surely will not be long before savvy
fashion brands formulate designs, adverts or logos that manage
to build an association, or imply a level of support for the 2012
Games, without actually implying official association with the
Games. It will be interesting to see not only how creative the
design world becomes in the near future but also where the
enforcing authorities will draw the line. Perhaps watching how
FIFA enforces its intellectual property rights for the World Cup this
summer may provide an indication.

Rachael Parman
Solicitor, Shoosmiths

6 newsxchange™ June 2006




(Photographs courtesy of Alan H Gordon)

LESI Training Courses -

Fundamental Intellectual Asset
Management in Kwazulu Natal,
1-3 March 2006.

Chris Goodman, Co Chair of the LES B&I Education
Committee along with colleagues: Paul Germeroad (LES
USA), Alan Lewis (LES South Africa), Willy Manfroy (LES
USA) and Hans Nachenius (LES South Africa) ran the
Fundamental Intellectual Asset Management Course in
Zwazulu Natal at the beginning of March 2006.

LES International Officers
2005-2006

Having travelled to this beautiful country it would have
been remiss not to enjoy it. They decided on a safari!

President:
Peter Chrocziel
LES Germany

President Elect:
Ron Grudziecki
LES USA and Canada

met some Newcastle United supporters they looked at some local innovation
Past President:

Willy Manfroy
LES USA andCanada

Vice President:
Alan Lewis
LES South Africa

and saw some wildlife

Vice President:
Chikao Fukuda
LES Japan

Vice President:
Ernesto Cavelier

LES Andean Communities

enjoyed the countryside In fact they had a thoroughly educational time! Treasurer:

Pat O'Reilley
LES USA and Canada

International Delegates Meeting in Seoul, 8 - 9 April 2006

The meeting began with some words by president Peter Also as a new departure, LES Singapore gave a brief

Chrocziel concerning Henry Hodding who died this year. presentation on the recent changes in Competition
The delegates then observed a minute’s silence. law there.
Secretary:
With a view to increasing the effectiveness of the At the Saturday evening dinner held in the Westin
meeting, it concentrated on presentations on particular Chosun hotel, former LESI secretary Barry Quest was Adam Liberman
topics decided in advance. One such item considered presented with the Certificate of Merit award for his .
how to increase the visibility of LESI. The US and services to LES. LES Australia and New Zealand
Canada society had invested in an analysis exercise
which confirmed that most members allowing their Stephen Powell

membership to lapse did so because they had moved to President LES B&(
a new post not involving technology transfer.
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Regional Officers

Administration

Gill Moore

Northern Networking

1 Tennant Avenue

College Milton South

East Kilbride, Glasgow G74 5NA
Tel: +44 (0) 1355 244966

Fax: +44 (0) 1355 249959

Email: les@glasconf.demon.co.uk

REGIONAL OFFICERS

Ireland

Chair: Yvonne McNamara

C/o McCann Fitzgerald

2 Harbourmaster Place, Dublin 1

Tel: + 353 1 829 0000

Email: yvonne.mcnamara@mccann-fitzgerald.ie

Secretary: Maureen Daly
C/o Beauchamps

Riverside Two, Sir John Rogerson’s Quay, Dublin 2

Email:m.daly@beauchamps.ie
Tel:+ 353 1 418 0600

Scotland

Chair: Caroline Sincock

C/o Scottish Intellectual Asset Management

6/6 Skypark, 8 Elliot Place

Finnieston, Glasgow G3 8EP

Tel: + 44 (0) 141 243 4920

Email: caroline.sincock@scottish-IAM-centre.co.uk

Secretary: Cathy Rooney

C/o SNBTS Business Development

21 Ellen’s Glen Road, Edinburgh

EH17 7QT

Fax: +44 (0) 131 536 5956

Email: cathy.rooney@snbts.csa.scot.nhs.uk

East Midlands

Chair: Mark A Snelgrove

C/o Browne Jacobson

44 Castle Gate, Nottingham NG1 7BJ
Tel: +44 (0)115 976 6000

Fax: +44 (0) 115 947 5346

Email: msnelgrove@brownej.co.uk

Secretary: Ray Charig

C/o Eric Potter Clarkson

Park View House

58 The Ropewalk, Nottingham NG1 5DD
Tel: +44 (0) 115 955 2211

Fax: +44 (0) 115 955 2201

Email: rcharig@eric-potter.com

West Midlands

Chair: Simon Church

c/o Wilson Gunn

Charles House, 148/9 Great Charles St.,
Birmingham B3 3HT

Fax: +44 (0) 121 236 1038

Email: simon.church@wilsongunn.com

North West

Chair: Paul Bentham

C/o Addleshaw Goddard

100 Barbirolli Square, Manchester M2 3AB
Tel: +44 (0) 161 934 6000

Email: paul.bentham@addleshawgoddard.com

North East

Chair: Elizabeth Ward

C/o Fox Hayes Solicitors

Bank House, 150 Roundhay Road
Leeds LS8 5L.D

Tel: +44 (0) 113 383 8464

Fax: +44 (0) 113 284 0466

Email: elizabethward@foxhayes.co.uk

South West & South Wales
Chair: Graeme Fearon

Thring Townsend

6 Drakes Meadow, Penny Lane,
Swindon SN3 3LL

Tel: +44 (0) 1793 410800
Email: gfearon@ttuk.com
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For further information please contact regional officers for LES events in Britain and Ireland (see panel
on the left of this page or visit the LES B&l website http://www.les-bi.org/) and the officers of national
societies for overseas events (see LES directory or the LESI website http://www.lesi.org)

“Innovations in the Licensing World”

Pan-European Conference Radisson SAS Hotel, Glasgow 21-23 June 2006

Wednesday 21 June 2006 - World Class Workshops

Ada Nielsen and Jack Peregrim lead the first of our two add-

on workshops, “Taking Technology to Market”. This full-day
course goes through the eight phases of activity, outcomes and
deliverables in commercialising inventions, whilst focusing on the
Business Assessment Phase. This course is highly recommended
for university technology transfer teams as well as small inventors
and those in larger industrial organisations, who will benefit from a
fresh look at their procedures.

The second add-on workshop, “The Fundamentals of Intellectual
Property Licensing” has been designed as an introductory and
refresher course for professionals who are either relatively new

to licensing or who wish to refresh their knowledge of the latest

IP protection and licensing skills. The course was developed by
and is the recognised course of The Licensing Executive Society
International which is the premier worldwide licensing organisation
with over 12,000 business and legal members.

This one day course, lead by Christopher Bartlett and Kevin Mutch,
comprises two sessions the first including a review of all types of
Intellectual Property including Trade Secrets, Patents, Trade Marks,
Copyright and Designs with discussion of both scope and forms

of protection in Europe, USA and other countries. The second
session comprises a detailed review of a licence agreement with
explanations of the various important clauses in such an agreement.
The course is interactive with class involvement using exercises

and the encouragement for the participants to ask questions of the
presenters at each stage of the course.

Wel !
2007 elcome

LES B&l

Mrs Lynn Beaumont, Tods Murray;
Ms Anna Hally, Patent Agent/Attori
Conference

ETgle WAXCT\V/ll » IT] 1 [1,]

Further details TBA

Collyer Bristow

Moving Company/Changing Address?

Please remember to tell our administrator, Sheena Hunter, if you change your office
address so that we can continue to send you LES information and newsxchange

Her address is:

LES Administrative Office, Northern Networking Ltd
1 Tennant Avenue, College Milton South, East Kilbride
Glasgow G74 5NA

Please also remember to change your contact details in the Membership Directory
on the LESI website. As a service to our members the editor will print any change of

company and location in newsxchange
Please contact Mary Elson, elson.mary@btinternet.com

Membership

Enquiries should be addressed to Sheena Hunter at the LES Administrative Office:

Tel: +44 (0) 1355 244966 Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk

A membership application form may also be found
on the LES B&l website: www.les-bi.org

Council has been pleased to welcome the
following new members to the Society:

Cruikshank & Co; Mr Andrew Harris,
Lawyer, Tods Murray; Mr Mark McBride,
Consultant, Utek Corporation; Miss
Imogen Rattle, The Forensic Science
Service; Mr Patrick Wheeler, Consultant,

Thursday 22 June 2006 - The main conference opens with a welcome
from Stephen Powell, President of LES B&l and Peter Chrocziel,
President of LES International followed by two days of Plenary Sessions,
addressing successful international licensing strategies and Workshops
covering international developments in Healthcare, Chemicals, Energy,
Environment, Copyright, Branding, IP Law, IT and e-Commerce,
Commercialisation of University Technology, Assessment and Valuation of
IP and many other areas of interest to our members.

In the evening there is a Civic Reception at the City Chambers, the
perfect time to wind down, meet LES members from across the
world and experience some of that special Scottish hospitality!

Friday 23 June 2006 - Another day packed with thought provoking
Plenary Sessions and Workshops lead by world-renowned speakers
with fascinating stories, excellent advice and a wealth of experience.

After such a stimulating two days the Gala Dinner at the famous Stirling
Castle, considered by many to be the grandest of Scottish Castles, will
be a time to let your hair down.

Bring your colleagues, and partners, to beautiful Scotland catch
up on the latest developments in licensing, expand your business
contacts, pick the brains of experts, gather your CPD points and
enjoy the many wonderful things Glasgow has to offer.

Do not delay contact Sheena Hunter for further details:
LES@glasconf.demon.co.uk

Or visit the LES B&I website: www.les-bi.org

3 July 2006 West Midlands Region
Itihaas Restaurant Birmingham

“Exploitation of Intellectual Property in EC-Funded projects -
How Can LESI Members Get Involved?”

Speaker: Dr. lan Mckay of Pera

Email: simon.church@wilsongunn.com

6 Sept 2006 LES North East Region
Best Practice Suite at Fox Hayes LLP118 North Street Leeds.

“Why Invent” Speaker: Trevor Baylis
Email: elizabethward@foxhayes.co.uk

newsxchange

Editor: Mary Elson
Tel: +44 (0) 1978 710475
Email: elson.mary@btinternet.com
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