
Litigation, like the poor, will always be with us! 

How, then, can we reach the ideals of:
• speedy, cheap resolution
• the capacity to deal with issues of high technical complexity at 

a reasonable cost
• readily enforceable orders
• predictability in the resolutions of the Courts
• accessibility to SME’s, both as defendants and plaintiffs, and 

well resourced multinationals
• “glocality”: the ability to handle national cases as well as those 

with a multinational aspect?
• dealing with multilingual problems

The judge acknowledged that you cannot have everything! 
Emphasising one aspect will probably be done at the expense of 
another. Patent law is not a thing in itself, it exists within the wider 
culture of a whole society.

The US approach, which tries to offer perfect justice in pre-trial 
proceedings, is jury driven; in the UK technically expert judges try 
to be commercially sensitive and practical; in Germany, they would 
claim to be quick and cheap, which is not always true, but the 
litigants essentially leave the decision of the case to the State, which 
is advised by external experts.

The Judge confi dently expects that these cultural differences 
will remain during his professional career and that, unless European 
industry becomes so annoyed with the politicians that they force it 
through, the potential simplifi cations offered by a single European 
Patent and Patent Court, will remain a mirage. Current proposals 
are not concerned with the needs of the users and the concept of 
a Court having seven technical experts is unworkable. Technology 
cannot sensibly be divided up this way.

There have been many other well-intentioned, but facile, 
attempts to suggest improvements to the UK system, for example 
the recent report from the Patent Reform Group which suggested 
that patent offi ces or governments should guarantee the quality of 
patents and subsidise the defence of granted patents. They were 
astonished when it was pointed out to them that:
• nearly all patents “don’t matter” i.e. they have no real 

commercial value and that we must concentrate on those very 
few that do

• many patents that have been granted are not valid, even with the 
best efforts of the Patent Offi ce examiners. 

The Patent Offi ce of the Netherlands, for example, used to offer 
an extremely tough regulatory regime in granting patents but 
was forced to retreat because of the time and cost that it took to 
complete and the resultant uncertainty generated from the long 
lifetimes of patent applications.

How could we improve? 
One answer lies in the hands of the patent owners: it used to be the 
case that they handled confl ict using a patent agent and a barrister 
and tried to pay for “the job done” whereas now, patent agents, 
solicitors and barristers demand to be paid on an hourly basis. In 
addition it seems that the proportion of support staff – “trainee 
solicitors doing the photocopying” – to service principals is rising 
and the ratio of solicitor/barrister costs is now 85-90%.much higher 
than it used to be when less people formed litigation teams, Patent 
owners and defendants could and should resist these changes and 
search for legal practices that offer better cost/benefi ts. 

Legal procedures could also be simplifi ed. The Judge suggested 
that clients should be brave: fi nd a less expensive fi rm or use a 
patent agent in the County Court; fi nd a good young (and cheaper) 
barrister – there is no need to buy a Rolls Royce when you could 
have a perfectly good Ford! It makes no difference what the system 
is if the lawyers are paid by the hour – costs will be high!

The Courts themselves must try to be as predictable as possible. 
One thing better than litigation that is that everyone knows where 
they stand without it! Clear rules, however, will not remove all cases 
but they will make the edges of a patent monopoly less fuzzy.

In spite of the fact that UK judges have experience in a wide 
variety of technical fi elds as a result of their previous practice as 
barristers and their original science degree, the Judge felt that they 
could decrease the quality of the judgment by adopting a system of 
assessors, as used in the Admiralty Court, but without going as far as 
near total reliance on an independent expert in Germany.

On a wider European view he argued that the “top-down” 
approach of setting up a court by the politicians is obviously failing. 
So he would encourage the EPLP (the European Protocol on the 
Litigation of Patents) as a way of sidelining the politicians and 
creating a “bottom-up” system. The Court, run by existing judges 
and assessors, would decide on the language to be used in any 
particular case and would use modern communication methods 
such as electronic fi ling and video links. The necessary Appeal Court 
should only be able to work on the materials before the lower Court 
and there would be no capability to introduce new evidence, save 
in exceptional cases.This would help rapid and once-and-for-all 
decision making.

In the subsequent discussion it was argued, by a patent agent, 
that the best litigation system would be one in which the systems 
were so complicated and costly that no one would want to get 
involved! He defended his own profession by stating that 99% of 
contentious matters never reach the Courts because they are settled 
by discussion between the advisers of the principals. He also pointed 
out that the Woolf reforms – which some Judges doubted had made 
any major improvement - had also encouraged solicitors to act more 
like patent agents and concentrate on trying to resolve the issues in 
a case instead of simply sending out a writ.
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DECEMBER
What is it that a researcher or other individual 
often does which can lead to being steered 
off course? To mis-quote Harold Macmillan, 
the answer in many cases is “Invents, dear 
boy, invents”. Two different themes give rise 

to this apparently pessimistic and admittedly contrived statement.
The fi rst theme is that of “rogue” invention promoters who 

mislead and exploit individual inventors (and I am grateful to 
those members who responded to my previous appeal). Many 
measures are already in place to alert well-informed inventors 
to the dangers. For example the UK Patent Offi ce distributes its 
leafl et “Step-by-Step Guide to Using: Invention Promoters”, which 
is also viewable on its website at: 
www.patent.gov.uk/patent/howtoapply/ipromoters.htm. 

The US Patent and Trademark Offi ce’s website has a section 
devoted to exposing examples of unsatisfactory service at 
www.uspto.gov/web/offi ces/com/iip/data.htm. Indeed simply 
entering “invention” and “promoter” on your favourite search 
engine will quickly reveal a plethora of information on which 
organisations to avoid.

Undertaking further steps to protect gullible inventors would 
be problematical. A scheme like the USPTO’s would need some 
sort of statutory protection against actions for defamation. 
To produce a “white-list” of approved invention promoters 
would involve considerable resources and there would still be 
no guarantee of reaching individual inventors in time. There 
would always be the diffi culty of promoters based overseas. 
Furthermore, many inventors prefer the favourable advice they 
want to hear over good advice and a realistic assessment.

JANUARY
Secondly, I attended in January a joint meeting of LES and the 
R&D Society at which one of three excellent presentations was by 
Martin Fischer, a legal adviser with the German-British Chamber 
of Industry and Commerce. He explained that the generous 
provisions of the German law concerning the compensation of 
employee-inventors were widely approved by both employers 
and employees. Although the employers advocated clarifi cation 
of details of the scheme, the general principle was still accepted, 
even though the German economy had undergone many changes 
since the 1950s when the law was passed. The “adequate 
compensation” appropriate in each case was determined by 
regulations. In Europe, only Denmark has a similar law.

This healthy situation is to be contrasted with the position in 
the United Kingdom where no invention has ever involved the 
“outstanding benefi t” necessary to obtain a statutory award. The 
minor change introduced into the law this year will not effect the 
position. In practice, many enlightened companies have their 
own in-house employee-inventor award schemes, but the high 
number of patent applications per million inhabitants in Germany 
is a strong indicator that the introduction here of a generous 
scheme covering all inventions would lead to a signifi cant increase 
in awareness and use of the patent system, especially in the 
SME sector.Finally, I am not a believer in New Year resolutions 
as I always have a mountain of outstanding items from last year. 
However, to keep our editor happy, I am looking forward to the 
green shoots and blue skies of Spring.

Stephen Powell 
President LES B&I

President’s     
            Diary

IPR in 
Business
1. EPI Environmental Technologies Inc & 
Or v Symphony Plastic & Or (21/12/04). 
The licensor could seek remedy for breach of 
trade secrets by arguing that the confi dential 
information was over and beyond the public 
information that required protection. 

2. Cambridge Antibody Technology v 
Abbott Biotechnology Ltd (20/12/04). 
On the proper construction of royalty 
sharing provisions in a licence agreement 
the defendants were not entitled to offset 
half of the royalties paid to third parties for 
other patented technology against royalties 
payable to the claimant.

3. Trustees in the CB Simkin Trust & 
Trustees in the NC Simkin Trust v Inland 
Revenue Commissioner of New Zealand 
(14/12/04). The trustees were not entitled 
to depreciation allowance in relation to the 
trade marks as they did not have the right to 
use the trade marks. This right belonged to 
the exclusive licensees.

4. Askeri-Acca v International Accounting 
Standards Committee Foundation 
(09/12/04). The claimant had translated 
the defendant’s publication IAS with the 
permission of the defendant. Given the 
licence agreement the Russian translation 
was not the defendant’s publication and the 
claimant was the copyright owner.

5. The 2004 Pre-Budget Report (02/12/04). 
‘Opportunity for all: The strength to take the 
long-term decisions for Britain’, is published. 
The report includes: tax treatment of IP, 
including proposals to reform the incentives 
for R&D and provisions for University spin out 
companies.

6. DTI Technology Programme (29/11/04). 
Next competition for funding (£80M) 
announced and applications need to be in 
by 07/02/05. The Programme is backing UK 
innovation taking ideas from the lab to the 
market place. 

7. Michael Jagger & Keith Richards & 
Charlie Watts v Decca Music Group Ltd 
(12/11/04).  The breach of an obligation to 
permit royalty accounts to be audited was 
within the scope of the arbitration clause 
within the licence and therefore had to 
arbitrated.  

Monitored by Dr Hayley French, Bird & Bird 
hayley.french@twobirds.com

For further information on all of the above 
please visit the LES Britain & Ireland website 
www.bi-les.org
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Chairs of Committees and 
Special Interest Groups

University Technology Transfer offi ces, although 
handling all intellectual property resulting from 
university research, generally focus on patented 
technologies, and occasionally areas falling under 
copyright. However other forms of protection 
such as design rights and trade marks are less 
likely to be considered. In the case of trade marks 
and trademark licensing this may be for a number 
of reasons, but is probably because a university 
trademark is based on its reputation and most 
academic institutions are not comfortable with 
being so directly linked to commercial matters.

At University College London, this was certainly 
the case, and when a product was developed that 
could be used to help prevent DVT, there was a lot of 
discussion about how to exploit the technology since 
patent protection was not possible because of issues 
of lack of novelty and inventiveness.    

Supermarket chain Tesco has begun stocking 
a multi-purpose support sock, developed by Mr 
Stephen Barker and Dr Simon Hollingsworth from 
UCL’s Academic Vascular Unit. 

Originally, development of the sock began in 1999 
as part of a larger research programme into the cause 
of some diseases of the veins. The research highlighted 
a number of problems with existing clinical compression 
hosiery, most notably its poor take-up rate amongst 
patients, with less than 50 per cent of those needing 
compression hosiery actually wearing it. One of the 
inventors, Dr Simon Hollingsworth said: “A number 
of factors came out of the research, centered around 
patient compliance which spurred us on to develop 
a product to overcome these issues. Patients found 
traditional compression stockings diffi cult to put on, 
unsightly, and uncomfortable. This meant developing 
something which was easy for ward staff to use and 
which patients were happy to wear, whilst at the same 
time, still providing the compression as required.”

The decision was taken to trademark the product 
using both the UCL logo and a UCL owned trademark 
Saphena (Saphena from saphenous vein, the 
major vein from the leg) and to licence these trade 
marks to a manufacturer. This was mainly to avoid 
manufacturing and distribution issues becoming the 
responsibility of the university – areas where there was 
no expertise.

The team worked closely with the UK 
manufacturer, Pretty Legs Hosiery Limited, and 
UCL BioMedica, a wholly-owned subsidiary of 
UCL focusing on technology transfer of biomedical 
research, to develop the Saphena Medical sock, 
which is now widely used in the healthcare sector. This 
expertise has now been applied to the retail sector 
through the Saphena Active stocking range. “We’ve 
now taken the product, which was originally designed 
for the medical setting, and adjusted it to suit a broad, 
new audience. The compression stockings provide 
relief from soreness and swelling for people who are 
on their feet all day, and for pregnant women. They 
are also suitable for frequent travellers who want to 
help minimise the risk of DVT, which is most likely 
raised amongst people who sit in one position for long 
periods of time”, explained Stephen Barker.

One of the key advantages of Saphena Active is 
its sizing. “We originally wanted a one size fi ts all sock 
and while we didn’t quite achieve this, we got to the 
stage where over 90 per cent of the population could 
be accommodated. This has meant that we only need 
to manufacture two different sizes, which is quite a 
coup as most of the other manufacturers making 
similar products still require three or four sizes,” said 
Stephen Barker.

The broad appeal of the sock, together with the 
cachet of the UCL endorsement, were key factors in 
Tesco’s decision to approach Saphena about supplying 
their socks. The sock is branded by Tesco as a multi-
purpose fl ight and support sock and is currently being 
trialed in 50 per cent of their stores. Initial sales have 
been very encouraging and it is anticipated that the 
sock will be rolled out nationwide. The sock is also 
being marketed under the UCL Saphena Active brand, 
which will provide versions for everyday wear, maternity 
wear, travel wear and sportswear. 

The sock, which has already enjoyed considerable 
success in the clinical environment, went on sale in 
August and looks set to achieve the same success in 
the commercial marketplace. 

Gavin Blyth
University College London 
g.blyth@ucl.ac.uk

Future of Patent Litigation 
in the UK and Europe Cont'd. from page 1

The Judges defended comments that the UK Court is “anti-
patent” by arguing that it is simply “anti bad-patents”! He mentioned, 
as an example, some (not all) formulation patents that try to extend 
protection at the end of the patent life of an ethical pharmaceutical. 
He particularly pointed out that some parties faced with slow 
opposition procedrue in the EPO on a weak patent came to the UK 
for a quick resolution of their claim for revocation.  

The Judge has seen examples where a competent lawyer from 
each side and a trained mediator have accelerated decision making 

and lowered costs compared to full blown litigation but, although 
he has less knowledge of it, he is not sure that arbitration offers a 
real advantage. They both rely on each side accepting some loss of 
control and, in patent, as opposed to trademark, cases, the principals 
may demand total victory or complete defeat…

As a fi nal comment to create a step-change in cost reduction 
he proposed that the professional advisers on each side should be 
paid £3 for every useful page presented to the Court and should be 
charged 10p for every non-useful one!

Dr Stephen Potter
Chairman, The R&D Society 

Flight socks 
take off 
Flight socks 
take off 



4  newsxchange™  Feb/Mar 2005 

CASE REPORT: 
Cambridge Antibody Technology 
v Abbott and royalty stacking
The recent High Court case of Cambridge Antibody Technology v Abbott 
Biotechnology illustrates some of the potential pitfalls of the drafting of 
‘royalty stacking’ provisions, in the context of a patent licence. Although 
the Court found decisively in favour of Cambridge Antibody Technology 
(CAT), the case provides useful guidance in this area.

Royalty stacking
A licensee of patented technology, who wishes to manufacture products under 
the licence, may well need to obtain numerous licences from other parties who 
own rights in related (or overlapping) technologies. Royalty stacking provisions 
allow the licensee to reduce the cost of some of these third party licences by 
offsetting them against royalties payable under the main licence, in order to 
avoid the total accumulated royalty payments reaching a level that would make 
production uneconomic.

The question of which third party royalties should fall within a royalty stacking 
arrangement is essentially a commercial one. A licensee who has taken a full 
manufacturing licence may take the view that the licensor should contribute to 
the cost of any and all licences which the licensee needs to obtain from third 
parties in order to manufacture the licensed products in question.

The licensor, on the other hand, should ideally avoid royalty stacking 
entirely, or at least limit it so that it only covers royalties payable for third party 
rights which would otherwise be infringed by the licensee’s use of the licensed 
technology. Also, royalty stacking provisions signifi cantly reduce the licensor’s 
infl uence over the licensee concerning the amount of royalties the latter agrees to 
pay for such third party rights. Sometimes licensors therefore ask to be consulted 
before the licensee agrees on any third party royalties which would be caught by 
the royalty stacking provisions.

CAT v Abbot case
CAT had developed what the court described as a blockbuster technology relating 
to a method of engineering human antibodies. This was protected by patents 
for two processes: the generation of a library of antibody genes relating to the 
active (antigen specifi c) domains of human antibodies, and a method of selection 
of those genes which best fi t a specifi c antigen (known as ‘phage display’ 
technology).

Abbott collaborated with CAT to produce an antibody drug known as HUMIRA, 
which had generated hundreds of millions of pounds of revenue each year. The 
terms of the collaboration included a licence, under CAT’s antibody gene library 
and phage display patents, to “manufacture, sell, have manufactured, have used 
and have sold” the HUMIRA product – in other words, for all and every part of the 
process of the manufacture of HUMIRA.

The royalty stacking provision
The collaboration agreement contained a royalty stacking provision, which provided that:

“royalties paid to third parties … to license rights needed by [Abbott] … to 
practice or to have practiced (sic) the technology claimed in the CAT Patents, will be 
borne equally by CAT and [Abbott] …”.

Abbott had obtained a number of patent licences from others in order to 
manufacture HUMIRA, including licences relating to downstream manufacturing 
processes. It had deducted half the cost of royalties payable under these licences 
against the licence royalties payable to CAT, on the basis that they all fell within the 
scope of the royalty stacking provisions.

CAT disputed this, arguing that the phrase “technology claimed in the CAT 
Patents” in the royalty-stacking clause does not mean all technology relating to 
the manufacture of the HUMIRA product, but only those rights which would be 
infringed by the actual use made by Abbott of CAT’s antibody gene library and 
phage display technologies.

The court examined the circumstances of the collaboration and ultimately 
found in CAT’s favour. However Abbott raised a number of alternative constructions 
of the clause which might well have caused diffi culties for CAT, which are discussed 
briefl y below.

Interpreting the provision
CAT’s phage display patent included ‘reach-through’ claims, which went 
signifi cantly further than the core phage display technology, covering the method 
of production of the fi nal antibody product identifi ed by phage display as well as 
the antibody product itself.

Abbott argued that the phrase “technology claimed in the CAT Patents” 
applied to the full antibody manufacturing process since this was claimed in 
the reach-through claims, and not merely the core phage display technology. 
The Court rejected this argument on the basis that it was inconsistent with the 
background facts. However, licensors who wish to defi ne technology by reference 
to what is claimed in their relevant patents should note the danger of doing this 
where their patents contain reach-through or other wide claims that go further 
than the core licensed technology which the licensee will be using.

One other diffi culty with the drafting of the royalty stacking provision in the 
CAT v Abbott case concerns the interpretation of the phrase “rights needed by 
[Abbott] to practice… the technology”. Abbott argued that all the downstream 
processes relating to the manufacture of the HUMIRA product (many of which 
were owned by third parties) were caught by this phrase, in the sense that it 
needed to carry out those processes since without them it would not be able to 
manufacture HUMIRA, which would defeat the purpose of taking a licence from 
CAT. Again, on the facts the Court decided against this construction.

Conclusion
The CAT v Abbott case shows the importance of drafting royalty-stacking 
provisions carefully, with regard to the actual use of the technology to be made 
by the licensee and the scope of the patents in question.

Hamish Corner Solicitor, Charles Russell

PEOPLE NEWS
Liz Ward, Chair of LES B&I NE Region, and her 
assistant Deborah Parsons have recently joined 
Fox Hayes and set up an IP dept at the fi rm in 
Leeds. 

Liz joined Fox Hayes from Keeble Hawson solicitors 
in Leeds, where she headed up the IP law department. 
Prior to that Liz worked at Hammonds and DLA. She 

has specialised since qualifi cation in the law relating to intellectual property 
and information technology. Liz has an in depth knowledge of the law relating 
to patents, trade marks, copyright, and confi dential information. In view of 
her technical background as a scientist and her work in the pharmaceutical 
industry, she has a particular interest and specialisation in pharmaceutical 
law and biotech related companies.

Her new contact details are as follows: Elizabeth Ward, Partner
Fox Hayes Solicitors, Bank House, 150 Roundhay Road, Leeds LS8 5LD
Tel: 0113 383 8464, Email: elizabethward@foxhayes.co.uk

IT DEVELOPMENTS
• 61 MEPs ask the European Commission to send the proposed Software 

Patents Directive back to the European Parliament for another fi rst read-
ing, due to the radical changes made to it since its original fi rst reading. 
(11/01/05) 

•  United States Patent & Trade Mark Offi ce says that in 2004, IBM was 
granted more patents than any other private sector company. Matsushita 
and Canon were in second and third places respectively. (12/01/2004)

•  IBM makes 500 software patents available to opensource developers. 
This follows a pledge in August 2004 that IBM would not assert its patents 
against the Linux kernel, unless it was forced to defend itself. (10/01/2005) 

•  Napster is sued again for patent infringement, allegedly after licensing 
discussions with SightSound Technologies broke down. SightSound is the 
holder of a number of patents related to downloading music and video 
online. (14/01/2005) 

For more information contact: Georgina Godby
Tel: 01223 225011, Email: georgina.godby@taylorvinters.com
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Will The U.S. Supreme 
Court End The Heyday 
Of Unauthorized Online 
Music-Sharing?
The United States Supreme Court recently 
decided to review the Ninth Circuit Court of 
Appeals’ decision in Metro-Goldwyn-Mayer 
Studios, Inc. v. Grokster, Ltd (“Grokster”). The 
Ninth Circuit had affi rmed a trial court’s ruling 
that peer-to-peer (“P2P”) software companies 
Grokster Ltd. and Streamcast Networks, Inc. 
(“Respondents”) were not secondarily liable 
for copyright infringement committed by their 
end users. 380 F.3d 1154 (9th Cir. 2004), cert. 
granted, 2004 WL 2289054 (U.S. Dec. 10, 2004) 
(No. 04-480). The legality of promulgating 
software useful for (possibly unlawful) 
distributed fi le-sharing presents a matter of 
fi rst impression for the Supreme Court. 

The case has drawn considerable attention, as 
existing copyright principles and procedural rules 
were, for the most part, developed before an era 
in which remote individual users could, without 
any centralized control, use software devised 
by companies such as Respondents, and public 
networks facilitated by Internet Service Providers 
(“ISPs”), to facilitate the (often unlawful) exchange of 
copyrighted music and other digital content without 
any direct involvement of, or participation by, the 
software providers or ISPs. Thus, technological 
developments have led to a situation in which 
existing law (unless stretched beyond its previous 
boundaries by the courts) provides copyright owners 
with little effective remedy against what most 
observers would agree is widespread and injurious 
piracy of digital multimedia content.

The Supreme Court may take the opportunity 
in Grokster to attempt to ameliorate this problem 
by fashioning a new standard for the doctrine 
of contributory copyright infringement, which as 
currently understood requires a company to know 
of, and materially contribute to, primary infringement 
committed by users of its products. Relying on 
guidance from the landmark Supreme Court case 
Sony Corp. of America v. Universal City Studios, Inc. 
(“Sony”), 464 U.S. 417 (1984), the Ninth Circuit 
ruled in Grokster that when a product is capable of 
substantial non-infringing uses (as well as possibly-
infringing uses), the distributor would be liable only if 
it knew of specifi c infringement and failed to act on 
such knowledge at the time. 

Entertainment studios and songwriters seeking 
redress in Grokster (“Petitioners”) fear that upholding 
such a standard would allow software companies 
intentionally to design networks so as to blind 
themselves to direct infringement (and to any 
attendant obligations). Petition for Writ of Certiorari 
at 22-23, Grokster (No. 04-480), Grokster (No. 04-

480). The Supreme Court could assuage such fears 
by broadening the defi nition of what constitutes 
“knowledge” of direct infringement (so as to include 
constructive or imputed knowledge, for instance), 
and it might determine that evidence of bad faith 
or intent should play a more signifi cant role in 
determining contributory liability. 

Petitioners further argue that the more 
appropriate test for non-infringing uses should 
be drawn from the Seventh Circuit’s approach in 
In re Aimster Copyright Litigation, 334 F.3d 643, 
646-47 and 651-52 (7th Cir. 2003), cert. denied, 
540 U.S. 1107 (2004), which analyzed actual 
and probable non-infringing uses as well as the 
relative proportions of infringing and non-infringing 
uses. A Supreme Court ruling addressing whether 
a successful defense requires showing that non-
infringing uses are possible -- rather than probable 
and proportionately signifi cant -- would provide 
useful guidance to technology companies as fi le 
sharing techniques continue to evolve. Petition at 13 
and 25-26, Grokster (No. 04-480). 

Additionally, the Supreme Court may provide 
guidance on the doctrine of vicarious copyright 
infringement, which requires that an accused 
party profi t from users’ infringement and that 
the party have some ability to monitor users. In 
Grokster, the technical nature of Respondents’ 
decentralized computer networks has enabled them 
to escape vicarious liability thus far. (Respondents 
have evidently learned a lesson from the fate of 
Napster LLC (“Napster”), which suffered court 
defeats that effectively shut it down as a provider of 
piracy-enabling software because Napster, unlike 
Respondents, provided centralized indexing and 
fi le-transfer capability that permitted the courts 
to attribute end users’ infringing fi le transfers to 
Napster as the network facilitator). 

Should the Court affi rm or narrow the standards 
for imputing an ability to monitor, decentralized fi le-
sharing networks and other media-sharing products 
will continue to thrive. Removing the fi nancial 
benefi t requirement, on the other hand, could lead 
technology companies either to face increased 
vicarious liability exposure, or to better police 
infringement or increase the number of legitimate 
uses for their products.

The Court may follow Sony and the Ninth Circuit 
in deferring to the U.S. Congress to fashion the 
secondary liability standards for new technologies, 
as the Legislature is perhaps best equipped to 
balance the competing interests of the entertainment 
and technology industries. Congress has deliberated 
for months regarding legislation bearing on P2P 
concerns. The Inducing Infringement of Copyrights 
Act would broadly hold companies liable for 
encouraging infringement through any products, 
and thus would effectively attempt to ban, or at least 
imperil the free use of, many devices and software 
that can be used to store or play illegally obtained 
fi les. Indeed, this bill could call into question the 
legality of many forms of devices and software that 

arguably have multiple non-infringing uses, such 
as CD rippers and burners and MP3 players. Other 
pending bills, such as the Piracy Deterrence and 
Education Act and the Protecting Intellectual Rights 
Against Theft and Expropriation Act of 2004, focus 
on deterring and punishing primary infringement 
by P2P network users. In view of the substantial 
pending legislation on these topics, the Court may 
hesitate to usurp the Legislature’s role in setting the 
boundaries of substantive copyright interests.

Similarly, it seems unlikely that the Court will 
fl atly overrule Sony, which would not only reverse 
a leading copyright law precedent, but could also 
lead to an eruption of innovation-stifl ing lawsuits 
against technology companies whose software 
can (despite their best intentions) be misused by 
unrelated parties. If Sony were broadly renounced 
by the Court, P2P companies would likely be forced 
out of their current business, but would no doubt 
eventually introduce (as Napster has) new products 
and business models for sharing digital content in 
a fashion that preserves the proprietary interests of 
rights-holders and thus allows network providers to 
avoid liability for the sins of their users.

If the Court instead follows the Ninth Circuit in 
interpreting the vicarious and contributory liability 
standards rather narrowly and placing no decisive 
weight on either the predominantly illicit use of the 
software or on any intent -- or willful inattention -- 
on Respondents’ parts, such a decision would likely 
fuel introduction of new fi le-sharing products with 
minimal fear of secondary liability. Pending further 
legislative action, content owners would need to 
fashion licensing agreements with the P2P networks, 
or pursue infringement remedies against individual 
and often anonymous users of the P2P systems, 
in the absence of any effective remedy against the 
network software providers. 

In either event, the hotly-contested Grokster 
case (along with other recent cases in which the 
courts have limited copyright owners’ ability to serve 
subpoenas on ISPs seeking the identity of individual 
alleged infringers who, without the ISPs’ knowledge 
or participation, used the ISPs’ networks for illegal 
fi le-sharing; see Recording Indus. Ass’n Of Am., Inc. 
v. Verizon Internet Servs., Inc., 351 F.3d 1229 (D.C. 
Cir. 2003)) seems to confi rm that the legal landscape 
as regards how copyrights will be enforced in an 
age of ever-evolving digital technology will continue 
to shift rapidly, whether in the courts or through the 
legislative branch, for the foreseeable future.

Jeffrey D. Sullivan & David Bell 
Baker Botts, L.L.P.

jeffrey.sullivan@bakerbotts.com 
david.bell@bakerbotts.com 

From across
 the pond...



6  newsxchange™  Feb/Mar 2005 

News from the Regions       
LES Irish Section
Doors Slammed on 
Design Infringers!
A&L Goodbody and Lupton Fawcett recently acted for a 
successful Plaintiff in a novel intellectual property claim, 
one of the fi rst attempts anywhere in Europe to enforce 
unregistered community design rights (under Council 
Regulation on Community Designs No. 6/2002). 

A & L Goodbody in Ireland and Lupton Fawcett in the 
UK represented PWS Distributors Limited (“PWS”), a leading 
UK designer and distributor of kitchen components. The 
proceedings were brought in the new Irish Commercial 
Court against two Irish companies, and against one of their 
directors personally, to restrain them from infringing PWS’ 
unregistered community design rights in a range of kitchen 
doors. The Defendants vigorously contested the proceedings 
until the second day of trial, ultimately giving undertakings 
to the Court not to sell the offending products or otherwise 
infringe PWS’ unregistered community design rights. The 
Plaintiff was awarded its costs. 

The progress of this case to trial less than 4 months after 
proceedings were issued shows the effectiveness of the new 
Irish Commercial Court. It offers a fast and effi cient means of 
enforcing rights (especially intellectual property rights). In the 
space of four months proceedings were issued and pleadings, 
witness statements, expert reports and discovery were 
exchanged. Product samples were inspected and directions 
made by the Court (and complied with). The four month 
progress to trial and successful resolution in December 2004 
was critical to the client’s legal and commercial objectives. The 
procedures of the new Irish Commercial Court proved ideally 
suited for the occasion.

The outcome shows that the unregistered community design 
right can be a valuable weapon against infringers. However, the 
Golden Rule remains that a company’s fi rst line of intellectual 
property protection is to ensure that its rights are secured by 
appropriate and up to date registrations. Companies need to 
be vigilant to guard and manage their intellectual property and 
ensure that they can immediately and effectively enforce their 
rights when infringement arises. Time can be of the essence in 
defending a company’s intellectual capital.

For further information on this, please contact Liam 
Kennedy, Partner (lkennedy@algoodbody.ie), Anne 
Bateman (abateman@algoodbody.ie) or Maureen Daly 
(mdaly@algoodbody.ie). In the UK, John Sykes, Partner, 
Lupton Fawcett (john.sykes@luptonfawcett.com) 

LES/Forfás IP workshops 

LES Scottish Branch
Annual Burns Supper 
Tuesday 8th February 2005
“Piping Hot Burns”
The National Piping Centre, 
30 – 34 McPhater Street, Glasgow, G4 0HW.
6pm until 10pm approx

We are delighted to invite you to the 2005 LES Burns 
Night Supper at the National Piping Centre, Glasgow. 

Our fi rst speaker, Neil Fitzgerald is a renowned Scottish 
journalist and entertainer who will relate stories of Intellectual 
Property in the media, in his own foot-tapping style. After the 
main course, Bob Stembridge, Customer Relations Manager 
from Thomson Scientifi c will present a light-hearted look at 
how patents can enhance business strategies – and at some 
that certainly can’t! Finally, Andrew Shanks, Partner, Marks & 
Clerk will be hosting an interactive session. His challenge to 
you – to draft a patent claim for the fi rst haggis. Training will 
be given and there will be an appropriate prize for the winner!

As our regulars will know, this is a full evening with a sit-
down traditional Burns Supper (but lounge suits rather than 
full traditional dress is the norm!), haggis properly addressed, 
traditional music, cash bar and entertaining and charismatic 
speakers.

As usual our Burns Supper is open to LES members and 
non-members alike. So whether you are a lawyer, patent 
attorney, para-legal, trainee, licensor, licensee or business 
advisor, with a background in science, arts or engineering, do 
join us to celebrate the life of our National Bard. 

For further details please contact: 
The Administration Offi ce
Northern Networking Events Ltd
Tel: 01355 244966
Fax: 01355 249959
Email: LES@glasconf.demon.co.uk

We look forward to welcoming you all to the fi rst event of 2005!

Caroline Sincock

LES Brands Committee
Attention all LES members! We are pleased to announce a new interest 
Group within the Licensing Executives Society aimed at raising the 
profi le of Brands and Trade Marks within LES. 

The interest Group will be contributing regularly to News Exchange and 
is currently looking to run an Evening Meeting dedicated to Brands and Trade 
Marks in May. The Committee consists of individuals who work with brands on a 
daily basis in law fi rms and in industry. 

Should you wish to get involved please contact Darren Olivier at 
darren.olivier@ffw.com

Committee:
Darren Olivier (Field Fisher Waterhouse)
Niall Tierney (Davenport Lyons)
Kevin (Head of IP: RHM) 
Giovanni Visintini (Corporate Counsel: International Brand Management Limited)
Kerry Lee (Head of Trade Marks: Boots plc)

Every second Friday - 8.30am 
-10.00am.  Location: Wilton 
Room Forfás Wilton Park House, 
Wilton Place, Dublin 2.

11 February 2005 - “Trade marks 
or designs - how to allocate your 
IP protection budget” - Mary 
Bleahene of FR Kelly and Niall 
Rooney of Tomkins.

11 March 2005 - “Leveraging the 
commercial value of databases” -
Maureen Daly of A&L Goodbody.

8 April 2005 - “Tax effi cient 
corporate structures for exploiting 
IP” - Martin Phelan of William Fry.

For further details please contact: 
Maureen Daly
email: mdaly@algoodbody.ie
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LES INTERNATIONAL CONFERENCE 2005
12 - 15 June 2005
Arabella Sheraton Grand Hotel, 
Munich, Germany

Munich is ideally situated geographically and thematically as the location 
for this year’s LESI Conference. Germany is at the centre of technology 
transfer between Western and Eastern Europe and being the home of the 
European and German Patent Offi ce it is not surprising that the theme 
of technology transfer between East and West plays a central role in the 
scientifi c programme.  

The conference also offers a wide range of workshops and opportunities for 
networking. It promises to be an excellent event and is highly recommended to ALL 
LES members and all those with interests in IP and licenisng.

The conference committee have organised a selection of pre and post 
conference tours, excursions and sporting events.

The conference has attracted infl uential Plenary Speakers including:
• Professor Dr Winfried Büttner: Head of IP and Functions, Siemens AG
• Professor Dr Ninon Colneric: Judge at the European Court of Justice
• Professor Dr Alain Pompidou: President of the European Patent Offi ce
• Dr Klaus Dieter Langfi nger: Chairman of the Working Group on Patents of UNICE
• Dr Manfred Stolpe: Federal Minister of Transport, Building & Housing
• Professor Dr Joseph Straus: Managing Director of the Max-Planck-Institute for 

IP, Competition Law and Tax Law, Munich
• Dr Alexander von Mülendahl: Vice President of the Offi ce of Harmonization in 

the Internal Market (Trademarks and Design), Alicante (OHIM)
• Dr Dr Andreas Barner: Vice Chairman of Beohringer Ingelheim 
• Rolf W Einsele: Head of IP Management DaimlerChrysler

EARLY booking is recommended.
For further details please see: www.lesi-2006.de 
Or contact Susanne Huber: Email: LES@zibert.com; Tel: +49 (0) 89 13 98 82 -52

LES Half Day Meeting and Annual Lunch
Thursday 10th February 2005. The Savoy, London

Organisations around the world are 
increasingly recognising the enormous value 
of their intellectual property rights. Yet they 
remain under-utilised as assets on the basis on 
which their business can be fi nanced. 
The purpose of this meeting will be to demonstrate 
how this can be achieved, through real life stories 
of successes. It will also demonstrate how novel 
fi nancing techniques can be used to combine 
commercial and philanthropic objectives.

Morning meeting programme

8.30am - 9.00am Registration and Coffee

9.00am - 9.10am Chair’s Introduction - Nigel Jones, Chair 
EC/Laws Committee, LES Britain & Ireland

9.10am - 9.50am “The Oxford University Success Story”; 
Professor W Graham Richards, CBE, 
Chairman of Chemistry, Department 
of Chemistry, University of Oxford, and 
Chairman of IP2IPO

9.50am - 10.30am “SecureAid: addressing the emerging 
markets’ healthcare crisis using a novel 
IP-based fi nance model”; 
Peter Brown, Director, SecurePharma Ltd.

10.30am - 10.50am Coffee/Networking break

10.50am - 11.00am  “What LES can do for you”; 
Willy Manfroy, President LES International

11.00am - 11.40am “The use of intellectual property as 
security for debt fi nance”; 
Mark Bezant, Partner, Deloitte  

11.40am - 12.20pm “The Paul Royalty Fund: examples of the 
benefi ts of using future revenue streams 
as a source of current fi nancing.” 
Ken MacLeod, Paul Capital Partners

12.20am - 12.30pm Questions and discussions

12.30pm Pre-Lunch Drinks

The Annual Lunch
This year we are delighted to welcome 
Deborah Jaffé as our lunchtime speaker, 
her book, “Ingenious women- from tincture 
of saffron to fl ying machines” has received 
excellent reviews and contains some 
surprising information. 

It has resulted in Deborah speaking at the All 
Party Design and Innovation Group in the House 
of Commons, at The Patent Offi ce in London, the 
Designerinnaen Forum Conference in Cologne and 
the World Creative Forum. She has recently been 
made patron of ideas21.

The publication of “Ingenious Women” in 2003 
was the result of her original research into forgotten 
female inventors who lived between 1637 and 
1914. Whilst many women invented things to make 
their lives easier, for example the disposable nappy 
and the dishwasher there are others, such as 
Ada Lovelace, daughter of Lord Byron, who were 
involved in the conception and invention of more 
technical items - in her case the Analytical Engine, 
one of the earliest computers, way back in 1842. 
Deborah told the BBC’s World Service “Everyman 
Programme” that when she was writing the book 
people would say to her “but women have never 
invented anything” how wrong they were!

Deborah Jaffé is an amusing and stimulating 
speaker and will talk about the struggle women 
had to acquire patents and to put their inventions 
into production. Copies of Deborah’s book will be 
available for sale, at a reduced price for attendees.

The Annual Lunch and Morning Meeting are 
always very popular please register early to 
avoid disappointment.  

For registration and further information contact 
Sheena Hunter: les@glasconf.demon.co.uk; 
Tel: 01355 249959 or see the LES B&I website: 
www.les-bi.org

Poet’s Corner
Strange to relate that 
Licensing Executives 
are a sober lot.

By Stephen Powell
(composed for a Xmas haiku 

competition at CIPA)

(Do they always wear 
big rose-tinted glasses with 
their gins and tonic?) Ed.

BOOK YOUR 
PLACE NOW!
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are welcome and should be addressed in the fi rst 
instance to the Editor.

Unless otherwise agreed, acceptance of any 
submission for publication in News Exchange is on 
the understanding that the author also consents 
to publication in the same or edited form on the 
Society’s website at www.les-bi.org.

Advertising and insert enquiries should be 
addressed to the LES Administrative Offi ce. Please 
contact Gill Moore at Northern Networking in the 
fi rst instance:

Northern Networking, 
1 Tennant Avenue, College Milton South
East Kilbride, Glasgow G74 5NA
Tel: +44 (0) 1355 244966
Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk

News Exchange and the newsxchange™ logo 
are trade marks of the Licensing Executives 
Society (Britain & Ireland) Ltd.

Welcome!
Council has been pleased to 
welcome the following new 
members to the Society: 

Kevin Burke, Enterprise Ireland; Jai Jun, 
EU Biotech Development Ltd; Adam Daykin, 
East London Innovations Hub - NHS; Michelle 
Dillon, Baker & Mckenzie; Gail Dixon, 
Nottingham Trent University; Tom Farrand, 
IQ-IP; Toby Gosnall, Barker Brettell; Chris 

Johnstone, Barker & Mckenzie; Sarah 
Molton, East London Innovations Hub 
- NHS; Nolan Maire, Lancaster University; 
Judith O’Keefe, Arthur Cox; Denise Pryde, 
Beachcroft Wansbroughs; Eugene Sweeney, 
Iambic Innovation; Mary Traynor, L’estrange 
& Brett; Aisha Ghani, Wedlake Bell Solicitors; 
Julian Howlett, Jones Day.

Our apologies to Graeme Fearon of Thring 
Townsend, whose name was incorrectly spelt 
in the last edition of News Exchange.

Membership
Enquiries should be addressed to Sheena 
Hunter at the LES Administrative Offi ce:

Tel: +44 (0) 1355 244966
Fax: +44 (0) 1355 249959
Email: les@glasconf.demon.co.uk

A membership application form may also be 
found on the LES B&I website: www.les-bi.org 

For further information please 
contact regional offi cers for 
LES events in Britain and 
Ireland (see panel on the left 
of this page or visit the LES 
B&I website www.les-bi.org) 
and the offi cers of national 
societies for overseas events 
(see LES directory or the LESI 
website www.lesi.org)

10 February 2005
LES B&I Annual Lunch & 
Morning Meeting

The Savoy, London
Morning Meeting entitled:
“Intellectual Property-
based fi nancing” 
and LES B&I Annual Lunch
Guest Lunch Speaker: 
Deborah Jaffé
“Ingenious Women”
For further information please 
contact: Sheena Hunter
Email: les@glasconf.demon.co.uk

11 February 2005
LES Irish Section

Wilton Room Forfás, Wilton 
Park House, Dublin 2
Speaker: Mary Bleahene of FR 
Kelly & Niall Rooney of Tomkins
“Trade Marks or Designs – How 
to Allocate your IP Protection 
Budget”
8:30 – 10:00
For further information please 
contact: mdaly@algoodbody.ie

11 March 2005
LES Irish Section

Wilton Room Forfás, Wilton 
Park House, Dublin 2
Speaker: Maureen Daly of A&L 
Goodbody
“Leveraging the commercial 
value of databases”
8:30 – 10:00
For further information please 
contact: mdaly@algoodbody.ie

22 March 2005
LES London Region

The Apothecaries Hall
Speaker: Vanessa V Lawrence
“The importance of the modern 
business of mapping – in 
particular the licensing of 
Ordnance Survey mapping
technology and intellectual 
property.”
For further information please 
contact: Sheena Hunter
Email: les@glasconf.demon.co.uk

8 April 2005
LES Irish Section

Wilton Room Forfás, Wilton 
Park House, Dublin 2
Speaker: Martin Phelan of 
William Fry
“Tax effi cient corporate 
structures for exploiting IP”
8:30 – 10:00
For further information please 
contact: mdaly@algoodbody.ie

11 May 2005
LES London Region

The Apothecaries Hall
“Brands, Brands and more Brands”
Speaker: TBA 
For further information please 
contact: Sheena Hunter
Email:les@glasconf.demon.co.uk

12-15 June 2005
LESI Conference

Arabella Sheraton Grand Hotel
Munich, Germany
For further details please see:
www.LESI-2005.de
For travel information please 
contact: LES@Zibert.com

13 September 2005
LES B&I

The Café Royal, London
Half Day Meeting
For further information please 
contact: Sheena Hunter
Email: les@glasconf.demon.co.uk

Dates for your Diary...
21-23 June 2006
LES European 
Conference

Glasgow 

2007 
LES B&I Conference and AGM

Dublin
Further details TBA
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